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CIPO Fee Review 

 

Pre-consultation 

 

Submission  

by the Intellectual Property Institute of Canada 
 
 

Introduction 
 
The Intellectual Property Institute of Canada (IPIC) is the professional association of 
patent agents, trade-mark agents and lawyers practicing in all areas of intellectual 
property law (e.g. patents, trade-marks, copyrights and industrial designs).  Our 
membership totals over 1,700 individuals, consisting of practitioners in law firms and 
agencies of all sizes, sole practitioners, in-house corporate intellectual property 
professionals, government personnel, and academics.  Our members’ clients include 
virtually all Canadian businesses, universities and other institutions that have an interest 
in intellectual property in Canada or elsewhere, and also foreign companies that hold 
intellectual property rights in Canada.  
 
IPIC supports the Canadian Intellectual Property Office’s intention to perform a review 
of its fees and is grateful for the opportunity to provide comments early in the process 
through this pre-consultation.  Our comments were prepared by our Sole and Small 
Practice Committee, Biotechnology Patents Committee and by the IPIC members of the 
Joint Liaison Committee (JLC) - Patents, the JLC-Trade-marks and the JLC- Industrial 
Designs. They were reviewed, revised and approved by IPIC Council. 
 
On its website, CIPO asked that we consider the following factors before submitting our 
comments: 

• The fee structure must respect existing statutes and legislative requirements as 
well as the accountability, oversight, and transparency demanded by the User 

Fees Act;  

• CIPO's fee structure must be responsive to needs of both national and 
international clients; 

• The fee structure should foster an environment in which quality intellectual 
property is the norm and which effectively assists small- and medium-sized 
enterprises doing business in Canada to add value to their businesses through the 
use of IP assets and information; and, 

• A fee structure review must be flexible to ensure that it remains sensitive and 
responsive to changing circumstances and economic fluctuations. 
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CIPO asked for comments on the following criteria: 

• Fees are established at levels to reasonably provide resources to be able to process 
actions in accordance with established service standards.  

• CIPO generally aims to spread fees over each stage of processing in a manner that 
takes into account its costs of processing applications and that allows clients to 
decide whether to proceed to the next stage, given their assessment of the benefits 
of proceeding relative to the costs involved.  

• Recognizing that benefits to IP rights may only accrue to the owner over a period 
of time, CIPO's fee structure is designed to recover its costs over the life cycle 
involved.  

• CIPO's fee structure and fee levels take into account international norms for 
similar activities in other jurisdictions. 

• Some fees may be structured to improve efficiency, to encourage complete 
applications or the use of alternative service delivery channels such as electronic 
filing, or to recognize the unique position of small businesses. 

We first present general comments, followed by comments specific to industrial designs, 
trade-marks and patents. 
 
 

General Comments 
 
IPIC has no objection to the criteria outlined by CIPO on the consultation website.  We 
note that the last criterion appears to recognize that fees may be used for purposes other 
than cost recovery.  This criterion indicates that fees can be used to encourage certain 
practices.  It may need to be expanded upon.  For example, fees can also be used to 
discourage certain practices.   
 

As a general observation, we believe that the economic climate is different in 2010 than 
in 2004 when the last major revision to the fees was implemented.  We feel that it would 
be in the best interests of all applicants, whether based nationally or internationally, and 
whether large or small in size, that is, any fee increase not be substantial.  Many 
businesses have not yet recovered from the downturn in the economy and it is not yet 
clear that the economy is recovering.  We understand that the volume of filings has 
dropped in the past few years and has not yet reached pre-downturn levels.  It is 
important to encourage the stability and certainty of rights through intellectual property 
protection systems, but those systems must also be affordable. 
 
On the other hand, we appreciate that CIPO is facing its own increasing costs, for projects 
ranging from updating and possibly replacing existing electronic systems to increasing 
staff and training.  We are strongly supportive of efforts which will allow CIPO to 
acquire an effective and accessible electronic system, not only for filing but also for 
public online access to files.  We are equally supportive of efforts to equip CIPO with 
trained staff to provide thorough and quality-assured prosecution of applications in all 
areas and oppositions in trade-marks.  We also are aware that many of the changes made 
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by CIPO in the past few years to streamline the processing of applications and 
oppositions have resulted in reductions in fees, fees which were often important revenue 
generators. 
 
In other words, IPIC recognizes that CIPO will need resources to put into place the 
changes that both we and applicants will want to see, a strong trained staff providing 
quality prosecution and an effective, user-friendly, accessible online system.   
 
 

Industrial Designs 
 
The main reasons for fees that are currently relevant to industrial design practice are: 

1. Cost recovery 
2. To discourage a practice 
3. To encourage a practice 

  
For example: 

i) The filing fee is intended to recover at least some of the government cost 
associated with handling the application.   
ii) The relatively high fee associated with accelerated examination appears to 
be in part to discourage requesting examination out of turn.   
iii) The fairly recent decision to not require a recordal fee for certain types of title 
documents is intended to encourage these documents to be filed (see Practice 
Notice of May 12, 2008 - Changes to Fees for Recordals). 

  
With this perspective, the question becomes whether the fees are achieving their intended 
purpose.  Taking some of the fees for example: 
  
Filing and Maintenance  

 

These fees need to balance cost recovery against discouraging applicants from 
filing applications and maintaining registrations in Canada if the cost is too 
high.  The present fees appear reasonable relative to other jurisdictions. 

  
Assignment Recordal  

 
The fee for industrial design assignment registration is the same as the fee for 
recordal of assignments against patent properties. The fee structure used to be 
different for patents; there was a $100 fee for the first patent against which a 
document was recorded and a $50 fee for each additional patent against which the 
document was recorded.  The old structure may have encouraged the drafting of a 
single document to transfer several patents.  This approach should lead to less 
work for the Office because the Office need only review one document, instead of 
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multiple, separate documents, before recording the assignment against multiple 
properties.    
 

Issue  

 

There has been some discussion among practitioners whether there should be an 
issue fee.  There is no consensus on the question.  One purpose of the issue 
fee identified by the profession is to have notice that an application is ready for 
registration before it is actually registered.  This is an example of a fee intended to 
achieve a goal not presently listed in the fee criteria outlined by CIPO in the fee 
consultation.  Applicants may prefer another way of achieving this purpose 
without incurring an additional fee. 

  
Electronic Filing  

 
There has been discussion whether a reduced fee for online filing would 
encourage more applicants to file electronically.  A reduced fee is unlikely to 
achieve this result without the system becoming more user-friendly and robust. 

  
 

Trade-marks  
 
We have considered the current fee schedule which has been in place for just over six 
years and reviewed the reasons behind the changes put into place in 2004.  As we 
understand it, factors that prompted the increase in fees at that time included pressure 
from increased filings, increased demand for faster turnaround times, consideration of the 
changes brought about by harmonization, and the need to attract, train and maintain a 
skilled staff with specialized expertise.  CIPO had also considered carefully the actual 
costs it incurred at every stage in the processing of applications and oppositions, and 
endeavoured to spread those costs more fairly across the life of a registration.  

 
We believe that CIPO will be considering these same issues and additional ones in 
looking at a new fee structure. 
 
Filing  

 
Many of the streamlining changes have resulted in reduced prosecution time for 
applications, so that the actual internal cost of prosecuting an application may 
have dropped.  This militates against a fee increase for filing. 
 
Because there is less ability to extend prosecution during examination, again, the 
internal costs may have dropped.   
 
Despite the possible drop in internal costs, we believe that most applicants would 
support a very modest increase in filing fees, particularly if the applicants could 
see some connection between that increase and enhanced online service and 
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quality examination. 
 

Extension  

 
We also believe that most applicants would support a system which allowed more 
flexibility to obtain extensions in exchange for which a fee, even a graduated fee, 
would be payable. 
 

Renewal  

 
Reducing the renewal term to 10 years would alone increase the revenue for 
renewals, even if the fee remains at the current level.  A modest increase to the 
current fee may also be tolerated, particularly if the renewal term is unchanged at 
15 years. 
 

Opposition  

 
The current fee to file a statement of opposition is $750, which is high, although 
not as high as that originally proposed by CIPO in 2003.  This is the only fee 
where we have received negative comments from potential opponents.  The fee in 
other jurisdictions is considerably lower.  We would recommend lowering this 
somewhat, for example to $500.   
 
We recommend a return to more flexibility in obtaining extensions on consent in 
oppositions, but with a system where fees are charged on a graduated basis.  This 
will provide CIPO with revenue and the parties with the ability to negotiate in the 
appropriate time frame suited to that process. 
 
CIPO may similarly want to consider applying a fee to other steps in the 
opposition process, for example, rather than eliminating reply evidence, having 
the parties pay a fee to make the submissions.  

 

Cancellation  

 
We do not suggest any increase at this time in the fees to commence cancellation 
proceedings, although CIPO could consider a graduated fee payment for 
extensions of time to file evidence. 
 

Electronic Filing 

 
While there is some suggestion that electronic filing can be encouraged through 
an increase in the fees for paper filings, at this stage, given the issues with the 
current electronic filing system, we do not recommend an additional increase of 
those fees.  
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Patents 

 
Small Entity  

 

Upon first glance, it appears universities and small businesses initially benefit 
from small entity fees. However, the achievement of a certain measure of success 
and growth these entities work towards may also unwittingly place their patents at 
greater risk. IPIC members have expressed support for the abolishment of small 

entity fees, based upon the 2001 Dutch Industries
1 Federal Court decision— a 

decision that put the validity of thousands of patents in question, and meant 
additional and unnecessary action and worry for rights holders around the world. 
Canada is still recovering from international repercussions of the Dutch Industries 
case. 
 
Although IPIC appreciates the work CIPO and the Canadian government have put 
towards reducing uncertainties in the small entity regime, it is unlikely there will 
be a solution that would be able to remove uncertainty for all patent holders who 
take advantage of this incentive. Therefore, as we have done in the past, IPIC 
recommends the abolishment of the small entity regime in order to provide all 
patent holders with a greater measure of confidence in their Canadian IP rights. 
Consequently, we reiterate our suggestion to replace it with another incentive 
mechanism for small entities such as a tax credit or a refund on fees.  
 
The rationale behind this recommendation follows. 
 
Only CIPO and the USPTO have small entity systems 

 
In our understanding, amongst major or mid-sized IPOs, only CIPO and the 
USPTO offer a small entity fee reduction.  We are not aware that the lack of a 
small entity scheme has been problematic in other Offices such as the EPO, SIPO, 
KIPO, the UK Patent Office or IP Australia.  There is a very limited precedent for 
a small entity regime. 

 
The small entity system has been in place in Canada since 1985. Perhaps CIPO 
could consider sponsoring a study as to whether the scheme has had any positive 
effect on the use of the intellectual property system by small entities or on their 
industrial competitiveness.   
 
The small entity system adds complexity to the Rules 

 
The small entity scheme adds substantial unneeded complexity to the Patent 

Rules.   
 

                                                 
1 Dutch Industries Ltd. v. Canada (Commissioner of Patents) (T.D.), 2001 FCT 879, [2002] 1 F.C. 325 
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The Tariff of Fees under Schedule II to the Patent Rules is much longer than it 
needs to be in view of the duplication of many fees to set out a small entity fee as 
well as fees for correcting fees paid improperly at the small entity level.  
 
In addition to complicating the fee structure, the small entity regime unnecessarily 
complicates the Patent Rules and forms with additional material relevant only to 
small entity declarants. 

 
The small entity reduction provides only modest savings over the patent term 
 
The overall cost savings for the small entity system is relatively insubstantial, 
particularly when viewed in the context of the overall cost of commercializing an 
invention. 

 
Over the 20-year life of a patent the fees (the filing fee, the examination fee, the 
final fee and the 2nd through 19th anniversary maintenance fees) total $6,300 at the 
standard entity level and $3,150 at the small entity level.  The total small entity 
saving over the entire 20-year life of a patent is $3,150 (i.e. about $160/year). 

 
Furthermore, the small entity saving over the first 10 years is $1,400, and the 
saving over the last 10 years is $1,750.  Thus, the small entity fee saving is 
already back-end loaded to the part of the patent term where it can be expected 
that the patent has commercial value.   

 
If the purpose is to stimulate innovation and filing by small entities, the better 
approach would be to offer a greater discount in the early years than in the later 
years when the patent more likely has been licensed, sold or is being maintained 
because it covers a marketed product. 

 
Possible risks of small entity payments and added enforcement/commercialization 
costs 

 
It is not clear that, in a case of any possible commercial importance, an applicant 
would ever advantageously pay small entity fees.   
 
If the patent is enforced in the courts, the payment of small entity fees will by 
itself add a further basis for making an invalidity attack.  No doubt any possible 
creative argument would be raised as to why the applicant was not a small entity 
at the time of filing.   
 
Even if the applicant or patentee later takes advantage of the top-up mechanism 
under Rule 26, this too likely would be attacked.  The defendant’s good faith in 
paying the original small entity fee might be challenged, the legitimacy of the 
request for the extension to pay the additional fees challenged and even the 
Commissioner’s exercise of discretion in accepting the additional fees attacked.   
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Outside a court proceeding, small entity fees may be problematic.  During any due 
diligence, a licensee or purchaser of a patent would likely be concerned about any 
small entity fee payments that were made, and would want to investigate the 
circumstances of such payments.  Even if there proved to be no problems with the 
small entity payments made, investigating this or defending against an invalidity 
allegation will likely cost substantially more than any saving afforded by claiming 
the small entity deduction in the first place. 

 
Therefore, overall, it is most likely worth paying standard entity fees so as not to 
assume any possible risks or uncertainty that comes with small entity payments.  
Of course, it is the less sophisticated small entity applicant for which the small 
entity regime was created that is unlikely to appreciate the potential concerns with 
small entity payments and proceed with utilizing them. 
 
There are other ways to reduce costs for small applicants 

 
The small entity deduction comes to about $160 per year over the 20-year life of 
the patent.  It is suggested that other ways be explored to provide $160 per year to 
small business applicants without a complex scheme that involves possible risks 
of loss of IP rights. 

 

Amendment after Allowance 
 

The fee for an Amendment after Allowance (item 5 in Schedule II to the Patent 

Rules) may warrant some study.  The fee is CAD $400.  This is half the basic 
examination fee ($800) at the standard fee level and indeed equal to the small 
entity examination fee ($400).  The Amendment after Allowance fee thus appears 
to be disproportionately high.   
 
An Amendment after Allowance is not permitted under Section 32 of the Patent 

Rules if it “would necessitate a further search by the examiner in respect to the 
application” or “would make the application not comply with the Act or these 
Rules”.   
 
If only simple amendments are permitted that do not require a further search of 
the prior art or a detailed study for issues such as sufficiency of support, etc., then 
would not a lower fee be justified?   
 
Further, developments in the law concerning correction of clerical errors, the 
filing of disclaimers, and petitions for reissue of patents suggest that even minor 
errors or informalities in patent applications would beneficially be corrected 
before grant rather than after.   
 
A modest fee, permitting such minor informalities to be corrected after allowance 
should be considered. 
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Sequence Listings 

 
We take this opportunity to reiterate our support for the proposed amendment of 
the Patent Rules to omit the excess page surcharge for sequence listings per the 
comments made under "Proposition No. 7" in IPIC's submissions of February 27, 
2009 concerning Rules Package #2. 
 

Notably, in that submission we recommended extending the exception from the 
excess page surcharge to extend also to sequence listings in paper form.  In our 
understanding, this is what the EPO has done as of April 1, 2010. 

 
 

Conclusion 
 
We would be pleased to review any of those points in more detail with CIPO and look 
forward to future discussions on CIPO’s fee review.  
 
If we can be of further assistance, please do not hesitate to contact our executive director, 
Michel Gérin, at 613-234-0516 or mgerin@ipic.ca.  
 


