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Background 

 
Oppositions are an important step in the trade-mark application process.  Granting a 
trade-mark registration gives the owner the exclusive right to use that mark throughout 
Canada in association with the wares and/or services listed in the application.  The trade-
marks system should deliver robust trade-mark rights in a timely manner.  In doing so, 
the system should achieve an appropriate balance among competing interests which are 
impacted by the system, including those of the trade-mark owner seeking trade-mark 
protection, commercial competitors and consumers.  
 
Opposition proceedings should provide for a reasonably swift and inexpensive 
determination and should offer straightforward rules and processes that are easily 
accessible and understood not only by trade-mark professionals, but also the public.  In 
addition to providing a dispute resolution mechanism forum to competitors, the 
opposition system also serves the overriding public interest objective of ensuring that 
only trade-marks which comply with the Trade-marks Act are registered, and are 
registered in the name of the rightful owner.   
 
There are opportunities to modernize, streamline and simplify the administration of the 
trade-mark opposition regime to increase effectiveness and reduce operational costs for 
business.  The challenges associated with the current opposition process include: 
 

1. Cross-examinations - Proceedings are often unnecessarily protracted at the 
cross-examination stage which results in further unnecessary delays for parties to 
file evidence. Requests for cross-examinations may also be made tactically by 
parties to cause additional delays in the filing of evidence or increase the costs 
associated with the conduct of the opposition.  Lastly, many parties who request 
cross-examination never in fact proceed to conduct the cross-examination, as 
requested.   

 
2. Issuance of Notices - Certain deadlines for the parties are set by way of notice 

issued by the Registrar of Trade-marks (“Registrar”), including the deadline for 
the filing of written arguments and for requesting hearings.  The practice of the 
Registrar issuing notices to set deadlines is administratively heavy, unnecessary 
and leads to delays in the proceedings.  

 
3. Filing of Evidence and Service – The Regulations currently prohibit the filing of 

electronic evidence with the Registrar and the routine service of documents by 
electronic means (without first obtaining consent).   

 
4. Complexity - The current procedure may be unduly complicated and not readily 

accessible.  
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Reforming the opposition regime reflects the Government’s commitment to modernize 
and streamline the regulatory framework, as well as CIPO’s commitment to strengthen 
the IP administrative framework.  Improving trade-mark opposition proceedings will also 
enable Canada to keep pace with international standards and benchmarks, as trading 
partners including the European Union and Australia are also considering ways to 
improve and streamline their respective opposition regimes.    
 

Proposed Regulatory Amendments 

 
1) Filing of Evidence Electronically with the Registrar 

 
Given the common use of electronic transmission of documents and the acceptability of 
filing with other tribunals and courts in this manner, such delivery should also be 
acceptable in opposition proceedings.  The proposed amendment would envisage deleting 
s. 3(9) of the Regulations.  The Correspondence Procedures practice notice would also 
require amendment to specify the acceptable means of electronic transmission in 
accordance with s. 3(6) of the Regulations.      
 
Several new provisions may also be added to provide for certain requirements relating to 
the filing of electronic evidence which are consistent with the rules of the Federal Court 
of Canada and practices of other tribunals, including the Competition Tribunal.  The 
provisions may provide as follows: 

 

Electronic Sworn Affidavit or Solemn Declaration 
 
(1) An affidavit made under oath or a statutory declaration may be filed electronically if 
it contains a signature attestation and the following undertaking: 
 

The document that we are electronically submitting to the Registrar of Trade-
marks is an electronic version of the paper document that has been signed by the 
affiant/declarant.  The paper copy of the signed document is available and will 
be produced if requested by the Registrar.  

 
Maintenance of Document 
 
(2) The document referred to in subrule (1) must be maintained in paper form by the 
party filing the document until one year after all periods for appeals expire.  
 
Upon request of the Registrar, the filer must provide the original documents for review.   
 
 

 

2) Service 
 

Consideration is being given to amending s. 37(1) of the Regulations to generally 
simplify it and allow parties more ability to serve their documents by electronic means.  
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In particular, it is proposed to amend this provision to allow parties to serve all 
documents by facsimile that do not exceed 25 pages without consent and by any other 
means of electronic transmission, including email, with consent.  The provision may be 
amended to read as follows: 
 

Service 
 
(1) Service of any document or other material on a party required to be served in an opposition 
proceeding under section 38 of the Act or these Regulations must be effected: 

 
a) by personal service 
b) by sending the document or other material by registered mail or courier and by 

obtaining an acknowledgement of receipt  
c) by facsimile in the case of a document that is 25 pages or less 
d) in any other manner, including  by electronic transmission with consent of the  

party or their agent. 
 

(2) Unless the parties are agreed otherwise, if a party has appointed a trade-mark agent or has 
named a representative for service, service must be affected on that agent or representative for 
service.  
 
Proof of Service 
    
(3) The party effecting service must notify the Registrar in writing of both the manner and date of 
service. 

 
Effective Date of Service by Registered Mail and Courier 

  
(4) Service by registered mail or courier is deemed to be effected on the later of: 
 

(a) the date of mailing or shipping as indicated on the post office or courier receipt, and 
(b) the date on which the party effecting service submits to the Registrar a notice in 

accordance with subsection (3). 
 
 
(5) If the Registrar has reasonable grounds to believe that any document or material that is 
required to be served in an opposition proceeding has not been served within the prescribed time, 
the Registrar shall request that proof of service be submitted to the Registrar within a time 
specified by the Registrar.  If proof of service is not submitted within the specified time, the 
document or material shall be considered not to have been served.  
 
General 
 
(6) Service of a document or other material in a manner not complying with subsections (1) to (4) 
shall nevertheless be considered to be valid service if, and on the date when, the document or 
material comes to the notice of the person to be served.  
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3) Reply Evidence 
  
Consideration is being given to deleting s. 43 of the Regulations which allows an 
opponent to file reply evidence as of right.  Opponents very rarely file reply evidence.  In 
fact, on average between March 2007 and March 2010, opponents filed reply evidence in 
less than 1% of all cases.  A prescribed period for the filing of evidence that is rarely used 
leads to unnecessary delay in all proceedings.  In addition, much of what is filed as reply 
evidence is not always restricted to reply and may later be disregarded at the decision 
stage. Moreover, s. 43 of the Regulations appears redundant in view of the fact that both 
parties may request leave to file additional evidence under s. 44 of the Regulations, which 
evidence could include reply evidence in appropriate cases.   
 
If such an amendment were made, consideration may be given to amending the 
Registrar’s practice with respect to the issuance of orders granting leave to file additional 
evidence under s. 44 of the Regulations relating to a party’s deadline for filing written 
arguments in appropriate cases.  However, under the new proposal with respect to the 
filing and serving of written arguments as detailed below, parties could request leave to 
file supplementary written arguments at anytime to address any reply evidence filed with 
leave of the Registrar.   

 
4) Cross-examinations 
 
Currently, s. 44 of the Regulations confers discretion upon the Registrar to issue orders 
for cross-examination upon request at any time up to the issuance of the Registrar’s 
notice under s. 46(1) of the Regulations.  However, the Registrar’s long standing practice 
of granting cross-examination orders has become unduly complicated primarily because 
these orders are most often tied to the granting of requests for extensions of time for 
parties to file their evidence. Opposition proceedings have also become extremely 
protracted at the cross-examination stage with parties taking on average more than one 
full year to conduct each of their respective cross-examinations. Not only does this create 
unnecessary delays, but parties who request cross-examination often do not proceed with 
conducting the requested cross-examination.  Between January 2005 and March 2010, 
only 37% of those who requested an order for cross-examination in fact proceeded to 
conduct the cross-examination requested.   
 
In order to address concerns with respect to complexity of the process and the significant 
delays at this stage, the Registrar is considering amending s. 44 of the Regulations to 
prescribe a three month deadline for both parties to conduct cross-examinations following 
the filing of the applicant’s evidence under s. 42 of the Regulations.  This approach is 
consistent with the Federal Court Rules (Rules 300 and following).  If the Regulations 
were amended in this manner, parties would file their evidence sequentially under s. 41 
and s. 42 of the Regulations before entering a prescribed period in which both parties 
would conduct all necessary cross-examinations. Accordingly, all cross-examinations 
should be completed by both parties within three months after the filing and serving of 
the applicant’s evidence under s. 42 of the Regulations.     
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Sequential filing of evidence by both parties (s. 41 and s. 42 of the Regulations) followed 
by a three month prescribed deadline for conducting both parties’ cross-examinations 
would require parties to put their best evidence forward from the outset and may 
encourage settlement at an earlier stage of the proceedings.  In addition, if parties are 
granted a prescribed deadline for conducting cross-examinations, it would obviate the 
need for the Registrar to issue orders for cross-examinations, except to set the time, date 
and location in cases where the parties cannot agree or if leave is granted to a party to file 
additional evidence with leave of the Registrar.   

 
Where leave is granted to file additional evidence under s. 44 of the Regulations, the 
Registrar’s order granting leave would include appropriate requirements concerning 
cross-examinations.  In addition, parties could seek an order of the Registrar setting the 
cross-examination in cases where there is no agreement.   

 
Section 44 of the Regulations may be amended to read as follows: 

 
44(1) All cross-examinations on affidavits or statutory declarations that have been filed 
with the Registrar in evidence under Rules 41 and 42 and are being relied on as evidence 
in the opposition must be completed within three months after the filing and serving of 
the applicant’s evidence under Rule 42 or the expiration of the time for doing so, 
whichever is earlier.   

 

44(2) No further evidence shall be adduced by any party except with leave of the 
Registrar and on such terms as the Registrar determines to be appropriate, including 
making an order for the cross-examination under oath of any affiant or declarant on an 
affidavit or declaration that has been filed with the Registrar and is being relied on as 
evidence in the opposition.   
 
44(3) Cross-examinations shall be held at a time, date and location and before a person 
agreed to by the parties or in the absence of an agreement, a party may request that the 
Registrar issue an order setting the date, time and location of the cross-examination.   

 
In order to ensure all cases are not unnecessarily delayed by introducing this new 
prescribed deadline, consideration is being given to requiring parties to confirm in 
writing with the Registrar the intention to conduct cross-examinations.  In cases where no 
such written confirmation is received, the case would proceed directly to the written 
argument stage.  However, this consideration is not reflected in the proposed draft 
wording detailed above.   
 
 
5) Transcripts and Undertakings 
 
Consideration is also being given to amending s. 44(4) of the Regulations regarding the 
responsibilities of the parties to file transcripts and undertakings following the conduct of 
a cross-examination.  The new provision would provide that the party who conducts the 
cross-examination is responsible for filing the transcript and the party whose affiant or 
declarant was cross-examined is responsible for filing the undertakings.  The provision 
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would provide the parties with a one month prescribed deadline following the completion 
of the cross-examinations to file all of the transcripts and undertakings.  The provision 
may read as follows: 
 

44(4) A transcript of the cross-examination and exhibits to the cross-examination shall be 
filed with the Registrar by the party conducting the cross-examination and served on the 
other party within one month after the date of the cross-examination.   

 
44(5) Any documents or materials undertaken to be submitted by the party whose affiant 
or declarant is being cross-examined shall be filed with the Registrar by that party and 
served on the other party to the proceeding within one month after the date of the cross-
examination.  

 

 
 
6) Written Arguments and Hearings  
 
Currently, the deadline for the filing of written arguments is set by way of notice issued 
by the Registrar and the Registrar is responsible for receiving and then forwarding copies 
of the written arguments to the parties, once both have been filed.  Similarly, the deadline 
for requesting a hearing is set by way of notice issued by the Registrar.  This process of 
issuing notices setting administrative deadlines is not efficient or in keeping with the 
practices of other tribunals or the Federal Court of Canada.  Accordingly, consideration is 
being given to amending s. 46 of the Regulations to set prescribed deadlines for parties to 
file and serve their written arguments sequentially followed by a prescribed period in 
which both parties may request a hearing.    
 
The new provision would set a three month prescribed deadline following the completion 
of cross-examinations for the opponent to file and serve its written argument followed by 
a three month prescribed deadline after service of the opponent’s written argument for the 
applicant to file and serve its written argument.  Parties could also request leave to file 
additional written arguments under s. 46(3) of the Regulations.  The provision may read 
as follows:  
 

46(1) The opponent may file written arguments with the Registrar and serve the applicant 
with a copy thereof within three months after completion of the parties’ cross-examinations or 
the expiration of the time for doing so, whichever is earlier. 

 
46(2) The applicant may file written arguments with the Registrar and serve the opponent 
with a copy thereof within three months after service of the opponent’s written arguments or 
the expiration of the time for doing so, whichever is earlier.   
 
46(3) No written arguments shall be filed and served after the expiration of the periods 
referred to in subsections (1) and (2), except with leave of the Registrar.   
 
46(4)  Either party may, within one month after service of the applicant’s written arguments, 
file and serve a request to be heard at a hearing, which request must specify whether: 
 

(i) the party will make representations in person or by telephone; 
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(ii)  the party will make representations in English or French; and   
(iii)  simultaneous translation will be required if the other party makes 

representations in the other official language.  
 

46(5) A party must choose English or French as the language for the hearing.   A party may 
change the choice of language by notifying the Registrar in writing.  The notice must be 
received by the Registrar no later than one month before the hearing. 

 
 
In order to give effect to the new provisions requiring parties to serve written arguments, 
s. 45(3) of the Regulations should be deleted and s. 36 of the Regulations would also 
require amendment to delete the following phrase:   “....with the exception of a written 
argument filed pursuant to subsection 46(3), to the other party in the opposition 
proceeding”.    
 
 
7) Transitional Provision 
 

When the Trade-marks Regulations were last amended in 2007, a transitional provision 
was introduced to grandfather the timelines for s. 39, 41 and 42 of the Regulations in 
oppositions to trade-mark applications advertised in the Trade-marks Journal before 
October 1, 2007.  Trade-mark opposition proceedings generally take between two to five 
years to reach decision.  The result of this transitional provision has been to introduce a 
dual system in opposition with different timelines for opposition proceedings for marks 
advertised before October 1, 2007 and those advertised on or after October 1, 2007.  This 
has unduly complicated the proceedings for trade-mark owners and has been 
administratively burdensome for clients and the Registrar.  In addition, this dual system 
has led to errors being made by trade-mark applicants and opponents alike in calculating 
their respective deadlines.   
 
Accordingly, the transitional provision as it relates to s. 39, 41 and 42 of the Regulations 
should be amended to create a more timely transitional provision covering only all non-
expired time limits or extensions of time thereof, with the coming into force of the new 
Regulations.   
 

There is no prejudice to trade-mark applicants or opponents since the deadlines 
prescribed by s. 39, 41 and 42 of the Trade-marks Regulations as amended in 2007 
provide parties with more time in all cases, than the time previously granted under the 
former Regulations (1996).   
 
 
8) Miscellaneous  
 

a) Amend s. 10 of the Regulations to make the wording clearer as it pertains to 
correspondence with trade-mark agents acting for opponents during the conduct of 
trade-mark opposition proceedings.   
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b) Delete s. 47 of the Regulations concerning extensions of time.  This provision is not 
used and is considered redundant in view of the discretion conferred to the Registrar 
under s. 47 of the Trade-marks Act.   

 
c) Amend s. 45(2) of the Regulations in both the English and French versions to specify 

that public inspection relates to both materials and documents.  Currently, the English 
version refers to “materials” and the French version refers to “documents”.   

 
d) Amend s. 38 of the Regulations to clarify that a Statement of Opposition need only be 

filed in duplicate if filed in paper form.  The provision may be amended to provide as 
follows: 

 

 If filed in paper form, a statement of opposition must be filed with the Registrar in duplicate.   
 
e) The above proposal refers only to trade-mark opposition procedures.  However, it is 

proposed to also make corresponding changes to the objection procedures for 
geographical indications established under s. 53 to 61 of the Regulations in order to 
keep these procedures as similar as possible.  These objection proceedings have never 
been used and accordingly there is no impact in making any amendments.  However, 
should the objection proceedings be used in the future, the procedure should be 
consistent with that of opposition proceedings, in keeping with the original legislative 
intent and ease of administration. 

 
f) Consideration is being given to introducing regulations, where possible, for section 

45 proceedings established under s. 45 of the Trade-marks Act.   
 
g) Consideration is also being given to amending several other provisions of the 

Regulations relating to examination of trade-marks to modernize the provisions in 
light of e-commerce including amending s. 27(1) and 28(2) of the Regulations such 
that drawings would no longer be required to be lined for colour and size of drawings 
would not be limited to 7 cm x 7 cm.    

 
 
Should you wish to provide comments, please submit them by September 20, 2010 to the 
attention of:   
 
 
Darlene H. Carreau 
Chair, Trade-marks Opposition Board 
Canadian Intellectual Property Office (CIPO) 
50 Victoria Street, Room 4012  
Gatineau, Québec K1A 0C9  
darlene.carreau@ic.gc.ca   
Télécopieur | Facsimile   (819) 997-5092 
Gouvernement du Canada  | Government of Canada 
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The above proposal is being put forward to generate further ideas regarding how best to 
improve the Trade-mark Regulations and we look forward to receiving your views, 
comments and suggestions in that regard.   
 
Thank you for your participation and interest in this matter.   
 
Yours very truly, 
 
 
 
 
Darlene Carreau 
Chair, Trade-marks Opposition Board 
Canadian Intellectual Property Office (CIPO) 
 

  
 


