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TRADE-MARK AGENT EXAM 2008  

PART A 

(NOTE - Total marks for paper: 150 ) 

1. (25 marks total – 1 mark per question)  

Answer each of the following questions Yes or No. 

a) Can copyright exist in a trade-mark? 
Answer: Yes 

b) Can an unregistered trade-mark be licensed? 
Answer: Yes 

c) Can the owner of a certification mark itself use the trade-mark in association with wares 
or services covered by a certification mark registration? 
Answer: No 

d) Can an application for a distinguishing guise be filed on the basis of proposed use? 
Answer: No 

e) Does the marking of a trade-mark on wares in Canada and then exporting those wares 
constitute use of that trade-mark in Canada? 
Answer: Yes 

f) Can an extension of time to oppose be obtained after the application has gone to 
allowance? 
Answer: No 

g) Can a denomination under the Plant Breeders Act be registered as a trade-mark? 
Answer: No 

h) Does the Registrar have discretion to issue a section 45 Notice prior to the mark having 
been registered for three years? 
Answer: Yes 

i) Can an additional basis for registration be included after the date of application, but 
before the date of advertisement? 
Answer: Yes 

j) Is it necessary for an applicant to file evidence of use in order to obtain registration where 
the application was filed based on use in Canada? 
Answer: No 

k) Can a basis for application be deleted after the application has gone to allowance? 
Answer: Yes 
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l) Can the trade-mark agent of record sign a declaration of use on behalf of the applicant? 
Answer: Yes 

m) Is the trade-mark DRIED PLUMS registrable in association with “prunes”? 
Answer: No 

n) Will the Registrar accept a trade-mark application in which there is no address given for 
the trade-mark applicant? 
Answer: No 

o) Will the Registrar accept the assignment of only one in a series of associated marks? 
Answer: No 

p) On application by the registered owner, can the Registrar amend the statement of wares 
in respect of which the trade-mark is registered? 
Answer: Yes 

q) Is it possible to cross-examine on an affidavit furnished under section 45 of the Act? 
Answer: No 

r) Is the Registrar “functus officio” once an application has been allowed? 
Answer: No 

s) Will the Registrar consider that a Ministry of the Government of Canada is a “public 
authority” entitled to protection of an official mark pursuant to section 9 of the Act? 
Answer: Yes 

t) Can a claim to colour as a feature of the mark be added to an application after it has been 
filed? 
Answer: Yes 

u) Is it possible to assign the rights to a registration to a third party in respect of some but 
not all of the wares covered by the registration? 
Answer: Yes 

v) Will the Office accept a request filed by a public authority to protect a proposed official 
mark under section 9? 
Answer: No 

w) Can the Registrar withdraw a notice of allowance? 
Answer: Yes 

x) Can a trade-mark owner rely on an unregistered mark as the basis for a trade-mark 
infringement suit? 
Answer : No 

y) Can a trade-mark registration be secured for a logo for which a copyright registration has 
already been issued? 
Answer: Yes 
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2. Answer each of the following questions. 

a) (5 marks)  Does depreciation of goodwill constitute a valid ground of opposition? 
Explain why or why not. 

Answer:  The only possible grounds of opposition are set out in section 38(2). 
These grounds are: 

i) Failure to conform to the requirements of section 30 

ii) Mark is not registrable 

iii) Applicant is not the person entitled to registration 

iv) Mark is not distinctive 

However if a mark does indeed depreciate then it is likely that it is not distinctive. 

 

b) (3 marks)  During prosecution, on what grounds may an application be refused? 

Answer:  An application may be refused if the Registrar is satisfied that: 

i) It does not conform with section 30 

ii) It is not registrable 

iii) The applicant is not the person entitled to registration because it is confusing with 
another pending application 

 

c) (3 marks)  May the Registrar refuse an application without issuing an official action? 
Give reasons for your answer. 

Answer: 
Pursuant to section 37(2) the Registrar may not refuse an application without first 
notifying the applicant of the objections and providing the applicant with an opportunity 
to address those objections. 

 

d) (2 marks)  Once a Statement of Opposition has been filed, under what circumstances will 
the Registrar deem the opposition to be withdrawn? 

Answer: 
The opposition will be deemed withdrawn: 

• If the Opponent writes to the Registrar indicating that the Opposition has been 
withdrawn. 

• If the Opponent fails to file evidence or a statement that it does not intend to file 
evidence within the statutory limit or an extension thereof. (See section 38(7.1)) 
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e) (2 marks)  Once a Statement of Opposition has been filed, under what circumstances will 
the Registrar deem the application to be abandoned? 

Answer: 
The application will be deemed to be abandoned: 

i) If the applicant fails to file a Counterstatement within the statutory period or any 
extension thereof. 

ii) If the applicant fails to file evidence or a statement that it does not intend to    file 
evidence within the statutory limit or an extension thereof. 

f) (2 marks)  What are the implications, if any, of failing to file a written argument in an 
opposition? 

 Answer: the failure to file a written argument does not disentitle a party from requesting 
a hearing or simply permitting the matter to proceed to decision.  However, there is benefit 
to be gained in advancing the interests of the party you are representing by furnishing a 
strong written argument which summarizes the evidence, points out the strength of your case 
and any weaknesses in the other side’s case and applies the relevant favourable case law to 
the facts/evidence at hand. 

g) (4 marks)  Your client wishes to use a protected geographical indication in comparative 
advertising on flyers and also on packaging for a wine originating in  a geographical origin 
other than the protected geographical origin . Can your client do so? Why or why not? Give 
reasons to support your answer. 

Answer: 
The provisions of section 11.6(2) permit the use of the protected geographical origin in 
comparative advertising even if it is not the correct geographical origin. It is therefore 
permissible to use the appellation on the flyers. 
However, section 11.6 ( 3) does not provide an exception to the provisions of section 
11.14 and therefore excludes the use of an incorrect geographical origin on packaging. 

 

3. (10 marks)  You are the agent of record for a trade-mark application and receive the citation 
of a registered trade-mark which in your view will be almost impossible to overcome by 
argument. The cited trade-mark was registered in 1952 and the statement of wares is very 
broad. Your investigations in the marketplace indicate that the Registrant is using the trade-
mark, but only on a very narrow range of wares. The wares in association with which the 
cited mark is being used are very different from those covered by your client’s application, 
but which fall within the broad category covered in the registration.  This is an important 
mark for your client and he asks you to do everything you can to obtain the registration. A 
response to the official action is due within the next month.  What do you recommend? 

Answer: 
The first step is to obtain an extension of time to respond to the official action. Since the cited 
mark was registered in 1952, the provisions of section 45 of the Act can be invoked.  The 
agent should file a request for the issuance a  Notice for information  pursuant to section 
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45(1) requiring that the registered owner provide the information that would be required on 
an application filed at the date of the Notice.  
If the registered owner responds within the required statutory period of 3 months, then 
pursuant to section 45(2) the registration will be amended to limit the registration to the 
wares in association with which the mark is actually in use in Canada. The citation could 
then be overcome by argument, since the respective wares would then, as shown in the 
marketplace investigations, be sufficiently different to obviate any likelihood of confusion.  
If the registrant fails to respond to the Notice, and any further notices pursuant to section 
44(3), then the registration is liable to expungement and the problem is overcome through 
the expungement of the cited registration. 
Another tactic which could expedite a resolution would be to contact the agent for the cited 
registration after the section 45 notice has issued to seek a voluntary amendment/restriction 
to the registration which would effectively remove any potential overlap between the wares. 
Extensions should be requested  until resolution of the section 45 proceedings is obtained. 

4. (25 marks)  You are contacted by Eileen Dover.  Ms Dover’s father Fred, who is now quite 
elderly, has been operating a book store in Kelowna since 1957.  The business was initially 
operated by Fred Dover as a sole proprietorship with the name being displayed on signage in 
this manner: 

DOVER BOOKS 

Fred Dover, Prop. 

In 1975, the store was renovated to add a coffee bar.  At the time of the renovation, a new sign 
was installed as depicted below: 

DDOOVVEERR’’SS 
Book Store & 

Coffee Bar 

The signage has remained unchanged to the present day.  In 1980, at the advice of his lawyer, 
Fred Dover incorporated a company under which to carry on the business.   

Eileen has been working in the family store since 1977.  Her father’s health has been 
deteriorating and Eileen is concerned that he will not be able to operate the business much 
longer.  Eileen’s mother died in 2002 and Eileen has been caring for her father since her 
mother’s death. 

Eileen has a brother Ben who has been estranged from the family since the early 1980’s.  Ben 
has been operating a coffee shop in Winnipeg for more than ten years under the name DOVER’S 
JAVA SHOP. In addition to selling coffee, Ben’s business also sells baked goods and magazines.  
Ben and his father have not spoken for more than 20 years but Eileen is aware that under the 
terms of her father’s will, the estate is to be shared equally with her brother Ben.  The company 
that operates the Kelowna book store is the most significant asset of the estate.  

At Eileen’s urging and in order to avoid estate taxes that would be payable upon the transfer of 
an asset forming part of an estate, Fred agrees to transfer all shares of the company (and all rights 
associated with the business) to Eileen and does so with an effective date of December 31, 2007.  
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Eileen has plans to expand the business and authorize a licensee to open a second DOVER’S 
book store and coffee bar in a new shopping mall in Whistler, B.C. 

Eileen is anxious to file a trade-mark application and would like to file in her own name 
personally.  Her estranged brother Ben has learned from a cousin about the father’s transfer of 
the family business to Eileen.  Ben has for years entertained thoughts of franchising his business 
and Eileen is concerned that Ben may file his own trade-mark application.  The initial search 
conducted revealed that the trade-mark would be available. 

Eileen comes to you for advice and asks you to get an application filed as quickly as possible. 

Set out in point form the advice you would give to Eileen, the reasons for your 
recommendations, and your opinion regarding registrability, including identification of 
any potential difficulties.  If there are different options for proceeding, identify the pros 
and cons of each.   You should also identify any additional information or documentation 
you need to provide advice and to file the application.   
 
Answer:  The candidate’s answer should demonstrate a recognition of the importance of filing 
any application on the basis of actual use in Canada claiming the earliest priority date possible 
(particularly having regard to a possible dispute with brother Ben). 

The answer should show a clear understanding of issues relating to title.  Eileen should be 
advised that it would be best to file the application in the name of the company to avoid a further 
assignment of rights to her and particularly if she has plans to franchise . If Eileen is insistent on 
filing the application in her own name, an assignment to him personally will have to be executed 
by the company.  If the trade-mark will continue to be used by the company, a license (in 
compliance with s 50) will have to be granted to the company. 

What date to claim?  The answer should also demonstrate a recognition of the distinction 
between trade-mark and trade name use and conclude that, unless there were other uses (i.e., on 
invoices or the like) in which the element DOVER was given greater prominence, the early use 
(pre-1975) would likely be considered trade name use only.  Further, there appears to have been 
a change in the form of the mark from DOVER BOOKS to DOVER’S when the new signage was 
installed in 1975. The consistency and manner of use should be probed fully to assess whether 
any pre-1975 use would support an allegation of use of the trade-mark DOVER’S per se. 

One option would be to file the application in the name of the company based on use since 1980 
(the date the company was incorporated).  However, this is not the earliest date that could be 
asserted and would not attract full marks.  

Assuming that inquiries reveal no use of DOVER’S which pre-date the installation of the new 
signage, the application could be based on use in Canada since at least as early as 1975. This is 
a more desirable option. It would be necessary to confirm that the rights associated with the 
trade-mark and trade name were transferred by Fred Dover (operating as a sole proprietor) to 
the company.  The application would have to be filed on the basis of use by the applicant and a 
named predecessor in title.  If there was no transfer of rights to the company at the relevant time, 
or if there is any doubt that this was done, recommend documenting the transfer by Fred to the 
company nunc pro tunc. 
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Other relevant information/advice: 

- Full name and address of applicant    

- Wares/services – the application could cover the operation of a book store and a coffee bar. 
Ask whether anything else can be included? Has the mark been used in association with any 
wares (coffee mugs, book marks.. ? 

- You should anticipate a likely objection to registration under s 12(1)(a) based on the surname 
significance of the mark.  Could respond to objection by arguing that although DOVER is a 
surname, the mark also has geographic significance.  If such argument is not successful, to 
obtain registration in block letters, it would likely be necessary to rely on s 12(2).  If 
use/reputation limited to Kelowna, any registration to be secured would be limited territorially.  
If the mark has been used in a design or logo form, registration in that form is another option.  
Would need to re-canvass issues related to first use of mark in that form. 

Possible opposition by brother Ben – advise Eileen that use by company (and predecessor) 
substantially predate any rights which Ben would be in a position to assert.  Ben does not have a 
registration and cannot claim earlier use.  Ben could possibly oppose based on an allegation of 
non-distinctiveness but the  likelihood that such opposition would succeed would be dependent 
on a finding that Ben has established a sufficient reputation in his mark to negate the 
distinctiveness of the applied for mark. If the registration secured by Eileen was obtained under s 
12(2) and limited territorially to BC, it is possible that Ben could secure his own registration of  
in one or more of the provinces other than BC. 

5. (6 marks total)  Your client is the owner of Canadian trade-mark registration No. 342,723 
for the trade-mark ICE DELIGHT which covers “ice cream” and “the operation of dairy 
bars”.  Your client has received a Section 45 notice dated August 30, 2008 calling for the 
filing of evidence of use of the mark.  Your client is a franchisor of dairy bars.  There are no 
ICE DELIGHT dairy bars currently operating in Canada.  The last franchised location went 
bankrupt and closed its doors in April, 2005.   
 
Your client, which is based in St Stephen, New Brunswick, has advised that there are two 
ICE DELIGHT dairy bars still operating across the border in Calais, Maine which bars are 
routinely frequented by Canadians.   ICE DELIGHT ice cream is still shipped from the client 
in New Brunswick to its franchised locations in Maine. 

Your client wishes to maintain the registration because it is currently negotiating with a 
prospective franchisee who would like to open a dairy bar in P.E.I. 

a) (2 marks)  When must a response to the Section 45 notice be filed?  Can this term be 
extended? 

Answer – the response to the notice must be filed within three months of the date of issuance of 
the notice ie, by November 30, 2008.  The term can be extended by three months on request and 
on payment of a government fee. Further extensions can be secured only with the consent of the 
requesting party or if exceptional circumstances are shown. 
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b) (4 marks)  Is the registration likely to be maintained: (i) for wares; (ii) for services?  
Why or why not? 

Answer – The registration will not likely be maintained for services - there has not been any use 
of the mark in association with services within the preceding three year period and there is 
nothing on the facts to suggest that special circumstances to excuse non-use could be shown. 

The shipments of ice cream to the locations in Maine could be relied upon to maintain the 
registration for wares. 

6. (6 marks)  On behalf of your client you have prepared and filed an application for 
registration of the trade-mark HAMILTON in Canada for use in association with envelope 
stuffing machines. The mark has been used in Canada since 1989.  The mark has been 
extensively advertised at trade shows throughout North America (including trade shows in 
Canada) and in trade journals distributed in Canada.  HAMILTON is the most popular brand 
of printing press in Canada and sales in Canada have exceeded $35 M in each of the past five 
years.  You have now received the following Office Action: 

OFFICE ACTION  Date:  August 29,  2008 

Re: Trade-Mark HAMILTON 
Application No. 1, 840,802 

This Examiner’s report concerns the above identified application.  To avoid abandonment 
proceedings a proper response must be filed within four months from the above date.  All 
communication respecting this application must indicate the file number. 

The mark which is the subject of this application is considered to be primarily merely the name 
or surname of an individual who is living or who has died within the preceding 30 years.  The 
Examiner has located 2224 listings for individuals in Canada with the surname HAMILTON. 

In view of the provisions of Section 12(1)(a) of the Trade-Marks Act, the mark does not appear 
to be registrable. 

Any comments you may wish to submit will receive consideration. 

Describe in point form the options that are available for responding to the Section 12(1)(a) 
objection and the argument(s) you would make?  What would you recommend to your 
client? 

Answer - In addition to being a surname, HAMILTON is also a name of a large metropolitan 
centre in Ontario.  Accordingly, it is arguable the mark is not primarily merely a name or 
surname and should not be unregistrable under s 12(1)(a).  Consideration will have to be given 
to the reaction of an average Canadian consumer to the significance of the mark.   
 

The alternative meaning of the word as a place name may permit the application to be approved.  
Cases such as NISHI and Elder’s could be relied upon.  Also, drawing the Examiner’s attention 
to other marks on record comprising names which are also place names or surnames which have 
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been registered without any evidence of acquired distinctiveness may assist. The JUNEAU case 
is relevant here. 

While the facts would likely support a s 12(2) affidavit, this option should only be considered in 
the event that written submissions are not successful in overcoming the objection.  A full answer 
will identify the principal requirements of a s 12(2) affidavit. 

7. (15 marks)  Penguin S.A., is a large multinational company located in Switzerland. For 
many years, the company has been manufacturing and selling truck tires and car batteries 
under the trade-mark PENGUIN and variations of that mark.  The company owns the 
following registrations which contain or comprise the distinguishing element PENGUIN.  
The marks are “associated” with certain other marks under section 15 of the Trade-marks 
Act.  The details of the marks are set out below.  There also exists on the register a third party 
registration for the trade-mark PENGUIN covering “brake parts”. 

Registration/ Application 
Number 

Trade-mark Goods/Services 

Registration No. 422,777 
(associated with regn Nos. 
469,666; 522,666; 444,444; 
437,221 and 339,211) 

PENGUIN truck tires, car batteries 

Registration No. 469,666 
(associated with regn. Nos. 
422,777; 522,666; 444,441 
and 399,211) 

PENGUIN ICE truck tires 

Application No. 1,422,663 PENGUIN PLUS car batteries 

Registration No. 522,666 
(associated with regn Nos. 
422,771; 469,666; 444,444; 
439,221 and 399,211) 

PENGUIN 

 
             PENGUIN 

 

car tires and batteries 

UCA 2218 PENGUIN Storage batteries for use in 
automobiles 

Registration No. 437,221 
(associated with registration 
Nos. 422,777; 522,666 and 
399,211) 

 

batteries 
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Registration/ Application 
Number 

Trade-mark Goods/Services 

Registration No. 399,211 
(associated with registration 
Nos. 444,444; 422,777; 
469,666 and 522,666) 

 

car tires 

Registration No. 444,444 PNEUS PENGUIN tires 

To raise capital and expand its battery business, your client has decided to sell its tire business to 
a third party, Swirl Inc.  The terms of the asset purchase agreement transfer registration Nos. 
399,211, 469,666 and 444,444 to Swirl Inc.  You are retained by Swirl Inc. to record the transfer 
of ownership in the Trade-marks Office records and to get title to registration Nos. 399,211, 
469,666 and 399,211 placed into the name of Swirl Inc.  The agreement obligates Penguin S.A. 
to cooperate fully in facilitating the recordal of the transfer.  What issues do you anticipate 
having to deal with and what do you advise Swirl Inc.? 

Answer:  A full and complete answer will demonstrate that the candidate’s familiarity with issues 
related to associated marks (s 15).  The Trade-marks Office will not record a change of title of 
certain marks unless the same title change is recorded against all associated marks.  
Accordingly, the Trade-marks Office will be expected to reject  a request for the recordal of the 
asset transfer and will not record the change of title against assigned registration Nos. 499,666; 
444,444 and 399,211. 

The first option to be pursued is to seek disassociation of the marks by filing written arguments 
seeking to persuade the Registrar that the trade-mark PENGUIN applied respectively to tires 
and car batteries are not confusing and that the marks should be able to coexist in the names of 
different owners without confusion.  These arguments would be bolstered by the existence of the 
third party registration of PENGUIN for both parties which supports the argument that no single 
party can claim exclusive rights over the element PENGUIN in the automotive field.   The 
answer should refer to the criteria to be applied by the Examiner in assessing whether 
disassociation would be appropriate.  

The prospects of successfully persuading the Trade-marks Office to disassociate the marks would 
be enhanced if registration No. 422,777 could be cancelled or amended to delete reference to 
tires. The Trade-marks Act also contemplates a partial assignment of a registration.  If the marks 
could be disassociated, the transfer could be recorded.  If disassociation is not successful, the 
parties may need to look at licensing options and permit the marks to remain in the same name 
on record.  

8. (20 marks total)  On August 18, 2007, you filed an application on behalf of XYZ Corp. to 
register the trade-mark SPRACKERS for snack foods. The application was based dually on: 
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(1) proposed use in Canada; and (2) use and the registration to issue from a corresponding 
application filed in the United States.  The applicant changed its name in October, 2007 and 
the US registration issued on April 5, 2008 in the name of ABC Inc. covering wares defined 
as “crackers”.  

a) (6 marks)  You have received an Office Action calling for a more precise definition of 
“snack foods”, citing a prior registration for SPUDKERS standing in the name of ABC 
Inc. covering potato chips and requesting a certified copy of the corresponding U.S. 
registration for the mark.   Report to the client in point form reporting the receipt of the 
Office Action and recommending how to address the points raised by the Examiner. 

Answer: 
The report to the client should recommend redefining “snack foods” and “crackers” and 
submitting arguments to overcome the citation. Since the US registration relied upon now 
stands in the name of ABC Inc., it will be necessary to either:(1) bring the Canadian 
application into the name of ABC Inc. by filing the relevant title documentation; or (2) 
amend the application to delete reliance on the US registration as a filing basis thereby 
avoiding the requirement that a certified copy be filed. Option (1) is more desirable since 
it provides greater flexibility for ultimately securing registration. 

b) (3 marks)  Your Office Action response is successful and the application proceeds to 
advertisement and is allowed on January 3, 2009. In response to your letter reporting the 
allowance of the application, your client advises that use of the mark has not yet 
commenced in Canada and is not likely to commence for at least two years. The client is 
anxious to obtain registration in Canada by reason of an impending transaction with a 
third party. What advice do you give your client? 

Answer: 
Assuming that the application was not amended during prosecution to delete reliance on 
the US registration, it would be possible to amend the application to delete the proposed 
use claim and advance the application to registration based solely on the US registration. 

c) (4 marks)  In response to your letter reporting the allowance of the application and 
seeking instructions with respect to the filing of a declaration of use, the client advises 
that as a result of a restructuring, the US registration has now been assigned to the 
applicant’s parent company, YYZ Corp., and wishes to have the Canadian application 
transferred to YYZ Corp. as well.  The client advises that YYZ Corp. has commenced to 
use the trade-mark in Canada and instructs you to prepare and sign the assignment and 
declaration of use.  What action do you take? 

Answer: 
As agent, you cannot sign an assignment on another’s behalf.  The assignment will need 
to be signed by the assignor. Once the application is assigned and the assignment 
recorded, the Office will accept a declaration of use signed by or on behalf of the 
assignee.  You can sign the declaration of use if you have knowledge that use of the mark 
has commenced but it is preferable for it to be signed by the user. 

d) (3 marks)  In response to your letter reporting the allowance of the application and 
seeking instructions with respect to the filing of a declaration of use, the client advises 
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that the trade-mark has been used in Canada by a subsidiary of XYZ Corp. and that use of 
the mark by the licensee commenced in November 2007. What advice do you give your 
client? 

Answer: 
Even though the mark has been used by a subsidiary, you must be satisfied that the use 
has been in circumstances in which the character or quality of the wares/services use is 
under the control of the trade-mark owner and is deemed by s 50 to be use by the owner. 
If the requisite degree of control exists, a declaration of use can be filed relying on use by 
the licensee. 

e) (2 marks)  In response to your letter reporting the allowance of the application and 
seeking instructions with respect to the filing of a declaration of use, the client advises 
that it has advertised its snack crackers on its web site and in food magazines circulated 
in Canada.  Can a declaration of use be filed? Why or why not? 

Answer: 
No.  Advertising does not constitute use in association with wares. 

f) (2 marks)  In response to your letter reporting the allowance of the application and 
seeking instructions with respect to the filing of a declaration of use, the client advises 
that sales of its snack crackers commenced in Canada in June 2008  and that  the 
packaging of the snack crackers sold in the Canadian market depict the trade-mark in the 
form depicted below: 

                                            SP 
                                               RACKERS 
                                             Snack Crackers 
 

Can a declaration of use be filed? Why or why not? 

Answer: 
No. The mark is not being used in the form sought to be registered. The applicant will 
have to use SPRACKERS per se. The visual impressions created by the mark in use is 
quite different from the mark applied for. 

g) (2 marks)  When is the declaration of use due? 

Answer: 
August 18, 2010 
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9. (15 marks total) 

 You receive instructions from your client to conduct a search and provide an opinion on the 
availability and registrability of the trade-mark KAZU’ALL for use in association with a line of 
revolutionary activewear which was put on the market by your client a year ago.   

The registrability search disclosed the existence of the following marks: 

 
Trade-mark App. No. /Reg. No. Wares/Services 

CAZUAL TMA343,434 Bar services. 
QUASUAL TMA565,656 Cosmetics namely, foundation, blush, 

eyeliner, mascara, lipstick and lip 
gloss. 

OUZUALY TMA212,121 Clothing namely, pants, shirts, t-
shirts, dresses, skirts. 

HIP-CAZU 123,456 Yoga clothing. 
USUAL 1,111110 Children’s toys and playthings.  
KAZU 844,560 – official mark 

under section 9 
Unrestricted 

 
a) (8 marks) In your opinion, is the proposed mark registrable and available and what is 
your advice to the client? 
 
ANSWER: 
 
The mark in its actual form is likely not registrable since when sounded, the mark would be 
descriptive of the character of the wares which are activewear.  However, the references 
disclosed in the search are distinguishable, either because of the differences between the marks 
themselves and/or the wares/services to which they are applied.   

CAZUAL – marks phonetically similar but wares/services very different. 

QUASUAL – marks phonetically similar but wares are different. 

OUZUALY – wares are similar but the marks as a whole are sufficiently different to avoid 
confusion. 

HIP-CAZU – wares are similar but the marks as a whole are sufficiently different to avoid 
confusion. 

USUAL – marks similar but wares are different. 

No problem under section 12(1)(a) or (c).  In order to avoid a refusal under section 12(1)(b), 
you can recommend to your client the adoption of a distinctive design where the word element of 
that composite mark is not the dominant feature.  

The official mark KAZU is also likely distinguishable –  is not the same as the proposed mark 
and does not so nearly resemble it as to be likely to be mistaken for it 
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b) (3 marks)  Further to your report, the client informs you that its line of activewear is very 
successful, the wares are available throughout Canada and he has sold for millions of dollars last 
year.   
 
What can you recommend? 
 
ANSWER: 
 
The trade-mark may be registrable if it has been used in Canada so as to have become 
distinctive at the date of filing of the application (section 12(2) of the Trade-marks Act). 
 
Proof of distinctiveness must be filed by way of an affidavit or statutory declaration meeting the 
requirement of 32(i), establishing the extent of which and time the trade-mark has been used in 
Canada.  If evidence is not sufficient at the present moment, you can suggest to the client to 
delay the filing of the application.  

 

c)  (4 marks)  What documentation and/or information do you require in order to file and 
gain approval of an application based on use and registration abroad? 

Answer: 

1. Filing of a certified copy of corresponding registration; 

2. Determine that the trade-mark was in use in the country of origin  of the applicant (or  
elsewhere) at the time of filing of the Canadian application; 

3. Ensure that the trade-mark covered by the foreign registration is the same as the mark 
being applied for.  If there is a disclaimer of a specific word in the foreign registration, 
the Canadian application should also have one; 

4. Ensure that the statement of wares and/or services meets the requirements of Section 
30(a). 

 

10.   (5 marks)  Your client, a US company, wishes to file an application in Canada 

for registration of the trade-mark MEDALLION for sweaters.  The mark has been used in 

Canada since October 1977 on sweaters produced and sold in Canada by the US company’s 

wholly owned Canadian subsidiary.  Your client wishes to file the application in the name of the 

US company claiming priority from an application which was filed three months ago in China.   

What advice do you give your client? 

Answer:  the application can be filed in the name of the US company provided that either: (1) the 

US company obtains an assignment from the Canadian subsidiary of rights which have accrued 
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to the Canadian company as a result of their use; or  (2) the use of the trade-mark has been 

licensed by the US company to the Canadian subsidiary and all use by the Canadian subsidiary 

is in circumstances  in which the character or quality of the goods produced by the subsidiary 

has been  under the control of the US company.  An application filed on basis (1) will have to 

rely on use of the trade-mark by the Canadian company as predecessor in title and name the 

Canadian company as predecessor. Priority can only be claimed if the Chinese application was 

the first application filed anywhere for the mark and if the US company itself has a real and 

effective commercial establishment in China. 

 

 


