
TRADE-MARK AGENTS EXAM  
2006 

PART A 

TOTAL MARKS FOR PART A  - 150 

1. Are the following trade-marks? Explain why or why not. (TOTAL 10 marks) 
 
2 marks (a) The closure system on a toy which  had previously been the subject of 
patent protection.  
 

 
 
 2 marks (b)  The element POS occurring within the corporate name POS 
Transport Inc on the labelling of a product where the element POS is in coloured and fancy 
lettering while the remainder of the words are displayed in black in a smaller similar font. 
 

 
 
2 marks (c) The words BINGO BANGO used on a website available in Canada 
and advertising hair care products available for sale in Canada by mail order.  
 

 
2 marks (d)  The words BINGO BANGO used on a website available in Canada 
advertising a spa  and beauty salon operating in Edmonton, Alberta.  
 

 
2 marks (e)  The words EDMONTON SHINES used by entities with permission 
from the City of  Edmonton in  connection with promotional activities for the city  where 
the Registrar has issued public notice of the adoption and use by the City of Edmonton of 
EDMONTON SHINES as an official mark under s. 9.  

Answer: This is not a trade-mark since the closure system is purely  functional and purely 
functional elements cannot act as trade-marks since they do not distinguish. (See Kirkbi) 

Answer: Yes. POS is used as a trade-mark since the element is distinguished from the 
remainder of the text which is descriptive.  The element POS also appears on labelling which 
is one of the criteria set out in section 4(1) of the Act.  

Answer:  No use of a trade-mark on wares . For there to be use on wares the trade-mark must 
be marked on the wares themselves or on the packaging or must be in some other manner 
associated with the wares at the time of transfer in the property and possession of the wares.  

Answer: Yes. Pursuant to the provisions of section 4(2) of the Act, use of a mark in 
advertising services available in Canada constitutes trade mark use.  



 

 
 
5 marks 2.  Your client’s trade-mark application was allowed on November 2, 2002 

and the notice of allowance called for the filing of a declaration of use by May 2, 2003. Your 

client has been instructing you since May 2, 2003 to obtain extensions of time to file the 

declaration of use.  You are writing to your client to remind them of the upcoming deadline 

of November 2, 2006 to file a declaration of use – what do you advise your client? 

 

4 marks 3.   Your client, a Chinese company, instructs you to file an application in 

Canada to register the trade-mark BLUEBIRD for noodles.  The client owns a Chinese 

registration for the trade-mark which issued in 2005.  The client also filed a US application 

for the mark last month. What questions do you need to ask the client in order to permit 

the application in Canada to be filed? 

Answer:  While there is no statutory limit on the number of extensions of time that will be 

granted to permit the filing of a declaration of use, any  request for an extension of time must 

set out circumstances to justify the extension. Once three years have elapsed from the date 

upon which the declaration of use was initially due, the Trade-marks Office will generally 

require more persuasive reasons to justify extensions.  You should draw your client’s 

attention to the fact that the Office may require more cogent reasons to further extend and ask 

for an update on the applicant’s plans/efforts to commence use.  If there have been concrete 

efforts to get the mark into use, these should be set out in the extension request.  If use is not 

expected to commence for some time, the client may wish to consider filing a fresh 

application – particularly if use has commenced in another country and the mark has been 

registered abroad.  In such case, a fresh application filed on the basis of the foreign 

registration could issue without the necessity of commencing use in Canada.  The “old” 

application should be kept in good standing if possible until the “new” application is 

advanced to maintain the client’s early rights. 

Answer: No. Official marks do not fall within the definition of a trade-mark in section 2 of  
the  Act and in addition use of the mark by licensees does not constitute use by the City.   
 



 

3 marks 4. You file an application on your client’s behalf to register the trade-

mark BOJO based on proposed use in Canada.  The application was allowed in April 2006.  

Use in Canada has not yet commenced.  After receiving your letter reporting the allowance 

of the application, your client advises that it has recently secured registration of the mark 

in the United States and asks you to amend the application to rely on the issued US 

registration. Can the amendment be made?  Why or why not? 

  

4 marks 5.   Your client has been selling a uniquely shaped candy bar in Canada for 

just over three years.  Can an application be filed to register the shape of the candy bar as a 

trade-mark?  Why or why not? 

 

Answer:  You need to ask whether the (1) the trade-mark has been used in Canada or is 

proposed to be used. If the mark has been used in Canada, you also need to know when use in 

Canada commenced; (2) trade-mark has been used in China or elsewhere in association with 

noodles.  If the mark has not been used anywhere, it is not possible to base the application on 

the corresponding Chinese registration for the mark. Since the U.S. application was not the 

first filed application for the mark, it is not possible to claim priority from the U.S. filing. 

Answer: No - the application may not be amended at this stage in prosecution from one 

which does not allege that the trade-mark has been used and registered in a country of the 

Union to one that does allege such use. This amendment could have been made prior to 

advertisement. [Section 32 of Trade-marks Regulations] 

 Answer:  No – the Trade-marks Office does not permit three dimensional marks which 

represent the shape of the wares to be registered as ordinary trade-marks. The shape of the 

candy bar (the shaping of the wares) could be registered as a distinguishing guise provided 

that sufficient evidence is furnished to establish that the mark had been used to such an extent 

as to have become distinctive  as of the filing date of the application and if the exclusive use 

of the distinguishing guise by the applicant would not unreasonably limit the development of 

any art or industry [s. 13 Trade-marks Act] 



4 marks 6. The Trade-marks Office has cited against your client’s application a 

Newfoundland registration for an identical mark covering overlapping wares.  An 

investigation suggests that the owner of the cited trade-mark is still in business but that the 

cited trade-mark is no longer being used. What options are available and what advice do 

you give your client in reporting receipt of the Office Action? 

 

4 marks 7. Your client, a small company operating in Nova Scotia, wishes to 

register the trade-mark BISQUE for frozen lobster.  The mark has been used for over six 

years on the crates of lobsters shipped to France.  The client uses a different trade-mark on 

crates of lobsters sold to customers in Canada.  The BISQUE packaging is shown on the 

client’s website together with other labels and packages forming part of the client’s 

product line.  On what basis or alternative bases may your client file an application in 

Canada? 

 

(TOTAL 6 marks) 8. Your client is a charitable foundation based in Washington, 

D.C.  The Foundation supports reading and literary programs in inner city schools and has 

adopted the name READING EAGLES to describe a new program which will purchase 

books for day care centres.  The Foundation obtains approximately 80% of their funding 

from U.S. government and are required to account for the expenditure of the funds.  A U.S. 

Answer: A Newfoundland trade-mark registration cannot be cancelled for non-use under 

section 45.  One option would be to restrict your client’s application to the provinces of 

Canada other than Newfoundland. Another option would be to contact the owner of the cited 

mark to seek an assignment of the registration to your client. 

Answer:  the application could be based on use in Canada claiming six years’ use.  A trade-

mark that is marked in Canada on wares or the packaging of wares exported from Canada is 

deemed to be used in Canada  [ Section 4(3) of Trade-marks Act]. The display of the mark on 

the website does not constitute use of the mark in Canada in respect of wares. 



senator sits on the Foundation’s Board of Directors.   The Foundation filed an application 

in the U.S. Patent and Trademark Office in April 2006 based on intent to use.  The 

program will begin to operate in January 2007.   

4 marks (a) Your client has asked whether they can protect the name of the 

READING EAGLES program in Canada as an official mark under section 9 of the Trade-

marks Act. What do you advise them? 

 

2 marks (b) The Foundation also asks you whether they can file an application in 

Canada to register READING EAGLES as an ordinary trade-mark.  Can they?  On what 

basis or combination of basis can the application be filed? What is your advice and why? 

 

5 marks   9. A trade-mark registration which issued in August  18, 2004 has been 

cited by the Trade-marks Office against your client’s application to register the identical 

mark for overlapping wares.  The Office Action citing this prior mark issued on July 12, 

2006. Your client is aware that the owner of the cited mark went bankrupt in January 2006 

and is no longer in business.  What options are available to your client in responding to the 

citation? 

 

Answer:  The Foundation would not qualify as a public authority entitled to protect its name in 

Canada as an official mark under s. 9.  In order for an entity to claim the benefit of subparagraph 

9(1)(n)(iii) of the Trade-marks Act,  an entity must be a public authority in Canada  ie, subject to 

government control in Canada [Canada Post Corporation v. United States Postal Service} 

Answer – the Foundation can file an application in Canada based on proposed use.  Provided that the 

Canadian application is filed within six months of the US filing, priority can be claimed.  However, 

since use of the mark has not commenced in the U.S., it is not possible to rely on the U.S. application 

as a filing basis.   



 

5 marks 10.   Your client, a Brazilian company, has filed an application to register 

the trade-mark COEHLO & Design  in Canada based dually on: (1) proposed use in 

Canada and use; and (2) registration in Brazil for luggage.  The Examiner has initially 

objected to registration of the mark under section 12(1)(a) of the Trade-marks Act on the 

basis that COEHLO is a common surname in Canada.  The Examiner’s search of the 

Canada 411 database revealed 132 individuals in Canada with this surname. You are 

aware that the word COEHLO means “rabbit“ in Portug uese. The trade-mark has been 

extensively used by your client in Brazil and the United States.  There has been some 

limited use in Canada.  What options are available to your client to seek to overcome the 

objection? 

Answer –  You should recommend to the client that a s 45 notice be issued against the cited 

registration. As a general rule, the Registrar will not issue a s 45 notice until three years have 

elapsed from the registration date (ie, by August 18, 2007).  You could obtain extensions of 

time to respond to the Office Action until the registration can be removed from the register 

However,  the Registrar will issue a section 45 Notice against a registration that has been on 

the register for a period of less than three years, if it is shown by way of affidavit or statutory 

declaration that exceptional circumstances warrant sending the Notice.  In this case, it may 

be possible to file evidence of the bankruptcy and current status of the owner of the cited 

mark and seek to persuade the Registrar to issue the s 45 notice prior to the expiry of the three 

year period. 



     

2 marks 11.   The Registrar issues a decision in an opposition proceeding on 

October 5, 2004.  The decision is mailed to you as the applicant’s representative for service 

on October 14, 2004.  You receive the letter in your office on October 19, 2004.  By what 

date must an appeal from the decision of the Registrar be filed? 

 

3 marks 12. You are representing the opponent in an opposition proceeding.  As 

the opponent’s evidence, you file two affidavits.  As its evidence, the applicant files with a  

short covering letter,  a copy of a computer search and printouts from the Canadian 

Intellectual Property Office database providing details of  a number of third party trade-

marks on the register containing an element which is common to both the applicant’s mark 

and the opponent’s mark.  Is the applicant’s evidence admissible? 

Answer:  The appeal must be filed by December 14, 2004 – two months from the date of 

dispatch of the decision by the Registrar.  [ S. 56 Trade-marks Act] 

Answer: No – the evidence must be in the form of an affidavit or statutory declaration or 

otherwise be in accordance with s 54 of the Trade-marks Act. [ S. 42 of Trade-mark 

Regulations] 

Answer:  One option would be to file written submissions seeking to persuade the Examiner 

that, given the significance of the word in Portuguese, it is not primarily merely a surname.  If 

the submissions are not successful, since the mark is a design, another option would be to 

enter a disclaimer of the surname element .  A third option (but less desirable option) would 

be to consider relying on s. 14 and filing evidence of use and advertising to support the claim 

that the mark is not without distinctive character. 



 
(TOTAL 6 marks) 13. Your client, a U.K. based company, has retained your law firm 

to assist in the purchase of all of the assets of the company Banix Canada Inc. located in the 

Province of Ontario.  You are asked to review the trade-mark portfolio of this company to 

ensure the accuracy of the information provided by the company. You conduct a search of 

the Trade-marks Register and notice that at least seven (7) trade-marks out of fifteen (15) 

are not in the name of Banix Canada Inc. In fact, four (4) trade-marks are in the name of 

ABC Canada Inc. and three (3) are in the name of XYZ Canada Inc. After providing the 

information to your client, you are told that ABC Canada Inc. merged with XYZ Canada Inc. 

which then changed its name to Banix Canada Inc.  

 
 4  marks (a) What should you do to secure the chain of title prior to the 

transfer of ownership of all the marks in favor of your client?  

 
Answer: You should file with the Registrar of Trade-marks a certified copy of the corporate 

document attesting of the merger between ABC Canada Inc. and XYZ Canada Inc. against the 

first four (4) registrations and then file the certified copy of the change of name of XYZ Canada 

Inc. to Banix Canada Inc. against the seven (7) trade-marks, together with the government fees 

($750.00: 4 x $50.00 for the recorder of the merger document, 7 x $50.00 for the recorder of the 

change of name).  

 

2 marks  (b) For tax purposes, your client asked that the “goodwill” not be 

part of the transaction.  Is this  possible? Why or why not? 

 

Answer: Section 48 stipulates that a trade-mark whether registered or unregistered is transferable 

either in connection with or separately from the goodwill of the business.  However, it is not 

advisable to transfer a trade-mark without goodwill since this may have a negative impact on 

distinctiveness 

 

 5 marks  14. Your client forwards you a watch notice from a third party watch 

service informing that the Registrar has given notice of the adoption and used by a public 

authority of a trade-mark identical to your client’ s mark. You have to explain to your 



client why this is possible and what constitutes an official mark as opposed to a trade-

mark.  Your client also wants to know if he could be prevented from continuing to use his 

own trade-mark.  

 

Answer: Section 9 marks are not examined for confusion with prior marks. When the statutory 

criteria under Section 9 are met, the Registrar has no discretion to refuse an application for an 

official mark if it is made by a public authority. An official mark does not fall within the 

definition of a trade-mark in Section 2; does not need to be distinctive from the public authority; 

official marks do not have to be related to specific wares or services. Official marks are perpetual 

and do not have to be renewed. They also cannot be subject to opposition proceeding or Section 

45 proceedings. The prohibition against adopting an official mark is prospective in nature and 

does not operate retroactively. Since your client adopted a mark prior to public notice being 

given of its adoption, your client may continue to use the mark in respect of the same wares or 

services.     

 
3 marks 15. What is the effect of a number of marks being “associated trade- 
  marks”?  
 
Answer:  Section 15(3) stipulates that no amendment of the Register recording any change in the 

ownership or in the name or address of the owner of any one of a group of associated trade-

marks will be made without the same amendment being made to the associated marks and the 

corresponding entries are made contemporaneously with respect to all trade-marks.  

 
 

(TOTAL 13 marks)  16.  On behalf of your client, you have on July 3, 2006 filed 

an application to register the trade-mark ZEBRA based on proposed use in Canada since 

at least as early as March 2002 in association with ice cream.  No registrability search was 

conducted prior to filing the application.  You receive an initial examination report citing 

against your client’s application a third party application for registration of ZEBRA 

STRIPE filed June 15, 2006 on the basis of proposed use in Canada in association with 

frozen novelties.   

{note – there is a typographical error in this question. The word “proposed” should not 

appear in line 2.  Candidates were not penalized and were given marks for properly 



applying the law to the facts as they interpreted them.  The answers set out assume that the 

application was based on actual use since March 2002} 

 

3 marks  (a)  Will the Trade-marks Office approve your client’s application?  Why or 

why not? 

 

 

4 marks (b)  Is your client entitled to registration of ZEBRA for use in  

 association with ice cream?  Why or why not? 

 

  

6 marks (c)  What advice should you give your client? 

Answer – the Trade-marks Office will not likely approve your client’s application for 

advertisement.  The Office will approve the ZEBRA STRIPE application which was filed 

first.  The  Effigi case requires the Registrar to approve the first filed application without 

assessing entitlement based upon competing priorities.  The Effigi decision has been 

implemented by the TMO and the implications addressed in recently published Practice 

Notice 

Answer – the client is the party entitled to registration of ZEBRA. The client’s application is 

based on actual use and the client’s rights run from the date of first use in Canada ie, March 

22, 2002.  The mark is confusing with ZEBRA STRIPE which is the subject of the earlier 

filed application which, since it was based on proposed use, takes its priority from its filing 

date Canada 



 

(TOTAL 12 marks) 17. On April 26, 2002, you filed an application on behalf of a U.S. 

company for registration of  FREEZIT for fridges based on proposed use.  The application 

proceeded routinely through the Trade-marks Office and was allowed on June 18, 2006.  

You have reported to your client that the application has been allowed and that the 

registration will issue once a declaration of use is filed and the government registration fee 

is paid.  Provide short answers to each of the following questions. 

2 marks (a) When is the declaration of use due? Can you sign it? 

 

 

2 marks (b) Your client has advised that it sold a quantity of FREEZIT brand 

fridges to a Canadian retail chain in June 2002 but there have been no sales since the notice 

of allowance issued. Can your client file a declaration of use? Why or why not? 

Answer – Your client is in a position to oppose the ZEBRA STIPE application based on its 

prior use in Canada of the confusingly similar mark ZEBRA.  You could contact the owner of 

the ZEBRA STRIPE application to advise them of your client’s earlier rights and express an 

intention to oppose unless they agree to voluntarily withdraw the application.  Since the 

ZEBRA mark is already in use in Canada, your client would have common law rights which 

could be asserted against a later user of a confusingly similar mark in a  passing off action.   

You should monitor the ZEBRA STRIPE application to preserve the client’s ability to 

oppose.  The client’s ZEBRA application will not likely be approved until the ZEBRA 

STRIPE application is either withdrawn or deemed abandoned in opposition proceedings. The 

client can continue to use its mark and should be counselled to do so to preserve its rights in 

the mark 

Answer – The due date will be December 18, 2006.  The Office will accept a declaration of 

use signed by the agent on the applicant’s behalf. 



 

2 marks (b) Your client advises that it has not yet sold any FREEZIT brand 

fridges in Canada but that it advertises such fridges extensively in home décor magazines 

which are extensively distributed in Canada.  Can your client file a declaration of use?  

Why or why not? 

 

 

3 marks (c) Your client advises that its related company XYZ Corp. has sold 

FREEZIT brand fridges in Canada.  You indicate that use by XYZ Corp. would not be 

considered use by the applicant and would not support the filing of a declaration of use.  

Your client instructs you to prepare, sign  and file an assignment of the application to XYZ 

Corp. so  that the declaration of use can be filed.  Can this be done?  When can the 

declaration of use be filed? 

 

3 marks (d) Your client advises that all use of the mark in Canada to date has 

been in a logo form in which the word FREEZIT is displayed with a penguin wearing a top 

hat and with the words “a quality XYZ product” appearing in smaller print below.  Can a 

declaration of use be filed? 

 

3 marks  18. Your client Axel Company has asked you to perform a search to  

Answer – yes – any use subsequent to the filing of the application can be relied upon to 

support the filing of a declaration of use 

No – the advertisement of the fridges is not use in respect of wares 

Answer – an assignment cannot be signed by a trade-mark agent.  It must be signed by the 

trade-mark owner. The assignment should be sent to the client for execution by the named 

applicant.  Once the properly executed assignment has been filed and recorded, a declaration 

of use signed by XYZ Corp. may be filed and the application advanced to registration.   

Answer – yes.  The display of the mark in a design form featuring the word element will be 

considered to constitute use of the word mark. The display of the wording “a quality XYZ 

product” would not detract from the use of the mark  



4 marks 18.  You have been asked to provide an opinion with respect to the 

availability of the trade-mark AXIS  for use in association with food products. You arrange 

for a search to be conducted. Upon reviewing the search, you identify a number of 

pertinent marks and in particular a registration for the trade-mark AXIA in association 

with health food products. On reviewing the register page for AXIA, you realize that the 

Vancouver office of your firm is the agent of record for this trade-mark. What advice can 

you provide to your client and what should you tell the client.?  

 

 

3 marks 19.    On October 14, 2004, you receive instructions from your client to 

oppose an application which was advertised in the issue of the Trade-marks Journal dated 

August 11, 2004.  What can you do? 

 

 
 
 
7 marks  20.    In accordance with instructions received from your U.S client, you file 

an application in the name of Elitra Textiles Company to register the trade-mark 

BARGOONZ based dually on proposed use in Canada and use and registration in the 

United States.  The application is examined and no obstacles are encountered.  The 

Examination report merely calls for the filing of a certified copy of the corresponding US 

registration.  Pursuant to your request, your client sends you a certified copy of the US 

Answer:   You can request a retroactive extension of time to file an opposition under s. 47(2) 

of the Trade-marks Act.  The request should clearly justify why the opposition was not filed 

on a timely basis or to request an extension of time within the prescribed period was not 

reasonably avoidable. 

Answer:  You are in a position of conflict and cannot provide a substantive opinion to the 

client. You should advise the client that you have a conflict and cannot provide an opinion or 

represents its interests in this matter. However you can indicate that you will provide a 

referral to another agent if requested to do so.  



registration. In reviewing it in preparation for fi ling in response to the Office Action, you 

note that the US registration identifies Elitra Textiles LLC as the registrant.  Your client 

advises that their initial filing instructions incorrectly identified the applicant is Elitra 

Textiles Company.  In fact, Elitra Textiles Company is not the name of a legal entity but is 

a trade name under which Elitra Textiles LLC carries on, and has for many years carried 

on, business.  There is and never has been a company called Elitra Textiles Company.  

What do you do? 

 

 
 
 
5 marks 21. Explain the difference, if any, between a trade-mark being registrable 

and a trade-mark being available for use in Canada as a trade-mark.  

 

 

Answer:  A mark is registrable if it does not offend any of the provisions of section 12 of the 

Act. Registrability refers to fairly narrow grounds under the TM Act, it does not address 

issues of entitlement or possible passing off or infringement. A mark is available for use 

provided it does not impinge on any other party’s prior rights and does not run afoul of the 

provisions of section 10 of the Act which indicates that no one may adopt as a trade-mark a 

word that by ordinary and commercial usage has become recognized in Canada as designating 

the kind, quality, quantity or destination, place of origin or date of production of the wares or 

services, in association with those wares and services. 

Answer – You should take steps to correct the name of the applicant.  You should prepare and 

file –(1) an affidavit which may be sworn by you as agent, by your instructing attorney or a 

knowledgeable representative of the applicant setting out the proper name of the applicant, 

describing how the error arose and indicating that there does not exist and has never existed a 

legal entity named Elitra Textiles Company; and (2) an amended application correcting the 

applicant’s name.  The Trade-marks Office should permit this correction to be made with 

proper supporting evidence. Once the name is corrected, you can file the certified copy.  You 

may need to obtain an extension of time to file an Office Action response to permit the Office 

to process the request for correction. 



 
 22. Answer each of the following six  questions: ( TOTAL 25 marks) 
 
3 marks (a)  List the fundamental requirements for acceptance of a Statement of 

Opposition by the Registrar.  

 

 
5 marks (b)   Describe the proceedings pursuant to which a registered trade-mark 

may be expunged and indicate who may initiate such proceedings.  In what forum are these 

proceedings commenced?  

 

 
3 marks (c)    List the elements required to be proved to sustain a passing off action 

in Canada.  

 

 
3 marks  (d)   Who may appeal a decision of the Registrar of Trade-Marks in a 

Section 45 proceeding and to which Court? What are the time limits for commencing an 

appeal?  

 

Answer: Existence of good will or reputation; deception of the public due to 

misrepresentation and potential or actual damage to the plaintiff  (See Ciba-Geigy Canada 

ltd v. Apotex).  

Answer: The name and address of the Opponent;   At least one valid ground of opposition 

properly pleaded and submission of the government fee 

Answer: Proceedings pursuant to section 45 of the Act which can be commenced by the 

Registrar at any time or at the request of any person, once the mark has been registered for 

more than three years. Such proceedings are taken in the Trade-marks Office. Proceedings 

pursuant to section 57 of the Act also permit the expungement of a registration. Proceedings 

under section 57 may only be brought by a ‘person interested” within the meaning of the Act.  

Such proceedings would be brought before the Federal Court.  



 
3 marks (e)  List three circumstances in which an application will be deemed to be 
abandoned. 
 

 
3 marks (f)    Is it possible to rely on depreciation of the value of good will pursuant 
to section 22 of the Trade-marks Act as a ground of opposition.?  Why or why not?  
 

 
 
5 marks (g)  What is meant by an “incontestable registration”. Can such a 

registration be expunged  and, if so,  on what grounds?  

 

Answer: Depreciation of the value of good will is not a valid ground of opposition. The 

provisions of section 38 of the Act are exhaustive in this regard. The possible grounds of 

opposition are:  failure to comply with the provisions of section 30 of the Act, non-

registrability, non-entitlement, and non-distinctiveness. Depreciation is not one of the 

grounds cited in section 38, although under certain circumstances and with appropriate 

evidence in support, depreciation might give rise to a finding of non-distinctiveness.  

Answer:  failure to respond to an official action during the course of prosecution of a trade-

mark application; failure to file a Counterstatement in an opposition proceeding;  failing  to 

respond to the Notice of Allowance and to file the declaration of use and/or registration fee.  

Answer:  The parties to the proceeding namely the requesting party and the registrant.  The 

appeal is to the Federal Court.  The statutory time limit is two months from the Registrar’s 

decision. (Section 55) 



 
 
5 marks 23. Your client has asked your advice regarding the benefits of obtaining 

a trade-mark registration in Canada.  List at least five (5) distinct advantages.  

 

 
Answer: the answer should include at least five of the following 
 

• The Trade-marks Office can prevent anyone else from registering a mark that is 
the same as/or confusingly similar with your trade-mark;  

• The Registration is prima facie evidence of your ownership and in a dispute 
involving a registered trade-mark, you do not have to prove ownership, the onus 
is on the challenger;  

• If the Registrar of Trade-marks is in doubt whether the trade-mark claim in an 
application is registrable, he will notify the owner of the registered trade-mark of 
the advertisement of the application (Section 37); 

• The right of exclusive use of the trade-mark across Canada with wares and 
services covered in the registration, with no geographical limitation to the area 
where reputation and goodwill has been established; 

• The right to sue for trade-mark infringement pursuant to Sections 19 and 20 of 
the Act; 

• The right to sue for depreciation of the value of the goodwill pursuant to Section 
22; 

• The incontestability of a registration, after being registered for a period of five (5) 
years, requiring any interested party claiming prior use to establish that the 
registrant was aware of that prior use; 

• A person who relies on common law rights may be unable to protect and register 
its trade-mark if another party registers a confusingly similar trade-mark and that 
mark is on the register for more than five (5) years.  

 
 
 

Answer:  An incontestable registration is one which has been on the Register for more than 

five years. To expunge such a mark on grounds of non-entitlement, the person having prior 

rights must be able to establish that the owner of the incontestable mark was aware of those 

prior rights at the time of adoption of the trade-mark. The mark can also be expunged on the 

basis of the other elements listed in section 18 of the act namely that the mark was not 

registrable at the time of registration, that the mark is not distinctive at the date at which the 

distinctiveness is challenged, or that the registered mark has been abandoned. Such a 

registration may also be challenged pursuant to section 45 of the Act on the basis of non-use.  



2 marks 24. What is a proposed trade-mark ?  

 

 

(TOTAL 5 marks) 25. You receive a call from a new client, MAXXOU Hair Care Products 

Inc., a company organized and existing in the Province of Ontario. Your client explains that he has 

been using the trade-mark MAXXOU for eight (8) years in association with “hair products” with 

continuously and significant sales in Ontario and Québec. Last week, while attending a trade-show 

in Alberta, he saw a competitor promoting “hair care products” displaying the trade-mark 

MAXOU marked with the ® symbol.  After conducting a search of the Trade-marks Register, you 

explain to your new client that the Alberta company has registered the mark MAXOU in the 

Canadian Intellectual Property Office.  The registration issued three months ago.  

 
2 marks a) Your client has asked why the Canadian Intellectual Property Office allowed 

the registration of this trade-mark since your client’s corporate name was registered in the 

Province of Ontario since 1987 and he has been selling “hair care products” under the very similar 

mark MAXXOU for eight years. What do you tell your client? 

 
Answer: You have to explain that the Trade-marks Office, in assessing the registrability of a 
trade-mark, only looks at the marks appearing on the Trade-marks Register and does not 
conduct common law searches such as to verify any Corporate Registry of any Province or at 
the Federal level.  
 
 
 
3 marks b) Your client wants to know if he has any rights based on its use of the 
trade-mark MAXXOU. What are the scope of your client’s rights, if any ?  What options 
are available to your client? 
 
Answer:  
Your client can rely on his common law rights, but his rights are limited to the geographical area 
where use of the mark has occurred. Also, the recourses available to your client under the 
Trade-marks Act would include  the right to contest the registration under Section 57 at the 
Federal Court Trial Division as a person interested. He would also have the right to introduce an 
action for unfair competition under Section 7 at the Provincial level or the Federal Court Trial 
Division. 

Answer:  A proposed trade-mark is a mark that is proposed to be used by a person for the 

purpose of distinguishing or so as to distinguish ware or services manufactured, sold, leased 

hired of performed by him from those manufactured, sold leased, hired or performed by 

others. 



TRADE-MARK AGENTS EXAM  
2006 

PART B 

TOTAL MARKS FOR PART B - 150 

4 marks 1. You receive instructions from your client to file an application to 

register the trade-mark MARIGOLD’S  in Canada based on use in Canada since 2004.  

After receiving the filing receipt, but prior to examination, your client advises that further 

inquiries have disclosed that the trade-mark MARIGOLD’S has actually been used in 

Canada and that use commenced six months prior to the filing date of the application. 

What advice do you give your client? 

 

5 marks  2.  Your client is a U.S. company whose head office and only place of business 

is located in New York. Your client filed an application for registration of  the trade-mark 

NIXXWEL in the OHIM (European Union) on August 1, 2006. A second application was 

filed in the United States on August 30, 2006 for the identical trade-mark covering the same 

services. Your client is now asking you to file a corresponding application in Canada 

claiming the benefit of Convention priority.  Can you do so? Why or why not? What is the 

deadline?  

 
Answer:  It is only possible to claim Convention priority from the first filed application – ie, the 
application filed in OHIM.  However, although both the European Community and the United 
States are members of the Union, the applicant can only claim the priority date from the earliest 
application filed in or for any country of the Union and in which the applicant was at the date of 
the application a citizen or national of or domiciled in that country or had a real and effective 
industrial or commercial establishment. In the present case, your client does not have an 
effective and real establishment in the European Community and therefore cannot rely on the 
earlier application filed in the European Community. Convention priority cannot be claimed.  If 
the applicant was in a position to claim convention priority date, the application would have to be 
filed within six months after the date on which the earliest application was filed, in this case by 

Answer: The application should be amended to change the date of first use asserted to the 
later date.  This amendment can be made at this stage without difficulty and without the 
necessity that evidence be filed. Refer to relevant regulation 



February 1, 2007.  
 
 
20 Marks (TOTAL) 3. You represent Boca Café Inc.  Boca Café Inc. operates a chain 

of coffee shops in the U.S under the name BOCA CAFÉ.  The first BOCA CAFÉ coffee 

shop opened in March 2004. There are over 300 BOCA CAFÉ coffee shops operating in the 

United States, principally in Seattle, Tacoma and elsewhere in Washington state.  There are 

also BOCA CAFÉ coffee shops in Detroit, Chicago, New York and several other U.S. cities. 

The BOCA CAFÉ chain was started by a film star and the success of the chain has 

attracted a great deal of media attention.   

Your client is the owner of Canadian registration No 124,567 for BOCA CAFÉ covering 

ground coffee which was secured on the basis of a corresponding US registration for the 

mark. BOCA CAFÉ brand ground coffee is offered for sale on your client’s website.  Your 

client has advised that they are able to ship to Canada and are fairly certain that they have 

received orders from Canadian customers. 

You have been alerted to the advertisement of a proposed use application filed February 3, 

2005 by No Nonsense Coffee Inc. for registration of the trade-mark BOCA BOCA for the 

operation of take out and sit down restaurants featuring coffee.  The advertised application 

was published for opposition purposes in the issue of the Trade-marks Journal dated 

August 28, 2006. Your client wishes to file a Statement of Opposition against the 

application. 

6 marks (a) Outline the grounds of opposition that may be available and any  

  further information that you would require to determine whether the   

  ground(s) would be supportable. 

4 marks (b) What is the material date for assessing each ground of    

  opposition that you have identified? 

6 marks (c) What is the nature and substance of the evidence your client   

  would be required to filed to support its grounds of opposition 



2 marks (d) When must the Statement of Opposition be filed?  Is an    

  extension of the deadline available?  If so, for how long and on what   

  grounds? 

2 marks (e) If your client files an opposition, when is the applicant’s   

  Counterstatement due? 

Answer –   (a) Under Section 38(2)(b) , the trade-mark BOCA BOCA is not registrable 
under Section 12(1)(d) of the Trade-marks Act because it is confusing with the trade-mark 
BOCA CAFE registered under No 124,567. 
 
Under Section 38(2)(c) , the applicant is not the person entitled to registration of the Trade-mark 
under Section 16(3)(a) of the Trade-marks Act because as of the date of filing, the trade-mark 
BOCA BOCA was confusing with the trade-mark BOCA CAFÉ which  had been previously 
used in Canada by the Opponent in association with ground coffee and which trade-mark had not 
been abandoned as of the date of advertisement of the application. – would need to confirm 
actual internet sales to Canada.  May also be able to assert a ground of non-entitlement based on 
previous making known of trade-mark BOCA CAFÉ in association with operation of cafes 
 
Under Section 38(2)(d), the trade-mark BOCA BOCA is not distinctive of the applicant because 
the trade-mark does not distinguish, nor is it adapted to distinguish, the wares and services of the 
applicant from the wares of others, including the wares and services of the Opponent, having 
regard to the prior registration and the prior use and/or making known by the Opponent of the 
confusingly similar trade-mark BOCA CAFÉ. 
 
 (b) relevant material dates are:  
 
  --- unregistrability under s 12(1)(d) – date of decision 
 
  -- non-entitlement – filing date of application 
 
  -- non distinctiveness – generally accepted to be date of filing                                            
  opposition 
 
 (c) The Statement of Opposition must be filed by October 28, 2006 . The deadline is 
extendable by three months without consent simply by advising the Registrar that the prospective 
opponent requires additional time to consider its position and to assess possible grounds of 
opposition. 
 
 (d) The evidence must be in the form of an affidavit or statutory declaration. The 
opponent has an initial evidentiary burden to support the grounds alleged, though the applicant 
has the legal burden of satisfying the Registrar that the mark should be registered. The evidence 
should support each of the grounds alleged – 
 



 -  unregistrability under s 12(1)(d) – certified copy of registration for BOCA 
CAFE, evidence of sales of BOCA CAFE coffee over internet to customers in Canada.   
 
 -  non-entitlement –  evidence of any use/advertising of BOCA CAFÉ in Canada (if 
available).  Also evidence of use/advertising in the US and elsewhere (particularly in border 
towns and tourist areas), specimens showing how mark displayed on the goods and used in 
performance of services description of opponent’s business and copies of any press or media 
attention (particularly that which may have been circulated or received in Canada). Need to show 
how long the mark has been in use and provide other info from which reputation/renown can be 
inferred.  Also demonstrate use/advertising on internet, outline number of hits (from Canadian 
users if possible).  Most importantly, document shipments to Canadian customers of coffee (if 
there have been such sales). 
 
 -  non distinctiveness – evidence outlined in (2) will support this ground insofar as 
it asserts confusion between the marks.   
 
(e)   You cannot tell at this point when Counterstatement will be due.  If the Registrar 
considers that the Statement of Opposition raises a substantial matter for decision, he will serve 
the applicant’s agents. The letter of transmittal will impose a one month deadline for filing the 
counterstatement. 
 
 
5 marks   4. Your client, a Canadian company, is the owner of the trade-mark 

BUNGLE registered in Canada.  Your client uses the mark in Canada only.  Your client 

has recently found out from a distributor located in the U.K. that an unauthorized third 

party is using an identical trade-mark in the U.K. on identical wares. After further 

investigation, it has been established that the goods in questions are manufactured in 

Canada and shipped to the U.K. for resale.  The infringing products are not sold in 

Canada.  Your client wishes to restrain sales of the infringing products.  Is it in a position 

to bring an action?  Why or why not? Where would such an action be brought? 

 
 
Answer:  The client could bring an action in the Federal Court of Canada for trade-mark 
infringement.                                                                                                                                                                                                                                                             
When the wares or the packaging bearing the trade-mark are marked in Canada and exported, the 
trade-mark is deemed to be used in Canada in association with such wares.  If the person so 
using the mark is not entitled to its use, the use will constitute infringement.    Since the client 
has not registered its mark in the UK and has not used its mark in that country, it would not 
likely be in a position to bring an action in the UK. 
 
 



15 marks  5. Your client is the operator of a small chain of pet grooming parlours 

operating in British Columbia under the name PERFECT PAWS.  Several years ago, you 

secured a trade-mark registration for PERFECT PAWS on your client’s behalf.  Your 

client has just become aware, through one of its suppliers, that a pet grooming parlour has 

recently opened in the Toronto area under the same name.  A demand letter is sent out by 

your client’s local solicitors to the operator of the Toronto parlour and the threatened 

litigation is settled on a basis which entails the grant by your client  of a  license to the 

Toronto operator and payment of an agreed upon royalty.   Your client’s local solicitor is 

preparing the settlement agreement and license but contacts you for comments on terms 

which the license should contain from a trade-mark point of view. 

Identify the section of the Trade-marks Act which governs the licensing of trade-marks and 

briefly outline the provisions which are critical for inclusion in the license in order to 

protect the licensed trade-mark and ensure compliance with the Trade-marks Act.  What 

other “standard” clauses would you expect to see in a trade-mark license?  What are the 

possible implications to your client’s trade-mark rights if the mark is not properly 

licensed? 

 
Answer -    The licensing of trade-marks is governed by s 50 of the Trade-marks Act.  In order to 
ensure compliance with the Act and for the use of the licensed mark to be considered to be use 
by the trade-mark owner (licensor), it is essential that the mark be used in circumstances in 
which the character or quality of the licensed services is under the control (direct or indirect) of 
the trade-mark owner.  Critical quality control provisions include – 
 
- identification of Standard of Quality  required.  

-Control of quality through on site inspections, inspection of samples of product.  

-Control of trade-mark use on products and in advertising .  

-Marking requirements to correctly identify the trade-mark owner and the licensee –use of 
legend to give rise to rebuttable presumption under s 50(2) 
 
The license should also address the following issues.  
 

-Identification of licensed trade-marks (and any copyrighted works).    

-Type of license, exclusive or non exclusive.  

-Territorial limitations,  



-Limitation as to sublicensing.  

-Acknowledgment of ownership rights, no ownership rights acquired by licensee.  

-Responsibility for trade-mark registrations  - applications or renewal of registrations.  

-Rights flowing back to licensor in new trade-marks, improvements, copyright in advertising , 
packaging etc.  
 

-Technical assistance provided by licensor.  

-Possible Confidentiality obligations.  

-Term of licensing agreement. Fixed terms, rights of renewal.  

-Royalty obligations. 

-Litigation provisions, extent of indemnification, obligations to defend, cooperation between the 
licensor and the licensee, who has the right to sue, when, who pays, who receives the rewards of 
the litigation 
 
-Grounds of termination, default, insolvency, or non-fault termination after fixed period on 
notice.  
-Definition of acts which constitute default,  

-Remedial provisions and notice. 

-Effects of termination. Licensee must immediately cease all use, sale and advertising under the 
trade-mark(s). Confidentiality obligation survives termination,  
 

-Non-contestation of licensor’s rights either directly or indirectly,  in Canada or elsewhere.  

-Assignment of licensed rights to successors in title, if permitted. 

-Governing law.  

-Notice provisions  

-Alterations, only in writing.  

-Jurisdiction for litigation and interpretation of the agreement.   

-Severance clause.  

-Entitlement by reps of both parties to execute agreement, not in conflict with other agreements. 

 

Failure to comply with s 50 can negatively impact the distinctiveness of the licensed mark. Non 

distinctiveness is a ground on which an application may be opposed or a registration challenged 

in expungement proceedings. 

 



4 marks 6. Your client wishes to file an application for and use the trade-mark 

LILY PALM in association with shrubs and flowering plants. There are no 

impediments which arise from a search of the trade-mark register, however a 

colleague who is an avid gardener indicates to you that there is a plant variety of  

vine which is known as a lily palm. A search of denominations under the Plant 

Breeder’s Act indicates that your colleague is correct. Can your client adopt the 

term as a trade-mark and is the mark registrable? Explain why or why not.  

  

 

TOTAL 35 marks  7. Your client,  Parque  S.A. is a French company and is a 

manufacturer of fine liqueurs. The company’s founder was Jean Parque  and his 

signature appears in an “oval design” on the labelling of the client’s major products 

namely  liqueurs and brandies  which are marketed under the trade-marks 

DECIMA , NONA and PARQUE . The products have enjoyed extensive marketing 

in Europe but have not yet been sold in Canada. The client owns  registrations  for 

these marks in France dated February 15, 2000 and wishes to obtain a registration 

for the trade-marks in Canada, and also seeks your advice as to whether the 

signature of Mr. Parque may also be registered. The client advises that it has 

applied for the signature in France two months ago and that Mr. Parque died in 

1990, but that prior to his death he provided a written consent permitting the 

company  to use his likeness and signature on any of its products in any country in 

the world. The client also advises that it has performed an availability search in 

Canada that did not disclose any confusing trade-marks on the Register. A review of 

French dictionaries indicates that “parque ” is a French word designating one of the 

three goddesses of destiny.  A telephone directory search indicates that there over 50 

individuals with the surname “ Parque”, but there are no recordals for a Jean 

Parque or a J. Parque, or for any individuals having the surnames Nona or Decima. 

Answer:  The mark is not registrable since it is in contravention of section 10.1 of the 
Act even though the wares are not vines. The section indicates that no person is to adopt a 
plant designation as a trade-mark for that variety or any other variety of the same species or 
use it in a manner likely to mislead or to adopt or use any mark so resembling the designation 
as to be mistaken therefore. Your client should be encouraged to choose another trade-mark.  



A search of Atlas does not disclose any recordals for either of the three words. There 

is however a registration for the trade-mark DECIMA in association with scientific 

research services .The client also advises that it is in the process of arranging  a 

distribution agreement with a Canadian agent.  

 

15 marks  (a) In point form, provide advice to your client as to the registrability of 

the trade-marks DECIMA , NONA and PARQUE. 

 

 

7 marks (b) Provide advice to your client as to whether the Signature of Mr. 

Parque as depicted on the labelling is being used as a trade-mark and then set out 

the issues which arise as to registrability of the Signature as a trade-mark. 

 

Answer:  The response should indicate that, assuming that a recommended availability search is clear, 
the three marks are probably registrable. In reference to the trade-mark PARQUE Section 12(1) (a) 
indicates that a mark is not registrable if it is “primarily merely the name or surname of an individual 
who is living or has died within the last 30 years”. Mr Parque died only 16 years ago and even though 
the  telephone directory search also discloses individuals having the surname “Parque” , the mark 
would be registrable in any event, since it is not “primarily merely” a name or surname, in view of its 
status  as a common noun in French.( Elder Beverages or other cases  might be cited). Sections 12 
(1)(b) &   (c) and (e) are not at issue since the meaning of the word  “parque “has nothing to do 
with the  nature of the products and does not have a geographical significance, is not generic and does 
not breach section 9 which refers to a likeness and signature and not a name. The candidate should ask 
to see the availability search in order to formulate any further opinion under section 12 (1)(d). In 
reference to the trade-mark NONA, the dictionary and telephone directory searches did not disclose 
any impediments. 12(1)(a) is not at issue since NONA is not a surname in Canada. The word does not 
have a dictionary meaning and therefore Sections 12 (1)(b) &   (c) and (e)  are not at issue since the 
meaning of the word “nona”  has nothing to do with the  nature of the products and does not have a 
geographical significance  and  is not generic . The candidate should ask to see the availability search 
in order to formulate a cogent opinion as to any potential problems under section 12 (1)(d). In 
reference to the trade-mark DECIMA, Sections 12 (1)(b) &   (c) and (e) are not at issue, since the 
word “decima ”  has no meaning in relation to  the  nature of the products and does not have a 
geographical significance, is not generic. In relation to the section 12(1)(d) the registration of the 
DECIMA trade-mark for research services might be cited, but there would be a good prospect of 
overcoming any such citation by argument in view of the substantial difference between the wares to 
be covered under the application and the research services covered under the registration.    



 

8  marks (c)  Identify any trade-marks which you consider may be the subject of  

applications, identify the basis or bases for such filing(s)  and provide a list of the 

information which you will need in order to file the application(s).  

 

 

 

5 marks (d) Parque S.A. indicates to you that in addition to their distinctive labelling, 

they have also adopted a very unusual bottle in the shape of a large female figure 

about six months ago.  They have used the bottle in France and intend to use it in 

Canada. They seek your advice as to how the bottle itself can be protected in 

Answer: The candidate should indicate that the use of the ‘signature  on the labelling is 
trade-mark use as  defined in section 4(1) of the Act. As to the  issue of registrability, the 
candidate should indicate that,  while section 9 (1) (l) of the Act states that the  signature of 
any individual who is living or who has died within the preceding thirty years, as is the case 
here,  cannot be registered.,  section 9(2) (a) of the Act indicates that if consent has been 
granted by the entity or individual who is meant to be protected, the said mark will be 
registrable. Mr. Parque has provided that consent and therefore the provisions of section 9 
(1) (l) do not pose an impediment to registration. The candidate should also address the 
issue of registrability pursuant to section 9 (1) (k)  which precludes adoption and registration 
of a mark that may falsely suggest a connection with any living individual. The telephone 
directory search disclosed over 50 individuals with the surname “Parque ” but did not 
disclose anyone with the name  Jean Parque or J. Parque , and therefore the provisions of 
section 9 (1)(k) are not breached. 

Answer:  All four  trade-marks should be registrable. The Applications for the trade-marks 
PARQUE, NONA AND DECIMA  would be based on use and registration abroad , based on 
the French Registrations and proposed use in Canada. We will need the following 
information: 
 
 --the Registration No. of the French registrations and a list of the wares covered 
therein.  
 -The name and address of the applicant.  
 -A list of the wares which it intends to use in Canada.  
 
The Application for the Signature Design would be based on Convention priority of the 
French application, and proposed use in Canada.  In order to file, we will need the following 
information.  
 
 -The application No and date of the French Application.  
 -A copy of the label in order to identify the exact design and to make drawings.  
 -A copy of the consent signed by Mr. Pistole.  
 -A list of the wares to be covered.   
 -The name and address of the applicant.  



Canada. Can the bottle shape be protected as a distinguishing guise in Canada at 

this time, provide two reasons to justify your answer. Are there any additional 

means of protecting the bottle shape which could be recommended to the client?  

 

   

 

5 marks 8. Explain briefly how a claim for passing off differs from a claim for 
trade mark infringement. 

 
 

5 marks 9. What does the concept of “legal privilege” mean, and what does legal 
privilege protect?    During the initial meeting between an agent and a client, is that 
conversation legally privileged? 

Answer: In order to obtain a registration of the bottle shape it would be necessary to 
 establish that the shaping of the bottle has already become distinctive of the applicant 
in  Canada at the date of application (sections 13 and 32). Since the product has not yet 
 been launched in Canada, clearly actual distinctiveness cannot be established. Once 
 could recommend that an extensive advertising campaign be launched referring to 
the  Bottle Design. However achieving distinctiveness will likely require a reasonable 
period  of time. In the meanwhile, however the Bottle Design could be protected as an 
“industrial  design” provided the Canadian ID application is file within the one year period 
after  publication. 

Answer: A claim for trade mark infringement is available in the case of a registered trade 
mark only, whereas a claim for passing off typically involves an unregistered trade mark. 
Further, a claim for trade mark infringement does not require evidence that the plaintiff 
enjoys a reputation in any part of Canada, whereas a claim for passing off requires 
evidence that the plaintiff has established an enforceable reputation in the mark within a 
defined geographic area. There is a presumption that a registered trade mark is valid in a 
trade mark infringement claim, whereas there is no presumption that the plaintiff owns a 
valid trade mark in a passing off claim. Finally, in a claim for trade mark infringement, a 
Court will consider all of the surrounding circumstances, but will usually focus on the 
Section 6(5) factors. In a claim for passing off, a Court will focus on all the circumstances 
that surround the sale of the wares or delivery of the services at issue, which are usually 
broader than the Section 6(5) factors. 



 
 

4 marks 10. You are a trade-mark  agent with a law degree, however you are not a 

member of the Bar in any jurisdiction in Canada. Your client ABC Inc. requests your 

advice  concerning a cease and desist letter which  has been received which threatens an 

infringement and passing off suit both in Canada and in the United States. What advice 

can you provide and what are you in a position to do to assist your client?  

 

 

 

15 marks 11.   Your client ABC Corp. has asked you to perform a search to 

determine the registrability and availability of the trade-mark PAR-FLIX  for use in 

association with wire and wire assemblies, control cables and TEW and welding 

cables. Your trade-marks search discloses the existence of the following 

registrations :  

  

Answer:  In spite of your legal training, you should not be providing substantive legal advice. 
Since this is clearly a litigious matter,  as an agent, you cannot provide litigation advice. You 
should call the client and request instructions to pass the cease and desist letter to a lawyer in 
your firm or another firm in Canada to deal with the issues in Canada and respond to the cease 
and desist letter in reference to the potential litigation in Canada. In reference to the issues 
which arise in the United States, you should recommend that the client seek advice from legal 
counsel in the United States. You are in a position to do preliminary searching to assist the 
lawyer who will be handling the case but should not provide any advice. You would also be in 
a position to recommend counsel in the United States and to contact such counsel to 
determine that there is no conflict of interest.  

Answer: Legal privilege applies to certain communications between a lawyer and the 
client, if those communications arise in the context of the lawyer-client relationship, or in 
the context of impending or actual litigation. Legal privilege prevents an opinion and 
other work-product from having to be disclosed to the other side, although it may not 
prevent the underlying facts from having to be disclosed.  
 
Communications  between an agent and the client are not legally privileged, which means 
that in the event of litigation, the notes produced by the agents may have to be disclosed, 
and the agent could conceivably be called as a witness at trial. 



PARDX owned by XZ Corporation for use in association with 
“wire and cables namely fibre optic, multispar, and coaxial 
cables for use in the telecommunications industry”.  

PARCAM owned by XY Corporation covering wire and cables 
namely fibre optic, multispar, and coaxial cables for use in the 
telecommunications industry. 

PARFLIX owned by 3D corporation covering skeletal muscle 
relaxants.  

PARRFLIX owned by TELL Inc. covering insulating modular 
door and roofing panels.  

PARRPLIX owned by TELL Inc. covering insulating modular 
door and roofing panels.  

PARTHFLIX owned by NJO Corp covering electric and 
electronic wire and cable.  

A dictionary search did not disclose any listing for Parflix. A telephone directory 

search did not disclose any listings for Parflix as a surname.  In point form, provide 

your as to the inherent registrability and availability of the trade-mark PAR-FILX 

based on these search results.



  

13 Marks (TOTAL) 12. CreamSkin Inc., a cosmetics company, has asked for your 

advice regarding a new trade mark matter. The company has used its CreamSkin mark for 

ten years with its line of moisturizers, and these products have generated very significant 

sales, in excess of $5 million each year. The mark has been registered in Canada for the last 

4 years. Recently, a competitor, Smooth Skin Inc., has begun advertising its line of 

moisturizer products, using the tag line “Better for your skin than the CreamSkin 

products”. This tag line appears on the packaging for the Smooth Skin products. 

CreamSkin is concerned about this new tag line, but is also concerned that it might be 

considered harmless “puffery”. 

Answer:  The word Parflix does not appear in the dictionary and the components Par and 
“flix” do not have any particular meaning in relation to the wares. As such, the trade-mark 
would probably be regarded as inherently distinctive. It  does not offend the provisions of 
sections 12(1)(a), (b), (c) or (e) of the Act.  
  
As to section 12(1)(d) the registration for the word PARFLIX in association with skeletal 
muscle relaxants , if cited by the Examiner, could probably be overcome by argument in view 
of the differences in the nature of the wares covered.  
 
As for the trade marks PARRFLIX and PARRPLIX for door and roofing panels, while these 
marks might be cited by the Examiner, the citation could probably be overcome by argument 
in view of the differences in the nature of the wares covered. .  

 
The trade-marks PARCAM, and PARDX while they are  for the same wares, coexist on the 
Register in the name of separate entities and are  sufficiently different to the PAR-FLIX mark 
to obviate any likelihood of confusion and as such any citation could probably be overcome.  
 
However, the trade-mark PARTHFLIX does pose a real problem. The wares are virtually 
identical, and the marks are very similar in visual and auditory terms. A citation of this mark 
would be very difficult to overcome and even if the application were to go to advertisement, 
one could expect and Opposition from the owner of the PARTHFLIX registration, and the 
Opponent would in our view have a better than average chance of success in such an 
opposition.  In addition, since the PARTHFLIX mark is registered, adoption of the PAR-FLIX 
mark could result in an infringement and passing off suit.   
 
The client should be advised that obtaining registration would be unlikely and that if it  uses 
this mark in Canada there is a possibility of an infringement action by the owner of the 
PARTHFLIX   registration.  
 



 

3 marks (a) Does CreamSkin Inc. have any basis to object to use of 

the tag line? If so, under what section(s) of the Trade-marks Act? Provide 

brief reasons for  each section referred to. 

 

 2 marks (b) For Section 22 of the Trade-marks Act to apply, there must be  

 depreciation of the value of the goodwill. What does that mean?  

 

 
 

 2 marks  (c) Does there need to be confusion for there to be   

 depreciation? 

 

 
 

 2 marks   (d) Can there be depreciation of the goodwill associated 

 with a famous unregistered trade mark? 

 
 
 

 
 2 marks   (e) If the tag line appeared in a newspaper advertisement, 

 but not on the packaging, would your opinion be different?  Why or why not? 

Answer: No. Section 22 applies only to registered trade marks. 

Answer: No. There needs to be “use” of a trade mark within the meaning of Section 4, and 
depreciation within the meaning of Section 22, but not confusion within the meaning of 
Sections 7, 19 or 20. 

Answer: it can mean the taking of a product’s goodwill or reputation to sell a competitive 
product (as in the Clairol case), or it can mean dilution by tarnishment (as in the Perrier 
case, although those words are not used), or it can mean dilution by blurring as in the 
Veuve Clicquot case). 

Answer: CreamSkin Inc. can object based on a violation of Section 22 of the Trade-marks 
Act. CreamSkin would argue that Smooth Skin is “using” the CreamSkin mark by putting 
it on the Smooth Skin packaging (this is “use” within the meaning of Section 4 of the 
Trade-marks Act), and that Smooth Skin is using the CreamSkin mark for the purpose of 
enhancing sales of its competitive product (which is depreciation within the meaning of 
Section 22 of the Act, according to the Clairol case).  



 

 
 
  2 marks  (f) CreamSkin Inc. tells you that as a result of very 
significant sales and advertising, CreamSkin has become a very well-known if not 
famous trade mark. Assuming this to be the case, is the CreamSkin mark entitled to a 
broader scope of  protection than a regular trade mark? Why or why not? 
 

 

 
 
20 Marks (TOTAL)  13. A successful Canadian company, Woolshirt Corp., has 
created a new treatment technology designed to ensure that the wool sweaters it 
manufactures will not shrink when dry-cleaned. Woolshirt Corp. has approach you and 
asked if it could register SHRINKNOT as a certification mark, to designate shirts that have 
been treated using its new technology.  
 

3 marks  (a) Woolshirt Corp. tells you to file an application for 
SHRINKNOT in its own name, based on its use since January 15, 2001 in association 
with wool sweaters and wool treatment services. What issues do these instructions 
raise?  

 

 
 
3  marks  (b) Can the owner of a certification mark license the use of the 
mark to third parties?  Does the license agreement have to be in writing? Can the 
license be included within a general franchise agreement? 

 
 

Answer: the application cannot be filed in the name of Woolshirt Corp. Section 23(1) 
prohibits the adoption and registration of a certification mark by a person who is engaged 
in the manufacture of the wares. Further, “wool treatment services” will likely have to be 
re-defined in “ordinary commercial terms”. Finally, the standard has to be particularized. 

Answer: My opinion would be different. The mark would not be used on the wares, or on 
their packaging. So the issue would be whether use in the newspaper somehow associated 
the mark with the goods at the time they were ordered and paid for, or delivered, which is 
unlikely. Accordingly, there probably is no violation of Section 22. 

Answer:  The decisions of the SCC in Veuve Clicquot and Mattel held that famous marks 
are not, by that fact alone, entitled to a broader scope of protection than non-famous trade 
marks. Fame does not trump all other factors. That said, when considering all the 
surrounding circumstances and the Section 6(5) factors, the fame of a mark may increase 
the likelihood of confusion. 



 
3 marks   (c) If certification marks can be licensed, do the “character and 
quality” terms differ in any way from what would be found in a “regular” trade mark 
license agreement? If so, how would the terms differ? 

 

 
 

2 marks  (d) Can certification marks be assigned, and if so, are there any 
restrictions on whom they can be assigned to?  
 

 
 

2 marks  (e) Is there any need to record the assignment of a certification 
mark? Is there any consequence in failing to record the assignment?  
 

 
 
1 mark  (f) Assuming that the certification mark application issues to 
registration, and ten years later the technology used to treat the wool shirts changes, is 
it possible to change the standard contained in the registered certification mark? Does 
any section in the Trade-marks Act or Trade-marks Regulations apply?  
 

 
 

Answer: Yes.  Section 23(2) requires the owner of a certification mark to license the mark 
to third parties, as the owner cannot itself use the mark with the manufacture of the wares 
or the performance of the services. While the license does not have to be in writing, it will 
be very difficult to prove its terms, and particularly the defined standard, if the license is 
not in writing. Accordingly, it should be in writing, and it can be included as part of a 
general franchise agreement.  

Answer: the character and quality terms differ significantly from a “regular” license. They 
must fall under the four general standards set out in Section 2 of the Trade-marks Act, 
which defines a “certification mark”. While the words “character or quality” also appear 
in a “regular” license agreement, in the context of a certification mark, they have a 
different meaning, since they are intended to describe certain material features (i.e. the 
“defined standard”) of the wares or services (such as the composition of the wares, or the 
process used to manufacture them, etc.).  

Answer: Yes, they can be assigned, as long as the assignee complies with Section 23(1) of 
the Trade-marks Act. 

Answer: the assignment should be recorded, since only the “owner” of a certification 
mark may license others to use the mark, pursuant to Section 23(2) of the Trade-marks 
Act. Failing to record the owner could lead to an attack on the distinctiveness and validity 
of the certification mark. 
 

Answer: The standard can be updated. Section 41(d) of the Trade-marks Act applies. 



 
4 marks  (g) Woolshirt Corp. tell you that it also wants to register the trade 
mark SHRINKNOT, as a regular trade mark, for the services it provides to its 
licensees, such as a regular newsletter and an intranet site dealing with wool treatment 
technologies. What issues arise from these instructions? What do you recommend to the 
client? 

 

 
 
2 marks  (h) A major licensee of Woolshirt Corp., BestShirts Inc., wants to 
register the trade mark SHRINKNOT BY BESTSHIRTS as a regular trade mark. Is 
this possible? If it is possible, what issues should be considered? 
 

 
 

 
 
 

 
 
 

 

 

 

Answer: one entity can own a certification mark that is used by licensees to perform the 
services covered by the mark, as well as a visually identical “regular”  trade mark that is 
used by the owner for entirely different services, such as franchising services for 
licensees, or the publication of magazines and newsletters for licensees, etc. (See, Mr. 
Transmission case). However, the owner must ensure that the public would not assume 
that the owner is delivering any of the services covered by the certification mark, or the 
certification mark may become invalid.  

 

Answer: Yes. Section 24 of the Trade-marks Act states that a confusing mark can be 
registered with the consent of the owner of the certification mark, as long as it “exhibits an 
appropriate difference”.  
 


