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PART B 

TOTAL MARKS FOR PART B – 150 

1. (TOTAL  - 25 marks)  Are the following registrable as trade-marks? Indicate briefly 
why or why not. 

 
 
a)         CLYPS for clip-on optical lenses. (3 Marks) 
 

 Answer:    The mark is not registrable. The word “clyps”  is a phonetic 
equivalent to the   word   “clips” which would  constitute an essential constitutive 
element of the wares. The mark is not registrable in view of  the provisions of 
section 12(1)(b) which holds a mark to be unregistrable if it is clearly descriptive 
of the wares  in French or in English when “written “ or “sounded” .   

 
b) MARCEL for woven materials. There are several hundred listings for persons having 
 the  surname Marcel in Canadian telephone directories. (3 marks) 
 
  Answer :    The mark is registrable. While the mark would normally be   
  objectionable  pursuant to  the provisions of section 12(1)(a), Marcel is also a  
  well-known given name and  therefore cannot be regarded as being “primarily  
  merely a name or surname”. In addition,  the mark  does not have any descriptive 
  connotation in relationship to the wares.         
 
 
c) Rostropovitch in signature form for use in association with string instrument bows and 
 conductor’s batons.  Rostropovitch is a famous cellist who died in 2006. (3 marks) 
 
  Answer:      The mark is not registrable pursuant to the provisions of section  
  12(1)(e) since it is the signature of the famous Russian cellist who died in 2006  
  and is  therefore  contrary to the provisions of section 9(1)(l) of the Act. In view  
  of the   nature of the  wares, there would be an immediate association with the  
  well-known  virtuoso and conductor. The situation might be different if consent  
  were secured from the estate of the cellist. 
 
d) SLIPPIES  for footwear namely socks and slippers. ( 3 marks) 
 
 
  Answer:     The mark is registrable. While the mark is quite suggestive, it is not  
  clearly  descriptive or deceptively misdescriptive. The mark is further suggestive  



  of other products such as undergarments. Where a mark is susceptible to several  
  meanings   in association with several products, it should not  be regarded as  
  clearly descriptive.  
 
e) PILTONA for use in association with primrose seeds, plants and bushes. A search under 
 The Plant Breeders Rights Act reveals a variety of roses known as “piltonia”. The search 
 also reveals that primrose is a subvariety of the same plant species as roses. (3 marks) 
 
 
  Answer:      The mark is not registrable pursuant to the provisions of sections 10.1 
  and  12(1)(f)   of the Act. The word PILTONA is so similar as to be mistaken for  
  the denomination “piltonia” and is proposed to be used in association with a  
  related sub-variety of  plants of the same species. 
 
 
f) McPOULTRY for prepared chicken and turkey meals and restaurant services based on 
 proposed use. Does the fact that the applicant’s name is McCarthy make any difference?  
 ( 5 marks) 
 
  Answer:     The said trade-mark would undoubtedly be regarded as confusing  
  with  the well-  known and extensive family of trade-marks owned by   
  McDonald’s  Corporation , all of which include the prefix Mc followed by a  
  word defining a type of food( such as McMuffin, McFish, McGriddle, McChicken, 
  etc.) The mark would run afoul of the provisions of the provisions of section  
  12(1)(d). The name of the applicant is  irrelevant. The exception provided for in  
  section 20(1)(a) does  not have any significance in relation to the issue of   
  registrability or trade-mark use. In any event  the Applicant’s name is not   
  McPoultry. 
 
g) The shaping of a wine bottle which makes it easier to pour the wine and which also 
 enhances the preservation of the wine. The bottle is not yet in use in Canada.  (5 marks)  
 
  Answer:      The shape of the bottle falls within the definition of a ‘distinguishing  
  guise” in the Act and distinguishing guises can be registrable. However, the  
  bottle  has never been  used in Canada and is also functional and therefore runs  
  afoul of the provisions of  section 13 of the Act. To be registrable as a   
  ‘distinguishing guise” the mark must have been used in Canada to a sufficient  
  extent to establish acquired distinctiveness as of the date of the filing of the  
  application. Clearly that criteria is not met in this instance. In addition, the fact  
  that the shaping is also functional also means that the distinguishing        
  guise is not registrable.  
 
 
2. (15 marks) Your client wants to use and register the trade mark ORANGE for an 

interactive computer game that is played on-line. The most relevant names and marks revealed 



by the trade mark and common law search notes are the following: an official mark for 

ORANGES owned by The Ontario Orange Grower's Association, the registered trade mark 

ORANGE SCARE covering pinball machines (registered in 1978 and renewed in 1993), and the 

British Columbia corporate name "The Orange World, Inc". According to the search notes, the 

company is located in Kelowna. What advice do you give your client, and what, if any, 

additional information is required to provide a full opinion?  

 
Answer: The official mark is almost identical from a visual perspective, and 
accordingly, poses some risk to both use and registration of the proposed mark. 
However, the official mark does end with the letter "s", and since there is 
obviously a significant difference between the marketing/sale of oranges and an 
interactive computer game, the Trade-marks Examiner may be prepared to 
withdraw any objection to the client's application based on the official mark. If an 
objection is raised and not withdrawn, the client's options would be to seek the 
consent of the public authority, and if consent is not forth coming, then consider 
challenging the validity of the official mark on the basis that it is unlikely that the 
so-called public authority is subject to the requisite degree of government control 
over its day-to-day operations. You should advise the client that while the official 
mark could also pose a risk to use of the client's mark – even given the wide 
divergence in the wares/services – a Judge may be less willing to find visual 
resemblance on the facts here, but some risk remains.  

The ORANGE SCARE registration poses some risk, given that there is some 
overlap in the wares (a pinball machine is a game, albeit not an interactive 
computer game). However, the difference between the wares and the cost of 
playing/purchasing the products suggests that the client would have a reasonable 
chance of overcoming any confusion citation. The chances would increase if the 
search revealed other ORANGE marks covering a variety of other wares and 
services, suggesting that consumers are used to distinguishing between and 
among marks that include the word ORANGE. Also, the client should investigate 
whether the registrant is in business, and if so, whether the mark is still in use. If 
not, then it may be possible to cancel the registration pursuant to Section 45 
proceedings.  

Without knowing whether "The Orange World, Inc." is in business, and the nature 
of its business, it is impossible to know whether the corporate name poses any 
obstacle to use or registration of the client's mark. If the mark is in use, but for 
unrelated wares or services, then the name should not pose a serious obstacle. If 
it is in use for relevant wares/services, then the company could oppose the client's 
application if it became aware of it (based on non-entitlement and non-
distinctiveness grounds), and the company could object to use of client's marks in 
the same geographic area where the company has acquired a reputation for its 
name. While some clients could take steps to restrict their use of the mark to 



exclude that geographic area, that may be difficult to do here given the nature of 
the wares (an interactive computer game played on-line). 

 

 
 
3. (TOTAL  -  25  marks) Your client Food For Thought Inc. is the owner of the 

following registered trade marks in Canada:  

 

 ROOSTER BOOSTER for use in association with frozen and prepared 
fresh roasted chicken dishes, take out foods and restaurant services;  

 FISHN’ FILIN’S for use in association with fresh and frozen sea food 
platters, take out food and catering services and restaurant services;  

 MEAT BEAT for use in association with fresh and frozen meats and 
prepared meat dishes as well as the operation of a specialized butcher shop.   

 

 Your client opened its first ROOSTER BOOSTER outlet in 1982 and  has over 50 such 

outlets across the country . The first FISH’N FILIN’S and MEAT BEAT outlets in 1990 

and there are some 20 outlets operated under each of these trade-marks. The frozen meat 

and seafood dishes sold  under each of the trade-marks, in addition to being available at 

the client’s various outlets, are also available in specialty food stores and some 

supermarkets.  

 

 Food For Thought has also recently launched a new and broader line of meat dishes to be 

sold in supermarkets under the trade-mark ROASTER COASTER. The new line of 

products have only been available in Canada for the last 6 months,  however an 

application for that trade-mark was filed in February 2005 on the basis of  proposed use 

which application has now been allowed.  

 

 Your client has learned that a competitor, Better Vittles Ltd., after having  launched a line 

of meat dishes to be sold in supermarkets in Canada in February 2007, is planning to 

open restaurants in Canada under the trade-mark ROASTER BOASTER in the near 

future. A trade-mark search indicates that your client is the only owner of registered and 



of rhyming trade-marks for use in association with food products and restaurant services. 

Your search also discloses that  an application for the trade-mark ROASTER BOASTER 

was filed in March 2006 based on use of the mark since February 2006 in association 

with prepared chicken and beef entrees and was advertised in the TM Journal on 

September 15 2007 . You advise your client of this fact and your client indicates that they 

wish to oppose the ROASTER BOASTER application. Answer the following questions 

based on the fact situation set out above: 

 
a) (3 marks) What is the due date for filing a Statement of Opposition? Can that due 

 date be extended and if so by how long?  

 
 Answer:    The due date for filing a Statement of Opposition is  November 15, 2007. The 
 period  can be extended on request of the Opposition Board citing reasons justifying 
 the  extension. The period available without the other party’s consent is usually three      
 months. A further extension will require the consent of  the other  party or the        
 invocation of exceptional circumstances justifying the further extension.   
 
b) (3 marks) What are the three essential elements which must be included in order for 

 the Opposition Board to accept a Statement of Opposition?   

 
 Answer:   The identity of the Opponent (ie, name and address) 
      At least one valid ground of opposition 
        Payment of the requisite official fee.  
 
c) (16 marks) Set out in point form the grounds of opposition which may be relied upon 

 by the Opponent 

 
 Answer:  -  Ground of opposition pursuant to section 38(2)(a) of the Act. The 
 application does  not comply with the provisions of sections 30(b) since the mark was not 
 in use in  Canada at the  date of first use claimed in the application.  
 
   -  Ground of opposition pursuant to section 38(2)(a) of the Act. The application does            
 not comply with the provisions of sections 30(i) of the Act, since the Applicant            
 cannot have been satisfied that it was entitled to use the mark in Canada in view of            
 its knowledge of the Opponent’s family of Trade-marks which have been               
 previously and  extensively used and advertised in Canada. 
 
   -Ground of opposition pursuant to section 38(2)(b) of the Act. The trade-mark is not 
 registrable under the provisions of section 12(1)(d) of the Act, since it is confusing with 
 one or more of  the Opponent’s  registered trade-marks namely Reg No ..  for the TM 



 ROOSTER BOOSTER , Reg. No. ..  for the TM MEAT BEAT and Reg No .. for the TM 
 FISH’N FILIN’S comprising a family of marks and all of which are registered in 
 association with food products and restaurant services. The said family of  marks is
 characterised  by their rhyming quality. The opponent is the only person who owns 
 registrations for  such rhyming trade-marks in association with food products and 
 restaurant services in Canada.  
 
 -  Ground of opposition pursuant to Section 38(2)(c) namely that the applicant is  
 not the person entitled to registration since the applied for trade-mark is   
 confusing within the meaning of the Act with the trademark ROASTER COASTER    
 an application for which was previously filed in Canada by the Opponent and  
 bearing Serial No.   .. 
 
 - Ground of opposition based on section 38(2)(c)of the Act. The applicant is not the  
 person entitled to registration since the subject trade-mark is confusing with the  
 Opponent’s family of trade-marks listed previously in this Statement of opposition  
 all of which had been extensively used in Canada prior to the date of first use  
 claimed in the subject application and which remain in use.  Also possible ground 
 alleging non-entitlement by reasons of confusion with opponent’s trade name ROOSTER 
 BOOSTER 
 
 -  Ground of opposition based on section 38(2)(d) of the Act. The subject trade- 
 mark does not distinguish nor is it adapted to distinguish the wares and services  
 of the Applicant from the wares sold and services performed by the Opponent in 
 association with  its family of trade-marks (and trade names)  previously referred to in 
 this Statement of Opposition. 
 
 
d) (3 marks) Your client wishes to know if, in addition to filing an Opposition, there are 
 any other steps they can take to prevent the continued use of the ROASTER BOASTER 
 mark in Canada. As a trade-mark agent who is not a member of the Bar in any Canadian 
 province, what further advice can you provide to your client?  
 
  Answer:   This further question by your client places the matter into  the category  
  of litigation.    As a non-lawyer trade-mark agent, it would be improper to provide 
  substantive advice  on litigious matters. The only advice one can give the client is  
  to suggest that a lawyer  either in your own firm or in another law firm be   
  consulted by the client to discuss any  further options. Any substantive advice you  
  provide would not likely be privileged and may have to be disclosed in litigation. 
 
 
4.  (5 marks)  List ten essential elements which must be present in any trade-mark license 
 in Canada. 
 
 Answer:   
 



 1. The identity of the licensor 
  
 2. The identity of the licensee 
  
 3.   The careful identification of the trade-mark(s) being licensed and the related  
 wares and/or services  
  
 4.   The term of the license and any renewal provisions  
  
 5.   The territory covered by the license 
  
 6.   The nature of the license:  exclusive? non-exclusive?  sole? Right to                
 sub-license?   
  
 7.   A clause specifying that the rights granted under the license cannot be     
    assigned or sublicensed without the prior written consent of the licensor.  
 
 8.  Detailed provisions for quality control by the licensor.  
  
 9.  Marking provisions requiring identification of the TM as a licensed   
   trade-mark.  
  
 10. A termination clause specifying the circumstances under which the license can be  
 terminated and  that once the license has been terminated all use of the licensed trade-
 mark(s) or any confusingly similar trade-mark, trade-name  or corporate name by the 
 licensee must cease.  
 
 11.  An entire contract clause and governing law clause (particularly if the parties are 
 resident in different jurisdictions) 
 
 
5. (3 marks)    What is the difference, if any,  between an exclusive and a sole trade-mark 

license?    

 
  Answer: An exclusive license means that the licensee is the only person who can  
  use the licensed rights in Canada and excludes even the trade-mark owner from  
  using the trade-mark in the territory. A sole license means that the    
  licensee is the only licensee of the rights in Canada, however the trade-mark  
  owner may still continue to use the trade-mark in Canada.  (note also to SCC in  
  Kraft v Euro-Excellence case} 
 
 
6.   (5  marks)  A Section 45 notice has been issued against your client’s registered trade-

mark.  On many occasions since the notice issued, you have attempted to contact your client in 



order to verify whether the trade-mark is still in use.  Absent instructions, and to maintain your 

client’s rights, you requested a three month extension of time within which to file evidence in 

response to the notice.  The extension is granted by the Office and you continue to pursue your 

client for instructions.  The day before the extended time limitation expires, your client, who is in 

China since he travels a great deal, sends an e-mail to you confirming that the mark has been in 

use in association with the wares listed in the registration for the past three (3) years and 

provides annual sales figures.  Since the wares are highly specialized pieces of equipment and 

are very expensive, only a few units have been sold to Canadian customers in the three year 

period in question.  Your client is asking you to prepare a declaration based on the information 

provided.  Can you do so?  If this is the only evidence filed, is the registration likely to be 

maintained?  Why or why not? 

 
Answer:  It is unlikely that the registration will be maintained.  At the outset, 
there is a high risk that the statutory declaration that you would prepare and file 
as the registrant’s trade-mark agent would constitute inadmissible hearsay 
evidence.  (Fraser Milner Casgrain LLP v. Armstrong Milling Co. Ltd.)  Even if 
the declaration were admissible, it is unlikely that the information supplied by the 
client would permit you to persuade the Registrar, by the evidence, that the mark 
has been used in Canada during the relevant period by the registrant in 
association with the wares listed in the registration – no information has been 
supplied about the manner in which the mark is associated with the wares, no 
specimens of use have been supplied and no invoices furnished documenting 
sales.  In other words, the declaration would be a bare assertion of use and likely 
rejected on that basis also. You could also try to obtain a further extension 
relying on exceptional circumstances – client’s extensive travel etc. 

 
 
7.  (TOTAL – 10  marks)   One of your colleagues from your law firm’s Commercial 

Department has asked you to meet with Floove Care Inc., a new client of the firm. Floove Care 

Inc. produces a highly successful line of personal care products, such as soap, shampoo, bubble 

bath, face and body lotion, deodorants, body powder, and lip balm. The product line started with 

soap and has evolved to include other products all sold under the trade-mark FLOOVE.   

 

This client would like you to review its products, packaging and marketing materials and to 

provide comments on its trade-mark portfolio and recommendations regarding the availability of 



additional trade-mark protection.  Your client envisages becoming a public company in two (2) 

years or so.   

 

In your review, you note that the company owns only one trade-mark registration in Canada 

which is for FLOOVE and covers “soap”.  You also note that your client is using the colour blue 

on all of its regular soap bars and that its most successful product is a soap bar in the form of a 

star, also of the colour blue, which soap bar has been on the market since 2002.  All of your 

client’s products are wrapped in a transparent plastic on which a sticker is affixed which sticker 

displays the trade-mark FLOOVE.   

 

a) (4 marks)    What do you recommend to your client regarding its trade-mark FLOOVE?  
 
 

Answer:  You should recommend that the client should either file a new 
application for its trade-mark FLOOVE in order to cover all products on which 
the mark is currently used and any on which the mark may be used in the near 
future.  Another option would be to amend its current registration to extend the 
statement of wares.  There are cost efficiencies associated with filing an 
application to extend the registration rather than a new application.  There is no 
government registration fee.  There are also future cost savings since by 
amending the existing registration, your client will have only one trade-mark 
registration to renew instead of two (2). 

 
 
b)  (6 marks) What protection can you recommend to your client regarding its popular 

soap bar and what specific information should be included in any application?  

 
Answer:  You can recommend to your client to file a trade-mark application in 
order to protect the colour “blue” of the soap applied to the whole visible surface 
of the product.  The application must comply with Section 30 and contain (i) name 
of the applicant; (ii) the filing basis; (iii) description of wares; (iv) a drawing or 
drawings showing the visible features of the soap in dotted outline, and (v) a 
description indicating that the mark consists of the particular colour only insofar 
as it is applied to the soap shown in the drawing.  You must ensure that the colour 
blue is used as a trade-mark and is capable of functioning as a trade-mark, is not 
common to soap bars, and is used to distinguish its wares (i.e. that it serves to 
identify a particular source).   

An application can also be filed for the design of the soap as a distinguishing 
guise under Section 13(a) since the soap is also the shaping of wares (Section 



2(a)) and has been on the market for five years acquiring distinctiveness.  The 
applicant will have to provide, by way of an affidavit or statutory declaration, 
sufficient evidence to establish that the mark has been used to such an extent as to 
become distinctive as of the filing date of the application. Also, it will be 
registrable if the exclusive use of the distinguishing guise would not unreasonably 
limit the development of any art or industry.  The application should contain (i) 
name of applicant; (ii) the filing basis; (iii) description of wares; (iv) a drawing 
or drawings showing the visible features of the soap bar. 

 

8. (Total – 15 marks)  You have received instructions from your client, to conduct a search 

and provide an opinion on the registrability of the trade-mark PUNCHY POOCH for use in 

association with the operation of exercise facilities for pets.  Your client intends to open facilities 

in Canada within the next three years or so and also to offer certain low fat dog food for sale in 

Canada.   Your client currently operates exercise facilities and pet daycares in the United States 

through franchisees. The mark has been displayed on your client's web site for two months 

advertising its services but sales of dog food products have not yet commenced in the United 

States. 

 

Your client has a U.S. registration for the mark covering its exercise facilities and has  filed a 

U.S. application on August 2, 2007 covering dog food. The registrability search disclosed the 

existence of the following marks: 

 

App. No./Reg. No. Trade-mark Wares/Services/Owner 

Regn 145,677 MUNCHY POOCHY Dog treats (XYZ Co.) 

Regn 333,288 

 

PAUNCHBUSTER 

 

 

 

Exercise equipment in the nature of a 
stationery bicycle (Weightloss Inc.) 

Regn 335,699 POOCHIE PAL Toys and accessories for dogs (Alpo 
Ltd.) 

Regn 422123 PAMPERED 
POOCHES 

Dog grooming services (ABC Inc.) 



App. No./Reg. No. Trade-mark Wares/Services/Owner 

POOCHES 

Appn 1324456 POOCH LAUNCHER  Projectile device for launching balls 
and soft toys for retrieval by dogs to 
stimulate play and promote exercise  
(Petpal Inc.) 

 
 
The NUANS search revealed the existence of a company incorporated in Nova Scotia in May 

2004 under the name PAUNCHY POOCH Inc.  Further inquiries reveal that this company 

manufactures dog treats and soft sided dog carriers for overweight dogs. 

 

The domain name punchypooch.ca is registered by a numbered company (not your client).  The 

domain name punchypooch.ca does not correspond to an active web site.   

 

 (a) (5 marks)  In your opinion, is the mark registrable? Prepare a draft letter in point 

form to the client reporting the results of the searches and setting out your opinion with respect 

to registrability. 

 
[Answer – the mark is likely registrable.   The references disclosed by the search 
are distinguishable, either by differences between the marks themselves and/or 
the goods/services to which they are applied and by the co-existence of the 
various POOCHY/POOCHIE/POOCH marks owned by different entities 

 MUNCHY POOCHY – marks differ in overall appearance and sound. 
Despite overlap between dog treats and dog food, mark should not pose an 
obstacle 

 PAUNCH BUSTER -  exercise equipment for humans sufficiently 
dissimilar from dog food and services to avoid confusion 

 POOCHIE PAL, PAMPERED POOCHES – marks as a whole are 
suficiently different in sound and appearance from PUNCHY POOCH 

to avoid confusion 

 POOCH LAUNCHER – again, marks sufficiently different overall to avoid 
confusion.  



  POOCH fairly common and marks containing this element applied to 
services/wares for dogs accorded fairly narrow scope of protection 

 No problem under section 12(1)(a), (b) or (c) – the Examiner will no 
longer require a disclaimer of POOCH] 

 
 (b) (5 marks)  In your opinion, is the mark available for use in Canada?  What is your 

advice to your client? 

 
[Answer – the existence of the Nova Scotia company may be problematic with 
respect to the dog food but less so for the services.  The company will have 
common law rights in the trade name Paunchy Pooch Inc. (and possibly the 
trade-mark PAUNCHY POOCH depending on how the trade name has been 
used). The rights will extend to dog treats and dog carriers (possibly other wares) 
but will  be limited to the geographic locale in which the Nova Scotia company 
has used its trade name/trade-mark and the user has acquired a reputation.  The 
proposed mark and the trade-mark/ trade name of the Nova Scotia company are 
not identical but are quite similar.  Use of the proposed mark in that locale for 
dog food may possibly expose the client to liability for passing off.  The common 
law rights could also be relied upon to oppose an application filed by your client 
or to seek to invalidate a registration to issue. However, PAUCHY and PUNCHY 
have different meanings so the risk may be manageable from a business point of 
view. 

The mere registration by a third party of the domain name punchypoochy.ca is 
not problematic – it is not being used but it would be a good idea to maintain a 
periodic watch to see if any active site is launched.  It would also be prudent to 
seek to secure the domain name if possible to maintain control over it and seek to 
ward off possible future difficulties ] 

 
 (c) (5 marks) Assuming that your client wishes to proceed with the filing of an 

application,   outline any information which you would require to complete and file the 

application.  Provide your recommendation for the appropriate basis (or combination of bases) 

on which the application should be filed.  What are the reasons underlying your 

recommendation? 

 
[Answer  - since the mark is in use and registered in the US in association with 
services, the Canadian application can be based on use and registration in the US 
in respect of those services.  The application will have to be based on proposed 
use in respect of wares. Since the mark has not been used in the US in association 
with the wares, the recently filed US application cannot be relied upon as a filing 



basis.  The display of the mark on the website does not constitute use in respect of 
wares.  Provided that the US application is the first filed application for the mark 
for wares and the Canadian application is filed by February 2, 2008, priority can 
be claimed. Since sales of dog food is anticipated to commence in the relatively 
near future, the applicant should be able to file a declaration of use fairly 
promptly - issuance of the registration will  not be unduly delayed.]   

 
9.   (TOTAL - 20   marks)   Your client, Stoody Fashions Inc., a leader in the fashion and haute 

couture business for over thirty (30) years, has registered the following trade-marks with the 

Canadian Intellectual Property Office: 

 
Trade-mark Registration No. and Date of 

Registration 
Wares 

STOODY Reg. No. TMA343,434 
Reg. Date: March 3, 1980 

Clothing, namely, skirts, 
pants, shirts, jackets, blouses, 
t-shirts. 

STOODY COUTURE Reg. No. TMA565,656 
Reg. Date: January 9, 1988 

Clothing, namely, skirts, 
pants, shirts, jackets, blouses, 
t-shirts. 

STOODY ROUGE Reg. No. TMA757,757 
Reg. Date: July 12, 2000 

Cosmetics, namely, lipstick, 
blush, eye shadows, mascara, 
eye liner, foundation, 
compacts, perfume, eau de 
toilette, aftershave, body 
lotions, body scrub, body 
powder. 

 
 

(a)  (5  marks)  Your client has been approached by ABC Canada Inc., a reputable 

company specializing in jewelry, watches and other related accessories such as sunglasses. 

ABC Canada Inc. would like to commercialize its products under your client’s mark 

STOODY.  Your client is considering this offer but, for now, would like to restrict the 

territory of ABC Canada Inc. to the provinces of Quebec and Ontario and for Stoody 

Fashions Inc. to be able to use its STOODY mark, also in association with jewelry and other 

accessories, in the other provinces of Canada.  Can you do so? What type(s) of license(s) can 

your client grant to ABC Canada Inc.? 

 

Answer:  Yes.  The client can grant an exclusive license for the provinces of 
Ontario and Quebec to ABC Canada Inc. for the use of the mark STOODY in 
association with accessories. However, since an exclusive license excludes even 



the owner from using its mark in the same provinces, the client could also give 
ABC Canada Inc. a sole license for the provinces of Ontario and Quebec so that 
the owner and the licensee can both use the trade-mark.  Your client can also 
grant a non-exclusive license meaning that he and other licensees (and not only 
ABC Canada Inc.) can use the trade-mark STOODY in association with the same 
wares. If an exclusive license is granted to ABC, should consider whether sales 
can be made by the client via the Internet to customers located in the exclusive 
territory 

 
b)   (5 marks)  In talking to your client about the use of its marks, it becomes apparent 

that it Stoody Fashions Inc. is not itself commercializing a line of cosmetic products under 

the trade-mark STOODY ROUGE.  Rather, the products are commercialized by your client’s 

brother’s company, Rouge Canada Inc., of which Stoody Fashions Inc. is a shareholder.  

There is no formal agreement in place between Stoody Fashions Inc. and Rouge Canada Inc. 

since your client is of the opinion that the companies are related and therefore no formalities 

are require.  Is there any risk associated with the use of the trade-mark STOODY ROUGE by 

Rouge Canada Inc. as described above? Why or why not?  

 
Answer:  Allowing Rouge Canada Inc. to use the mark STOODY ROUGE without 
a proper license and control in place may lead to the loss of distinctiveness of the 
trade-mark and make it vulnerable to expungement.  In order for the 
distinctiveness of a trade-mark which is being used by an entity other than the 
trade-mark owner to be maintained, the mark must be licensed in compliance with 
s. 50 of the Act. The issue of a possible oral agreement between the related 
parties should be explored 

 

 c) (3 marks)  Do you have any advice to your client to ensure the continued validity of its 

registration for the trade-mark STOODY ROUGE?  What is your advice? 

 

Answer: Your client should properly license its mark to Rouge Canada Inc. on 
terms which comply with s 50 and take steps to maintain control over the 
character and quality of the wares in association with which the trade-mark is 
used. It should also obtain from Rouge Canada Inc. an assignment of any rights 
which have accrued to it as a result of its past use of the mark. 

 

d)  (2 marks) You recommend to your client that both ABC Canada Inc. and Rouge 

Canada Inc. use a marking legend on the packaging of the wares and all printed material to 



inform consumers of the existence of the license. Please provide your client with examples of 

appropriate wording of such a legend.  

 

Answer:   STOODY is a registered trade-mark of Stoody Fashions Inc., used 
under license by ABC Canada Inc.  OR   STOODY ROUGE is a registered trade-
mark of Stoody Fashions Inc., used under license by Rouge Canada Inc. The 
legend should be bilingual 

 

 e) (2 marks)   Is there any other way in which your client can give notice to the 

public of the licensed use? 

 

Answer:  Your client can also record any license against the trade-mark 
registration in the Canadian Intellectual Property Office.  

 

 f) (3 marks) Two years into the license with ABC Canada Inc., your client has 

been served with a legal proceeding making him a defendant in an action taken by the 

licensee against a third party using the trade-mark STOULIE in association with sunglasses.  

The license agreement was silent on this issue.  Did the licensee take the correct approach?  

 

Answer:  No.  ABC Canada Inc. acted prematurely.  Since the license agreement 
did not address this issue, ABC Canada Inc. should have called on Stoody 
Fashions Inc. to take proceedings for infringement. If your client refused or 
neglected to do so within two (2) months after being called on, the licensee may 
have instituted proceedings for infringement in its own name. (Section 50(3)). 

 

 
10.   (10 marks)      Your client is a popular American fashion designer who operates under 

the name and is known as ROSE HOPE.  ROSE HOPE is not your client’s real name.  Ms Hope, 

who has become something of a celebrity in recent years,  wishes to take steps to protect the 

name ROSE HOPE in Canada in association with clothing items, perfume and a line of 

cosmetics.   

 



Your client’s signature appears on the labeling of her clothing and cosmetics.  Her perfume is 

marketed under the trade-mark ROSE and her likeness appears on the labelling of her perfume.  

The value of sales in Canada of your client’s products have exceeded   5 million dollars in each 

of the past five (5) years.  An availability search conducted in Canada did not disclose any 

confusing applications but a telephone directory search indicates that there are over three 

hundred (300) individuals in Canada with the surname Hope.   

 

Identify all of the trade-marks which may be registrable and set out in point form the issues 

relating to the registrability of the identified trade-mark(s)  

 
Answer:  Applications could be filed for the marks ROSE HOPE, ROSE, her 
signature, as well as for the likeness of ROSE HOPE.  Some of the marks may be 
used together and could possibly be registered in that form as well. 

Regarding the trade-marks ROSE HOPE, and ROSE, Section 12(1)(a) indicates 
that a trade-mark is not registrable if it is “primarily the name or surname of an 
individual who is living or who has died within the last thirty (30) years”.  In 
accordance with current practice, an objection would ordinarily be raised under 
Section 12(1)(a) if the Examiner can find in Canada’s telephone directory at least 
twenty-five (25) listings of the exact same name or surname that comprises the 
trade-mark.  Therefore, an objection under 12(1)(a) could be raised against the 
registration of the trade-mark ROSE HOPE since the Examiner has identified 
more than three hundred (300) Hope surnames.  However, in addition to being a 
surname, Hope is also a common given name.  Accordingly, the mark is not 
primarily a name or surname and should not be unregistrable under Section 
12(1)(a). The alternative meaning of the word HOPE should permit the 
application to be approved.   

The use of the signature on the labeling and also the use of the likeness are trade-
mark use as defined in Section 4(1) of the Act.  As to the issue of registrability, 
you should obtain the consent of the client since while Section 9(1)(l) of the Act 
states that the signature or portrait of any individual living or who has died 
within the preceding thirty (30) years cannot be registered, Section 9(2)(a) of the 
Act indicates that if consent has been granted by the individual who is meant to be 
protected, said mark will be registrable.  

 
 
 
11.  ( 10 marks)  Your client has returned from a trip to the Southern United States where 

she visited a restaurant called "The Station House", which specializes in Cajun-style cuisine.  

She subsequently discovered that the restaurant has nine locations, three in Florida, three in 



Georgia, and three in Louisiana. The restaurants are located in popular tourist areas in each state. 

Your client tells you that she saw two television advertisements for the restaurant while in her 

hotel room. Your client has done her own searches in the Trade–marks Office, and notes that 

while the U.S. company owns a U.S. trade mark registration for its name, it has not applied for or 

registered the name in Canada. Your client comes to you for advice. You have conducted a trade-

mark search, which did not reveal any pending application or registration in Canada that would 

pose a bar to use or registration of "The Station House" for restaurant services. What do you tell 

your client regarding her right to use and register the mark in Canada? 

 
Answer: regarding use, the issue is whether the U.S. restaurant has established a 
reputation in Canada that would be sufficient to support a passing off action 
(Orkin, Enterprise). To object, the U.S. restaurant would have to prove that a 
meaningful number of Canadians would know about the U.S. restaurant from 
visiting the restaurant while in the U.S., or from seeing or being exposed to the 
advertisements while in the U.S. Other types of awareness/exposure may be 
possible through newspaper articles about the restaurant with circulation in 
Canada, etc.. You should tell your client that while this type of claim can be 
difficult to prove, the client could be sued for passing off if she commences use of 
the mark. That said, if the U.S. company's mark enjoys no meaningful reputation 
in Canada, the client should be able to use it (Cacharel). 

Regarding registration, it can be difficult for the U.S. restaurant to oppose the 
client's application since it has not used the mark in Canada. However, the U.S. 
restaurant may be able to rely on "making-known" in Canada, and  possibly on 
the reputation it enjoys in Canada to support a non-distinctiveness ground of 
opposition. The client should be advised that despite the results of the trade mark 
search, any application filed by the client could be opposed.  

 
12. (7 marks) Your client is a major food manufacturer which imports candy into 

Canada that is manufactured by its Belgian parent. The candy is packaged in wrappers that 

display a highly distinctive photograph of a Bengali Tiger. The candy is sold under the trade 

mark SUPREME EXCELLENCE, which appears in bold, yellow letters on the packaging. The 

trade mark has been registered in Canada for more than fifty years. Over the last fifty years, your 

client's sales in Canada have exceeded $15 million at the wholesale level.  

 

A competitor of your client has begun to import the identical candies into Canada, but is 

significantly undercutting your client in terms of price. The imported products are legitimate 



products that are made by your client's Belgian parent, and your client does not know how the 

Canadian competitor is obtaining them. Your client comes to you and asks whether it can stop 

the importation and sale of these products. Your client also tells you that its Belgian parent is 

prepared to assign the SUPREME EXCELLENCE trade mark and the copyright in the packaging 

to your client. What advice do you give your client?  

 
Answer: From a trade mark perspective, it is very difficult to prevent the 
importation and sale of grey goods into Canada. If there is a material difference  
between the composition and/or quality of the foreign goods and those intended 
for Canadian consumption, then there may be a basis to object, but the difference 
has to be material and significant. (In the Smith & Nephew case, dealing with the 
NIVEA trade mark, the presence of formaldehyde in the foreign product was held 
not to be sufficiently important to prevent its importation into Canada.)  In this 
case, the products appear to be identical, and it is therefore  doubtful that a trade 
mark claim could be made successfully. 

 

From a copyright perspective, the majority of the Supreme Court of Canada in the 
Kraft v. Euro Excellence case held that an exclusive licensee cannot assert a 
claim of secondary infringement of a work reproduced on product packaging, to 
prevent the importation of grey goods into Canada featuring the same copyright-
protected work, if those goods were manufactured by the copyright owner. In this 
case, however, your client could become the assignee (ie. owner) of the copyright 
– and not merely an exclusive licensee --  in which case the reasoning of the 
majority may not apply, as noted by other members of the Court.  

 

However, those other members of the majority held that when copyright is being 
asserted to prevent the importation of grey goods, the Court must analyze whether 
the copyright work is "merely incidental" to the product being sold, and whether 
there is a "legitimate economic interest" in the copyright apart from the product 
itself. If not, then it is doubtful that copyright can be relied on successfully to 
prevent the importation of grey goods into Canada. To provide an opinion, it 
would be necessary to investigate how prominent the photograph is on the 
packaging, and whether the photograph has a "legitimate economic" value, to 
determine if an argument could be made to prevent the importation of these grey 
goods based on a claim of secondary copyright infringement.  

 

 
 

 


