
  

   

TRADE-MARK AGENT EXAM 2016 
PAPER B 

Total Marks: 150 
QUESTION 1 (30 marks) 
 
Your client, A.J.S. & Sons, Ltd., is a well-known manufacturer of nutritional supplements which 
are sold across Canada in drug stores and grocery stores.   Five years ago it began selling a 
nutritional supplement containing bee pollen which is intended to improve joint health and 
mobility and which is sold under the trademark BEEZ NEEZ.  The product has been a top seller 
in Canada.  Your client owns Canadian registration TMA987,654 for the trademark BEEZ NEEZ 
in association with “nutritional supplements containing bee pollen; nutritional supplements for 
increasing joint health and mobility”.   
 
On behalf of your client, you regularly monitor the trademark register for advertised applications 
which your client may wish to oppose.  You come across the following application which was 
advertised on September 30, 2016. 
 

Application No.: 1,234,567 
  
Trademark:  BEE’S KNEES 
 
Filing date: September 5, 2015 
 
Applicant: Stinger Inc., 10 Flower Drive, Victoria, B.C. V8Y 2X2.  
 
Goods: Honey; energy bars containing honey; nutritional supplements. 
 
Services: Operating a website providing information in the field of bee keeping and honey 
production.  
 
Claims: Used in association with goods since at least as early as March 3, 2015.  Used in 
association with services since at least as early as March 3, 2015.  

 
You conduct a corporate search for Stinger Inc. and determine that it was incorporated on July 
16, 2015.  When you visit the company’s website, you see that they are providing information 
about bee keeping and advertising the sale of various types of honey.  You cannot locate any 
nutritional supplements being advertised or offered for sale on the website.  
 

a. What is the current deadline to file a Statement of Opposition against this application? (1 
mark) Cite the relevant provision(s) of the Trade-marks Act or Trade-marks Regulations. 
(1 mark) 

 
b. When you report this application to your client by email, you receive an automated out of 

office response indicating that your client is away on vacation and will not return until 1 
week after the deadline identified in Question 1(a), above.  Assuming that you do not 
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have the consent of the Applicant, is an extension of that deadline available and if so, 
how long an extension can be obtained? (2 marks) 

 
c. Despite being on vacation, your client nevertheless gets back to you with instructions to 

file a Statement of Opposition against application no. 1,234,567.  What is the government 
fee for filing a Statement of Opposition? (1 mark) 

 
d. In point form, list the five most relevant grounds of opposition to assert against this 

application (1 mark for each ground), and for each ground of opposition list the 2 most 
relevant provisions of the Trade-marks Act or Trade-mark Regulations upon which you 
will rely for each ground (1 mark for identifying the relevant provisions for each 
ground). (10 marks) 

  
e. What are the relevant dates for each of the five grounds of opposition? (5 marks) 

 
f. In no more than two sentences for each ground of opposition, briefly describe what types 

of evidence the client should submit to support each of the grounds of opposition? (6 
marks) 

 
  
QUESTION 2 (7 marks) 
 
Your client has filed a trademark application and is struggling to overcome a citation based on 
likelihood of confusion with a registered trademark. The cited mark has been registered for 17 
years and does not seem to have been recently used in the marketplace. You inform your client 
of the possibility of having the prior registration expunged from the register. Your client asks 
you to provide him with information on expungement proceedings. Leaving aside any requests 
for extensions of time, in point form, list the 7 stages of a section 45 proceeding. (7 marks)  
 
QUESTION 3 (6 marks) 
 
Mr. Caufield, as a sole proprietor, began operating a bakery under the trademark RYE 
CATCHERS on January 1, 2001. A short time later he filed a trademark application claiming use 
of the mark since January 1, 2001.  The application issued to registration on January 1, 2002. On 
January 1, 2004 he incorporated the business for tax purposes, calling it Caufield Inc.  
 
Mr. Caufield is the president and sole director.  In 2015 Mr. Caufield opposed a trade-mark 
application for a similar mark on the basis of his use of the mark RYE CATCHERS since 
January 1, 2001. His registration is still of record. 
 
In his affidavit filed in the opposition he states “Since January 1, 2004, I have continued to run 
the bakery in exactly the same way as prior to incorporation of my business.” 
 
How would you argue that Mr. Caufield can rely on use of the mark RYE CATCHERS by 
Caufield Inc.? (5 marks) Cite the relevant provisions of the Trade-marks Act or Trade-marks 
Regulations. (1 mark)          
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QUESTION 4 (9 marks) 
 
Your client is a wine producer located in Chile which has been selling its wine internationally for 
many years in association with the trademark TIPSY DOVE, including for the past 5 years in 
Canada.  In Canada, the client has sold its TIPSY DOVE wine throughout Ontario in liquor 
stores.  However, the client has not sold its TIPSY DOVE wine in any other Canadian province 
or territory. 
 
The client does not yet have a registered trademark in Canada, but last month it filed an 
application in Canada for the trademark TIPSY DOVE in association with “wine” which has not 
yet been examined by CIPO.    
 
The client has located a small vineyard in Niagara Falls, Ontario operating under the name 
Battered Barrel Winery Ltd., which is also selling a collection of wines under the trademark 
TIPSY DOVE in Ontario.  Battered Barrel Winery Ltd. does not have any pending trademark 
applications or registrations in Canada.  You hire an investigator who determines that Battered 
Barrel Winery Ltd. first opened for business and began selling its TIPSY DOVE wine in January 
2016.      
 
The client is anxious to stop Battered Barrel Winery Ltd. from using the trademark TIPSY 
DOVE in association with wine as soon as possible, and does not want to wait for its own 
application to issue to registration.   
 

a. What cause of action can the client bring now against Battered Barrel Winery Ltd. to seek 
to force it to stop using the trademark TIPSY DOVE? (1 mark) 

 
b. What are the 3 elements that the client must demonstrate in order to succeed in that cause 

of action? (4 marks) 
 

c. If instead of Battered Barrel Winery Ltd. being located in Niagara Falls, it was located in 
Kelowna and was only selling its wine in that city, and all of the other facts remained the 
same, would the client’s chances of success in this cause of action go up, down, or 
remain the same? (1 mark)  Briefly explain why. (1 mark) 

 
d. If your client instead decided to wait until its application for the trademark TIPSY DOVE 

issues to registration, what cause of action could it then bring against Battered Barrel 
Winery Ltd. (1 mark)?  Cite the relevant provision(s) of the Trade-marks Act or Trade-
marks Regulations on which your client would rely for the cause of action (1 mark).  

 
QUESTION 5 (3 marks) 
 
True or False 
 

a. A foreign applicant may apply for a certification mark in Canada based on registration 
and use abroad even though the foreign applicant may have used the trademark abroad 
for purposes other than as a certification mark. (1 mark) 
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b. A trademark registered and used as a certification mark abroad can be the basis for 

registration for an ordinary trademark (i.e., not a certification mark) in Canada. (1 mark) 
 

c. A medallion, intended to be worn as a badge, cannot be the subject of a certification 
mark. (1 mark) 

 
QUESTION 6 (7 marks) 
 
Your client wants to franchise a doughnut business by obtaining a registration for a certification 
mark and having licensees operate their own shops. The client plans to apply for the certification 
mark, with the certification standard setting out a detailed recipe for producing the doughnuts to 
ensure that they are of a defined quality. Your client is planning to execute the license 
agreements immediately after the registration issues. 
 

a. Do you see any issues with your client’s plan? Yes or No. (1 mark)  
 

b. Briefly explain your answer (3 marks) and cite any relevant provisions of the Trade-
marks Act or Trade-marks Regulations. (3 marks)  

 
QUESTION 7 (2 marks) 
 
You have recently been appointed as a representative for service on behalf of a requesting party 
in a section 45 proceeding. Upon review of the file, you realize that the deadline to file written 
representations is tomorrow. With the consent of your client, you request that the deadline be 
extended based on exceptional circumstances, informing the Registrar that there has been a very 
recent change in the party's trademark agent. Is your request likely to be granted or denied?  
(1 mark) Briefly explain why. (1 mark) 
 
QUESTION 8 (3 marks) 
 
You have acted in the past as a trademark agent for a client who is currently making the 
headlines for a high profile legal action. Since you are no longer representing that client, you 
contemplate accepting an interview request to generally comment on this client’s business. 
Should you accept or decline this interview request? (1 mark) Briefly explain why. (2 marks) 
 
QUESTION 9 (1 mark) 
 
Your client, a small company located in Quebec, has recently noted the use by a third party of a 
trademark that is similar to its own mark. You confirm the advertisement in the Trade-marks 
Journal of said third party’s trademark. You advise your client on the merits and probable results 
of an opposition proceeding. You proceed with the matter. After a few months, you send a 
substantial invoice to your client, who is taken aback with the expenses incurred to date. You 
inform the client that opposition proceedings are expensive and given the circumstances, the 
invoice is not unreasonable. Briefly explain what should have been done differently in order to 
avoid this situation. (1 mark) 
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QUESTION 10 (3 marks) 
 
Your client wants to apply for the mark CANADA GOVERNMENT STANDARD ISSUE for 
use in association with exterior doors. Aside from s. 12(1)(b), what objection is likely to be 
raised at the Examination stage? (2 marks) Cite the relevant provision of the Trade-marks Act or 
Trade-marks Regulations. (1 mark)              
 
QUESTION 11 (3 marks) 
 
Your client Alfonso Ricardo Pattelli, residing in Toronto, wants to apply for a trademark for his 
name for use in association with his restaurant business. The Examination Section has objected 
citing a current telephone listing for Alfonso Ricardo Pattelli in Brandon, Manitoba.  What 
section of the Trade-marks Act or Trade-marks Regulations supports the objection?  (1 mark)  
What would you argue to overcome the objection? (2 marks)      
 
QUESTION 12 (5 marks) 
 
You want to be heard and participate in a hearing for a section 45 proceeding. What is your 
deadline to file a written notice with the Registrar? (2 marks) List all the relevant information 
that must be included in your written notice. (3 marks) 
 
QUESTION 13 (4 marks) 
 
True or False: 
 

a. With appropriate measures, you can advise or represent both sides of a dispute or 
potential dispute. (1 mark) 
 

b. You can act for a party even if you possess confidential information that could be used to 
the disadvantage of another client or former client if you have the consent of the other 
client or former client and have fully disclosed the situation. (1 mark) 
 

c. You should never enter into a business transaction with a client, or knowingly give to or 
acquire from the client an ownership, security or other monetary interest in an intellectual 
property right related to the agent’s professional advice. (1 mark) 
 

d. If you transfer from one firm to another, you should, with your new firm, try to take 
minimal measures to maintain the confidentiality of information relating to the clients of 
your former firm, in order to avoid use of such confidential information. (1 mark) 

 
QUESTION 14 (7 marks) 
 
Mr. Braun, as a sole proprietor, manufactured toy aeroplanes, under the mark VERNER, from 
1990 to 2005. He retired from day to day oversight of the business on January 1, 2006 and 
licensed Toy Inc. to use the mark. Invoices issued by Toy Inc. indicate that its toy aeroplanes are 
“Manufactured and Sold under License”. On January 1, 2016 Mr. Braun opposed a similar mark 
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on the basis of his use of the mark since 1990, filing evidence of his use of the mark VERNER 
and Toy Inc.’s use of the mark VERNER, including Toy Inc.’s invoices. He also filed the license 
agreement, which is silent on Mr. Braun’s involvement in Toy Inc.’s operations, but deals mostly 
with royalty payments, as evidence.  
 

a. Will Mr. Braun be entitled to rely on use of the mark VERNER by Toy Inc.? Yes or No. 
(1 mark)  

 
b. Give two reasons to support your answers. (2 marks allowed for each reason, for a total 

of 4 marks) For each reason, cite the relevant provisions of the Trade-marks Act or 
Trade-marks Regulations. (2 marks) 
 

QUESTION 15 (8 marks) 
 
Your client is a Norwegian furniture manufacturer which operates a chain of retail furniture 
stores around the world, including in Canada.  Its new model of sofa, the GRUFNOST, will be 
launched soon.  Your client has a pending Canadian application for the trademark GRUFNOST 
in association with “furniture, namely, sofas” which was filed on August 15, 2014 based on 
proposed use of the mark in Canada.  This application has been allowed but the declaration of 
use has not yet been filed.  The client has been obtaining extensions of time to file the 
Declaration until sales of the GRUFNOST sofa commence in Canada.   
 
After the filing date of your client’s application, a competitor of your client filed an application 
for the trademark GRIFNOST based on proposed use of the mark in association with “living 
room furniture”.  You filed a Statement of Opposition against this application on July 12, 2016, 
based on non-entitlement in view of your client’s earlier filed application.  The Applicant served 
and filed a Counterstatement on September 12, 2016. 
 

a. What is the deadline for your client to file its evidence in chief in the opposition 
proceeding?  (1 mark)  Cite the relevant provision(s) of the Trade-marks Act or Trade-
mark Regulations. (1 mark)  

 
b. The client informs you that the parties are in direct settlement discussions and therefore 

the client would like you to suspend the opposition proceeding or delay the filing of 
evidence by as much as possible.  Assume that neither party has yet requested any 
extensions of time. 
 

i. Is it possible to suspend the opposition proceeding indefinitely while the parties 
discuss settlement? (1 mark) 

 
ii. What is the duration (in months) of the longest single extension of time to file 

evidence that is available to your client at this stage, assuming the Applicant will 
consent? (1 mark) 

 
c. Three weeks later, the client informs you that the direct settlement discussions between 

the parties have broken down and it wants to proceed with the opposition, including filing 
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evidence. During the course of preparing the client’s evidence, you learn that the client 
recently commenced selling the GRUFNOST sofa in Canada and so the client files the 
Declaration of Use and its application proceeds to registration.  You advise the client to 
seek leave to amend its Statement of Opposition to rely on this the newly issued 
registration.  What are the 4 factors CIPO will consider when deciding whether or not to 
grant leave for your client to amend its Statement of Opposition?  
(4 marks) 

 
QUESTION 16 (19 marks) 
 
On behalf of your client, you have requested the issuance of section 45 proceeding against a 
registration for SPEEDKING, registered by Laundry Excel Inc. in association with the following 
goods and services: 
 
Goods: 
 
(1) Residential laundry washing machines. 
(2) Commercial laundry dryers. 
(3) Dishwashers. 
 
Services: 
 
(1) Operation of a laundromat. 
 
A section 45 notice was issued against the registered owner’s trademark on January 18, 2016 and 
the following affidavit was filed in support of the registration: 
 

AFFIDAVIT OF ERIKA STEPIN 
 
I, Erika Stepin, of the City of Edmonton, Alberta, MAKE OATH AND SAY AS FOLLOWS: 
 
1. I am the President of Laundry Excellence Inc. and have held this position since October 

1996. As the President, I am responsible for the overall management of Laundry Excellence 
Inc.’s sales worldwide, including in Canada. 
 

2. This affidavit is submitted in response to a notice issued by the Registrar of Trademarks on 
January 18, 2016 pursuant to section 45 of the Trade-marks Act against registration no. 
TMA772,845 for the mark SPEEDKING (the “Mark”) in the name of Laundry Excel Inc. 
(the “Registrant”) In accordance with said notice, the Registrant is required to submit 
evidence of use of the Mark between January 18, 2013 and January 18, 2016 (the “Relevant 
Period”) in association with the following goods and services (the “Goods” and “Services”): 

 
Goods: (1) Residential laundry washing machines 

(2) Commercial laundry dryers 
(3) Dishwashers 
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Services: (1) Operation of a laundromat 
 

 
3. My company Laundry Excellence Inc., is a global leading manufacturer and marketer of 

consumer appliances. 
 
4. The trademark SPEEDKING has been used by the Registrant and its licensees, including 

Laundry Excellence Inc., in the normal course of trade, in Canada, in association with 
various appliances including laundry washing machines; laundry dryers and dishwashers 
within the Relevant Period. 
 

5. As the owner of the SPEEDKING trademark, the Registrant has, at all times and including 
during the Relevant Period, retained direct or indirect control of the character and quality of 
the SPEEDKING branded Goods that Laundry Excellence Inc. has sold in Canada in 
association with the Mark. 

 
6. The Mark is, and was during the Relevant Period, so used by being prominently displayed on 

the washers and dryers. Attached as Exhibit “A” of my affidavit are representative photos of 
coin operated commercial washers and dryers clearly displaying the Mark and sold during 
the Relevant Period.  
 

7. SPEEDKING washers and dryers are, and were, during the Relevant Period, sold by the 
Registrant and its licensees, in the normal course of trade, to customers in Canada.  
 

8. The total sales of SPEEDKING coin operated commercial washers and dryers in Canada for 
the years 2010-2015 amount to CAD$100,504.69. Approximately 40% of these sales figures 
can be attributed to washing machines, whereas the rest can be attributed to dryers. 
 

9. A portion of the above sales for SPEEDKING coin operated commercial washers and dryers 
for the years 2010-2014 occurred directly during the Relevant Period. 
 

10. Attached as Exhibits “B” and “C” of my affidavit are copies of invoices dated April 20, 2016 
and May 22, 2016 from Laundry Excellence Inc. to a retail customer located in the province 
of Quebec for 108 SPEEDKING commercial washers and 94 SPEEDKING commercial 
dryers respectively.  
 

11. The Mark appears prominently in the centre of each invoice under the description heading 
beside the model/part number. The descriptions and model/part numbers correspond to sales 
of SPEEDKING commercial washers and dryers in Canada. The current use of the Mark on 
these invoices is representative of the nature of the use of the Mark on invoices issued during 
the Relevant Period. 
 

12. SPEEDKING dishwashers are, and were, during the Relevant Period, also sold under license 
by Laundry Excellence Inc. 
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13. The total sales of SPEEDKING dishwashers in Canada during the Relevant Period amount to 
CAD$54,806.24. Attached as Exhibit “D” of my affidavit are copies of invoices dated 
between February 12, 2013 and May 23, 2015 from Laundry Excellence Inc. to retail 
customers located in the provinces of Nova Scotia and Newfoundland for 25 SPEEDKING 
dishwashers.  
 

14. As part of its business, Laundry Excellence Inc. have also operated several laundromats, 
principally in Alberta and Manitoba. 
 

15. Attached in bulk as Exhibit “E” of my affidavit are representative photos of the sign affixed 
to our laundromats and on which the Mark SPEED•KING is prominently displayed. This 
same sign has been displayed on the front of every locations where our laundromats are 
operated. I confirm that the sign displayed in the Exhibit “E” photos is identical to the sign 
used during the Relevant Period. 

 
16. In light of the above, maintenance of the present registration is clearly warranted as the 

evidence shows that the Mark has been used by the Registrant and its licensees, in the normal 
course of trade, in Canada, in association with commercial washers and dryers, as well as 
with the operation of a laundromat, including during the Relevant Period. 

 
Following the receipt of the affidavit filed by the registered owner, you take time to diligently 
review the allegations of use made therein in view of a meeting scheduled with your client. Your 
opinion should be based solely on the evidence provided and relevant principles of law.  
 
During the meeting, your client asks the following questions. Your answers should be based 
solely on the evidence provided and relevant principles of law. Provisions of the Trade-marks 
Act and case law does not need to be cited unless specifically requested. 
 

a. For goods (1), your client asks if residential laundry washing machines will be 
maintained or expunged. (1 mark) Give one reason to support your answer. (1 mark) 
 

b. For goods (2), your client asks if commercial laundry dryers will be maintained or 
expunged. (1 mark) Give 3 reasons to support your answer. (3 marks) 

 
c. For goods (3), your client asks if dishwashers will be maintained or expunged. (1 mark) 

Give two reasons to support your answer (2 marks). Cite any relevant provision of the 
Trade-marks Act. (1 mark) 
 

d. With respect to the services (1), your client notes that the trademark displayed on the sign 
is in the form “SPEED•KING” rather than SPEEDKING. Identify the test that applies to 
situations where the mark used on the marketplace is different from the registered mark. 
(1 mark) Without applying the test to the facts of the case, briefly explain how it is 
generally assessed. (3 marks) 
 

e. Assuming the mark in paragraph 15 of Ms. Stepin’s affidavit was “SPEEDKING” instead 
of “SPEED•KING”, for services (1), advise your client if operation of a laundromat will 
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be maintained or expunged. (1 mark) Give one reason to support your answer (1 mark). 
Cite any relevant provision of the Trade-marks Act. (1 mark) 

 
f. Your client also notes that the invoices filed as Exhibits “B” and “C” are dated after the 

Relevant Period. Is the Registrar likely to draw a negative inference from this fact? Yes 
or No (1 mark) Briefly explain why. (1 mark) 
 

QUESTION 17 (1 mark) 
 
Your client wants to apply for the mark LIVES DON’T MATTER for use in association with 
home healthcare services. What section of the Trade-marks Act or Trade-marks Regulations 
would likely be cited against the mark at the Examination stage? (1 mark)      
 
QUESTION 18 (2 marks)  
 
Section 9(1)(n) of the Trade-marks Act refers to a “mark.”  What other types of “marks” are 
referred to in Section 9? (2 marks)        
 
QUESTION 19 (5 marks) 
 
Your client is the owner of the registered trademark BANANARAMA for use in association with 
fresh fruits and vegetables. Your client was recently made aware of the importation in Canada of 
fruits branded under the BANANARAMA! trademark. Your client has never given its consent to 
the importation of these fruits, and is very concerned with the fact that the BANANARAMA! 
trademark is virtually identical to its registered mark. 
 

a. Taking into account that no exception applies, briefly explain why it may be possible to 
prevent the importation of the BANANARAMA! fruits in Canada. (1 mark). Support 
your answer with any relevant disposition of the Trade-marks Act. (1 mark) 

 
Your client has successfully filed a request for assistance with respect to the BANANARAMA! 
fruits. In accordance with the applicable legislation, your client has been contacted today by a 
customs officer and was provided with a sample of BANANARAMA! branded goods.  
 

b. For how long can the customs officer can rightfully detain the goods? (1 mark) Support 
your answer with any relevant disposition of the Trade-marks Act. (1 mark).  

 
Upon receipt of the sample, your client has been thinking of ways to get in touch with the 
importer of the BANANARAMA! fruits, but need more time to do so.  
 

c. Can your client request that the customs officer extend the deadline set for detention of 
the imported goods? Briefly explain why. (1 mark) 
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QUESTION 20 (3 marks) 
 
What are three factors that will determine whether an organization qualifies as a “public 
authority” for the purposes of s. 9(1)(n)(iii) of the Trade-marks Act? (3 marks) 
 
QUESTION 21 (4 marks) 
 
Your client sends you an urgent email today (November 29, 2016) asking that you to oppose an 
application.  When you review the particulars for the application you see that the application was 
advertised on September 20, 2016, and no steps have been taken to file a Statement of 
Opposition or request an extension of time.  The client explains that his regular watch search 
alerted him to this application, but the search results arrived while he was out of the office 
recovering from emergency surgery, and he only learned about this application today upon his 
return to the office. 
 
What step can you take to try to preserve the client’s right to oppose this application (1 mark), 
what are the requirements to do so (2 marks), and cite the relevant provision(s) of the Trade-
marks Act or Trade-marks Regulations? (1 mark) 
 
QUESTION 22 (2 marks) 
 
You act as a trademark agent for a registered owner in a section 45 proceeding. Your client’s 
deadline to file evidence is next week. You are currently finalizing your client’s affidavit and 
have decided to transmit same to the Registrar by e-mail. Will your client’s evidence be accepted 
or refused by the Registrar? (1 mark) Support your answer with any relevant disposition of the 
Trade-marks Act or the Trade-marks Regulations. (1 mark) 
 
QUESTION 23 (8 marks) 
 
Your client Public Authority has an official mark, public notice of which was given 10 years ago. 
At that time Public Authority adopted the mark and licensed Private Corporation to use the mark. 
Under the license agreement Public Authority maintains direct control over the quality of the 
services provided under the official mark and has always exercised its oversight. Public 
Authority is now involved in an opposition proceeding. The applicant takes the position that use 
of the official mark by Private Corporation does not inure to the benefit of Public Authority.    
 

a. Is the applicant correct?  Yes or No. (1 mark)  
 

b. In point form, explain your answer to (a) above. (4 marks) Cite the relevant sections of 
the Trade-marks Act or Trade-marks Regulations. (3 marks) 

 
QUESTION 24 (2 marks) 
 
True or False: the evidence filed in response to a section 45 proceeding must be in the form of an 
affidavit signed by the registered owner. (1 mark) Support your answer with any relevant case 
law. (1 mark) 



12 
 

   

QUESTION 25 (5 marks) 
 
You represent the applicant in a trademark opposition proceeding. The applicant is a 
pharmaceutical manufacturer named Farma GmBH which has its headquarters in Germany.  You 
work for a firm located in Montreal and the Opponent’s trademark agent is located in Vancouver.  

You have recently filed the Applicant’s Rule 42 evidence in the opposition proceeding, which 
included an affidavit from Farma GmBH’s CEO, Dr. Melvin Üter, who lives in Germany.  The 
Opponent’s counsel obtained an Order from the Trademarks Opposition Board permitting the 
cross-examination of Dr. Üter on his affidavit and contacts you seeking available dates to 
conduct the cross-examination.  Dr. Üter has a very busy schedule and does not want to have to 
travel to Canada to be cross-examined, if it can be avoided. 

a. List two alternatives to cross-examination in person in Canada, if the Opponent will 
consent. (2 marks) 

 
b. If the Opponent’s counsel will not agree to any of the alternative options in part (a), 

above, what will happen if Dr. Üter refuses to attend in Canada to be cross-examined on 
his affidavit? (1 mark) Cite the relevant provision(s) of the Trade-marks Act or Trade-
marks Regulations. (1 mark) 

 
c. If Dr. Üter agrees to travel to Canada to be cross-examined, are you obliged to conduct 

the cross-examination in Vancouver where the Opponent’s agent is located? (1 mark) 
 
QUESTION 26 (5 marks) 
 
Match each principle with the relevant case law: 
 
1. Canadian Jewish Congress v. Chosen 

People Ministries, Inc. 19 C.P.R. (4th) 
186 

 

A. While an official mark is not used for 
commercial purpose or in the course of trade, 
ss. 3 and 4 assist in the interpretation of those 
words. A common feature of both “use” and 
“adoption” is that there is an element of 
public display […] If internal discussion, 
memoranda, etc. which preceded a request for 
publication constituted adoption and use, the 
phrase would be meaningless because, in that 
instance, no request could be sent in without 
the mark being deemed to be previously 
adopted and used; the very act of requesting 
or the internal correspondence on whether to 
request publication would, theoretically, 
constitute “adoption and use”. 

 
2. Veuve Clicquot Ponsardin v. Boutiques 

Cliquot Ltée, [2006] 1 SCR 824, 2006 
SCC 23 (CanLII) 

 

B. Subparagraph 9(1)(n)(iii) of the Trade- marks 
Act requires that, in order to be entitled to an 
official mark, the institution claiming the 
mark must be a public authority in Canada. 
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3. Canada Post Corp. v. United States 
Postal Service, [2006] 3 FCR 28, 2005 
FC 

 

C. The fact that a body was incorporated as a 
non-profit corporation with charitable objects, 
has obtained tax exempt status, has the ability 
to issue charitable receipts to donors, and 
could be asked to provide its accounts, 
financial and corporate information to the 
Public Guardian and Trustee of Ontario is not 
sufficient to determine whether it is a public 
authority. 

 
4. See You In – Canadian Athletes Fund 

Corporation v. Canadian Olympic 
Committee, 2007 FC 406 

 

D. Although Parliament could have included a 
definition of “public authority” in the Trade-
marks Act, it chose not to. As a result, when 
an application under s. 9(1) is brought 
forward the Registrar has to take 
responsibility for satisfying himself that the 
applicant is indeed a public authority. 

 
5. Stadium Corporation of Ontario Ltd. v. 

Wagon-Wheel Concessions Ltd. 25 C.P.R. 
(3d) 293 (FC) 

 

E. Goodwill is not defined in the Trade-marks 
Act.  In ordinary commercial use, goodwill 
connotes the positive association that attracts 
customers towards the goods or services of a 
trademark owner, rather than the goods or 
services of its competitors. 

 
 


