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TRADE-MARK AGENT EXAM 2014 

PAPER A 

Total Marks: 150 

 

 

Where a question asks the candidate to cite the relevant provision(s) of the 
Trade-marks Act or Trade-marks Regulations, the candidate must provide the 
most precise reference where possible to get full marks (i.e. section, sub-section 
and/or paragraph). 

 

 

QUESTION 1 (2 marks)  

On Friday, June 24th, you receive a fax from your Japanese associate instructing you to 
file a trade-mark application in Canada for their client’s trade-mark to claim the benefit 
of priority relying on their client’s Japanese trade-mark registration as a country of the 
Union. The six month time limit expires today, but you are aware that the Office is 
closed for St. Jean Baptiste Day.  Will the priority filing date still be valid on Monday?  (1 
mark). Cite any relevant provisions of the Trade-marks Act or Regulations where 
applicable. (1 mark) 

Answer:  
- Yes. The claim of priority will still be acceptable. (1 mark) 
- Subsection 66(1) OR Rule 3(8) - states that when the Office is closed for business the 
period of limitation shall be extended to the next day when the Office is open for 
business. (1 mark) 

 

QUESTION 2 (Total of 4 marks) 

Your client has instructed you to file an application for registration of the trade-mark 
APPLE & ORANGE for use in association with t-shirts.  A week later, you have a 
chance to review the filing receipt and you notice that your assistant mistakenly filed the 
trade-mark as APPLES & ORANGES.   

a) Will you be able to correct this clerical error? Yes or no and support your answer with 
explanation and cite any relevant provisions of the Trade-marks Act and/or Regulations. 
(2 marks) No marks given for “yes” or “no” without supporting explanation.  
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Answer: Yes. – Paragraph 31(b) of the Trade-mark Regulations - this change would not 
alter the distinctive character of the trade-mark (2 marks).  

b) Will you be able to correct the clerical error of APPLES & ORANGES if you only 
realized the error after you saw the advertisement in the Trade-marks Journal? Yes or 
no and support your answer with explanation and citing any relevant provisions of the 
Trade-marks Act and/or Regulations? (2 marks) No marks given for “yes” or “no” 
without supporting explanation. 

Answer: No – Paragraph 32(a) of the Regulations states that no application for the 
registration of a trade-mark may be amended, after it has been advertised in the 
Journal, to change the trade-mark in any manner whatsoever  (2 marks) 

 
QUESTION 3 (2 marks) 

You receive, and forward to your client, an Office Action citing a confusing registered 
mark with that of your client. After a number of reminder letters, your client responds to 
you, on the day that a response to the Office Action is due, indicating that, without your 
knowledge, they have been negotiating for consent from the holders of the cited 
registered mark. You write to the Office requesting an extension of time on this basis. 
Will your extension request be granted – yes or no and support your answer with 
explanation. (2 marks) No marks given for “yes” or “no” without supporting explanation. 

Answer: Yes - if first extension of time - according to the Practice Notice (“Extension of 
Time in Examination (2 marks) OR No – if second extension of time – according to the 
Practice Notice (“Extension of Time in Examination the Registrar is not bound by the 
consent of the owner of a registered or pending mark (unlike consent provided pursuant 
to the provisions of s. 9(2) with respect to an official marks). (2 marks) 

 
 
QUESTION 4 (Total of 16 marks) 

On December 16, 2012, your US associate instructed you to file an application for 
registration of the trade-mark ABC WIDGET in Canada in the name Widget Wise, Inc. 
The application was filed and it has not yet been advertised. The US associate has now 
advised you that there was a clerical error in the instructing letter and that the applicant 
name should have been Widget Wise Company.  

(a) Can this error in the applicant’s name be corrected? Yes or no and give supporting 
explanation and any relevant documentation/fees required and cite any relevant 
provisions of the Trade-marks Act or Trade-marks Regulations (4 marks) No marks 
given for “yes” or “no” without supporting explanation. 
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Answer: 
- yes (1 mark) 
- A letter or affidavit from the applicant (1 mark) to the effect that the erroneous entity 
did not exist at the date of filing will be required together with the details of the filing 
error (1 mark) 
- Rule 31(a) of the Trade-marks Regulations (1 mark) 

 

(b) The mark ABC WIDGET has issued to registration. The US associate has now 
advised you that Widget Wise Company has gone through a corporate re-organization 
whereby it merged with another company and then subsequently sold the rights in the 
ABC WIDGET trade mark in Canada. Do you need documentation to record the 
merger? Yes or no and give supporting explanation and any relevant 
documentation/fees required. Cite any relevant provisions of the Trade-marks Act or 
Trade-marks Regulations. (4 marks) No marks given for “yes” or “no” without 
supporting explanation. 

Answer: 
- yes (1 mark) 
- copy of certificate of amalgamation or merger or satisfactory evidence of transfer (1 
mark) 
- no fee (1 mark)  
- Section 48 - Trade-marks Act OR Regulations (1 mark) 

 

(c) What three things need to be included in your request to the Canadian Intellectual 
Property Office (“CIPO”) to record a change in ownership? (3 marks) 

Answer: 
- prescribed fee of $100 (1 mark) 
- name and mailing address in Canada for the new owner/applicant (1 mark) 
- evidence that the mark has been transferred (or assignment)  (1 mark) 

 

(d) The request to record the transfer of ownership is filed with CIPO. In response, 
CIPO issues a letter advising that the assignment cannot be recorded because the 
registered mark ABC WIDGET is associated with the registered mark DEF WIDGET, 
covering unrelated wares, also owned by Widget Wise Company. Indicate the relevant 
section of the Trade-marks Act under which the CIPO objection was raised and the time 
limit for responding to the official letter. (2 marks). List two options for addressing the 
objection and any applicable government fees  (only the first 2 options will be marked) 
(3 marks).  

Answer: 
- section 15(3) of the Trade-marks Act (1 mark) 
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- no time limit to respond to official letter (1 mark) 
- file revised assignment to include DEF WIDGET trade mark (1 mark) and pay 
additional fee of $100.00 (1 mark) 
- file request with CIPO to disassociate marks (1 mark) 

 

 

QUESTION 5 (1 mark) 

True or False:  A trade-mark recognized under the Plant Breeders’ Act as designating 
one plant variety is registrable for another plant variety. (1 mark) 

ANSWER:   False (1 mark)  
 

 

QUESTION 6 (1 mark) 

True or False:  An application for registration of a trade-mark as a distinguishing guise 
can claim the benefit of section 14(1) of the Trade-marks Act. 

Answer:   False  (1 mark) 

 

 

QUESTION 7 (1 mark) 

True or False:  Where a Canadian application for registration of a trade-mark is based 
on use and registration abroad, the foreign registration relied on can be for a mark that 
differs from the trade-mark applied for in Canada provided those differences do not alter 
its distinctive character or affect its identity. 

Answer:   False (1 mark) 

 

 

QUESTION 8 (1 mark) 

True or False: An application for registration of a certification mark can list a 
predecessor-in-title as the party who granted a license to use of the certification mark in 
Canada. 

Answer:   True (1 mark) 
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QUESTION 9 (1 mark) 

True or False:  A certification mark that is deceptively misdescriptive of the place of 
origin of goods is not registrable. 

Answer:   False (1 mark) 

 

 

QUESTION 10 (1 mark) 

True or False:  An application for registration of a certification mark can be based on 
use and registration of the mark outside of Canada, provided a date of first use in the 
applicant’s home country is identified. 

Answer:   False (1 mark) 

 

 

QUESTION 11 (1 mark) 

True or False:  An application for registration of a mark as a certification mark can claim 
use on  both wares and services. 

Answer:   True (1 mark) 

 

 

QUESTION 12 (1 mark) 

True or False:   An application for registration of a certification mark can be opposed. 

Answer:   True (1 mark) 

 

 

QUESTION 13 (2 marks) 

True or False:  A sound mark may be registrable if it is deceptively misdescriptive.  (1 
mark) State the supporting reason including any relevant provisions of the Trade-marks 
Act  (1 mark) 
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Answer: 
True. (1 mark)  Where a sound mark is considered to be functional and/or clearly 
descriptive or deceptively misdescriptive, the mark may be registrable pursuant to the 
provisions of subsection. 12(2) or section 14 of the Act.  (1 mark) 
 

QUESTION 14 (2 marks) 

True or False:  A trade-mark that is the name for goods or services in a language other 
than French or English is registrable if it has become distinctive as of the date of filing of 
an application for registration of the mark in Canada. (1 mark)   Cite any relevant 
provisions of the Trade-marks Act. (1 mark) 

Answer:    
False. (1 mark)  Sections 12(2) and 14 (0.5 marks) of the Trade-marks Act do not apply 
to marks that are not registrable under section 12(1)(c)  (0.5 marks) 
 

QUESTION 15 (3 marks) 

True or False:  An abandoned trade-mark application cannot prevent a later-filed 
application for a confusing mark from being registered.. (1 mark)  Provide explanation 
and cite any relevant provisions of the Trade-marks Act.  (2 marks) 

Answer:   True.   (1 mark)   Section 16(4) of the Trade-marks Act does not allow a 
previously-filed application to prevent registration of a trade-mark unless the previously-
filed application was pending at the date of advertisement of the subsequently-filed 
application. (2 marks) 

 

 
QUESTION 16 (Total of 16 marks) 

 
a) On May 30, 2014, your client Dartmouth Holdings Inc., asked you to file an 
application for the trade-mark THE BATTERED HADDOCK, based on UK registration 
No. 0123457 and use in the United Kingdom since June 11, 2012 and on use in Canada 
since April 12, 2013, covering “fish and chips, sauces; beverages; French fries, beer 
nuts; salads; operation of a franchise”. 
 
Your client asks you to provide a preliminary report on what objections would likely be 
raised during examination. List four objections that could be raised in an Office Action 
from the Trade-marks Office. Cite any relevant provisions of the Trade-marks Act and/or 
Trade-marks Regulations  (9 marks) 
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Answer: 
- An objection may be raised pursuant to s. 12(1)(b) of the Trade-marks Act (1 mark) 
 - with respect to the wares “fish” (or “fish and chips”) (1 mark) 
- The wares “sauces” (0.5 marks) and “beverages” (0.5 marks) will need to be 
redefined.  
 - s. 30(a) of the Trade-marks Act  (1 mark) 
- The services “operation of a franchise” will need to be redefined. (1 mark) 
 - s. 30(a) of the Trade-marks Act (1 mark) 
- A certified copy of the United Kingdom registration will be required. (1 mark) 
 - s. 31(1) of the Trade-marks Act. (1 mark)  
- The $50.00 fee for the certified copy (1 mark)  

 

b) In addition to the issues raised above, the Office Action from the Trade-marks Office 
contained a citation of Newfoundland Registration 56679 for the trade-mark BATTERED 
HADOCK for use in association with “the operation of a franchise and restaurant 
services” since 1911. Your client advises you that it has conducted an investigation and 
the mark is not in use and asks if the registration can be cancelled. Yes or No and give 
supporting explanation citing any relevant provisions of the Trade-marks Act. (1 mark) 
No marks given for “yes” or “no” without supporting explanation. 

Answer: 
- no – Newfoundland registration cannot be expunged pursuant to Section 45 OR  
subsection 67(1) of Trade-marks Act (1 mark) 

 

(c) In point form, advise your client on three options for responding to this citation . Cite 
any relevant provisions of the Trade-marks Act or Regulations. (4 marks) 

Answer:   
- restrict the application/registration to exclude the province of Newfoundland (1 mark), 
subsection 67(1) of the Trade-marks Act (1 mark) 
- contact the owner of the Newfoundland mark to assign the cited registration to 
Dartmouth Holdings Inc. (1 mark) 
- delete services (1 mark) 
 

d) In point form, advise your client how to respond to the Office Action had the citation 
been for the official mark BATTERED HADDOCK – No. 915684, owned by the Casino 
of Ontario Corporation. Support your answer with relevant provisions of the Trade-
marks Act or Trade-mark Regulations where applicable. (2 marks) 
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Answer:  
-  contact the Casino of Ontario Corporation to obtain consent (1 mark) pursuant to s. 
9(2)(a) of Trade-marks Act (1 mark) 

 

 

QUESTION 17 (4 marks) 

What are the current material dates for assessing registrability under Section 12(2) and 
Section 14 of the Trade-marks Act.  (2 marks)  Provide case law confirming your 
answers. (2 marks)  

Answer:    
- subsection 12(2) - the material date is the date of filing of the application. (1 mark)  
Elysium Technology Investments Inc. v. Rogers Communications Inc. 2004 CanLII 
71730 TMOB. (1 mark)   
- section 14 -, the material date is the date of filing of the application. (1 mark) Canadian 
Jewellers Association v. American Gem Society 2010 TMOB 106.  (1 mark)  
 
 

QUESTION 18 (9 marks) 

Pursuant to paragraph 26(2)(f) of the Trade-marks Act, what particulars must the 
Register indicate in respect of each registered trade-mark? Cite any relevant provisions 
of the Trade-marks Act and/or Trade-mark Regulations. 

Answer:  
- Territorial area to which the registration extends; 
- Registration number;  
- Registration number of any associated marks;  
- Name and Address of the original Registered Owner;  
- Name and Address of the Representative for Service of the current registered owner;  
- Notation disclosing whether registrability is recognized pursuant to subsection 12(2), 
section 13 or 14 of the Trade-marks Act;  
- Number and date of any registration abroad on which the registration is based and the 
country in or for registration was made;  
- Date of filing of any declaration of use.  
- Section 52 of the Trade-mark Regulations 
(1 mark for each) 
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QUESTION 19 (Total of 20 marks) 

Your client, Winged Fantasy, Inc. has a line of jewellery called PURPLE BUTTERFLY in 
the United States. It recently expanded use of the mark to clothing and has applied to 
register the mark PURPLE BUTTERFLY in the United States in association with 
“clothing, namely pants, t-shirts, jeans, dresses, skirts, shorts, jackets, hats” in the 
United States. The client is interested in introducing this line of clothing in Canada and 
has asked you to perform a search for the mark in Canada. The search has located the 
following trade-marks: 

 

Trade-mark Reg. No./App. No. Wares/Services Owner 
(a) PURPLE MOTH TMA437592 

Reg. May 3, 2006 
Interior and exterior 
house paint 

Butterfly Paint Inc. 

(b) THE GOLDEN 
BUTTERFLY 

TMA279432 
Expunged May 16, 
2005 

Clothing, namely 
dresses, skirts, 
shorts and tops 

Thai Fly Clothing 
Company 

(c) PURPLE 
BUTTERFLY 

TMA749236 
Reg. June 10, 2012 

Chocolate 
confectionery 

139756 Ontario Inc.  

(d) PURPLE 
BUTTERFLY 

TMA783947 
Reg. Dec. 7, 2012 

jewellery Winged Fantasy, 
Inc. 

(e) 

VIOLET 

BUTTERFLY  

TMA593241 
Reg. Feb. 2, 2007 

Clothing, namely 
lingerie  

Violet Sensations 
Inc.  

(f) PURPLE 
BUTTERFLY 

App. No. 943721 
Jan. 14, 2013 

Butterfly 
conservation 
services 

Canadian Butterfly 
Conservation 
Association 

(g) GREEN 
WINGED 
BUTTERFLY 

TMA637495 
March 11, 2009 

Footwear namely 
sandals and shoes 

Acme Shoes 
Incorporated 

(h)  
PURPLE HORNET

 
 

TMA831576 
Reg. July 10, 2013 
 

Clothing, namely 
athletic wear 

Insect Love Inc.  

 

Provide a brief search opinion by indicating whether each of the trade-marks listed 
above is likely to be an obstacle to the registration of your client’s with a “yes or no” for 
each trade-mark (0.5 marks each) and in point form, support each opinion with short 
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explanation(s) (2 marks each). No marks will be given for the “yes or no” answer unless 
at least one correct supporting explanation is given for each trade-mark.  

 

 

 

ANSWER:   

Trade-mark Answer (0.5 marks) Explanation (2 marks) 

(a) PURPLE MOTH NO - different wares 
- different channels of trade 
(1 mark each - no marks 
for other answers) 

(b) THE GOLDEN 
BUTTERFLY 

NO - registration expunged  
- not a barrier to registration 
(1 mark each – no marks 
for other answers) 

(c) PURPLE BUTTERFLY NO - different wares 
- different channels of trade 
(1 mark each – no marks 
for other answers) 

(d) PURPLE BUTTERFLY NO - same owner for related 
services 
- would have to associate 
marks 
(1 mark each – no marks 
for other answers) 

(e) 

VIOLET BUTTERFLY 

YES - idea suggested by marks 
same 
- same type of wares 
- same channels of trade 
(1 mark each for 
maximum of 2 marks) 

(f) PURPLE BUTTERFLY YES - prohibited mark (official 
mark or Section 9 mark) 
- bar to registration unless 
owner consents  
(1 mark each – no marks 
for other answers) 

(g) GREEN WINGED 
BUTTERFLY 

NO - wares are related but 
already co-exists with 
VIOLET BUTTERFLY & 
Design 
(full explanation required 
for full 2 marks) 
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(h) PURPLE HORNET

 

NO - design element 
- idea suggested by mark 
as a whole different 
- co-exists with VIOLET 
BUTTERFLY & Design 
(1 mark each for 
maximum of 2 marks)  

 

 

QUESTION 20 (2 marks) 

Your client’s company, ABC, Inc., is in the process of shipping beer bottles bearing the 
trade-mark GRAMPA’S SODA to the province of Quebec. Your client was recently 
advised that the administrative body in charge of applying the Charter of the French 
Language namely, the Office de la Langue Française may consider that the beer bottles 
bearing his mark would not comply with the Charter, since his mark does not include the 
French language.  Your client advises you that during the past few months the Office 
seems to be actively enforcing its interpretation of the Charter to the effect that a trade-
mark must be registered in order to benefit from the “trade-mark exception” of the 
Charter. Your client then advises you that he is concerned that he will suffer an 
important economical prejudice if it is not able to quickly sell and ship its products that 
are destined to the Quebec market.  

According to the above scenario, would you be able to apply to have your client’s trade-
mark application expedited. You must indicate “yes” or “no” and give supporting reason. 
No marks given for “yes” or “no” without supporting explanation. 

Answer: No (1 mark) – According to Practice Notice (entitled “Requests for Expedited 
Examination”) given that examination generally occurs within six months of the date a 
trade-mark application is filed, the Registrar will no longer consider requests for 
expedited examination (1 mark)  

 

QUESTION 21 (Total of 5 marks) 

A trade-mark that is on the register will be renewed for a period of fifteen (15) years 
from the day of registration.  

a) Indicate the Section and subsection of the Trade-marks Act or Regulations which 
defines this statement. (1 mark) 

Answer: s. 46(1) of the Trade-marks Act (1 mark) 
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b) Can your client obtain a renewal of their trade-mark for multiple 15-year periods? Yes 
or no and give supporting reason (2 marks) No marks given for “yes” or “no” without 
supporting explanation. 

Answer: No (1 mark) – According to Practice Notice (entitled “Renewal” -the Trade-
marks Office does not entertain requests for the renewal of multiple 15-year periods and 
any excess payment will be reimbursed (1 mark) 

c) A Notice to Renew was issued by the Office on February 8, 2014. On August 9, 2014, 
you receive instruction from your client to pay the renewal fee. Will the Registrar renew 
the trade-mark registration? Yes or no (1 mark). Support your answer with the relevant 
provisions of the Trade-marks Act or Trade-marks Regulations  (1 mark) .   
 

Answer: 
- No (1 mark) 
– s.46(3) of the Trade-marks Act (1 mark) 

 

 

QUESTION 22 (Total of 14 marks) 

As a registered trade-mark agent, your client Nowthatshot Inc. has approached you 
inquiring how to protect its intellectual property rights in Canada. Nowthatshot sells 
THROAT SMOKE hot sauce in Canada in a bottle shaped like a “flame”. The word 
THROAT SMOKE appears on the bottle, as does a separate highly stylized flame 
design. The hot sauce itself is a “secret” company recipe that was developed by the 
owner of the business but the stylized flame design was developed by a graphic artist 
that worked for an outside firm.   

(a) Advise your client what regular trade-mark applications it could file for. (2 marks) 

Answer: 
- trade-mark application for the word mark THROAT SMOKE (1 mark) 
- trade-mark application for the Flame Design (1 mark) 

 

(b) Advise your client as to the other types of protection that may be available under the 
provisions of the Trade-marks Act.  (1 mark – you must indicate what type of 
protection and the IP right to be protected).  Advise your client whether there are any 
materials or documents that must be filed in support of such an application and, if so, 
what it must show. (2 marks). 
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Answer: 
- distinguishing guise for bottle design (1 mark), must file evidence of use of the 
distinguishing guise in Canada (1 mark) to show that it has become distinctive at the 
date of filing of the application (1 mark) 

 

(c) Advise your client if any other type of protection may be available under any other 
Federal statutory provisions (other than the Trade-marks Act)  to protect its IP rights. 
You must indicate, in point form, (1) the type of protection and what IP right is 
protectable (3 marks) and (2) any special considerations or limitations for each type of 
IP protection (only 1 reason will be accepted for each type of IP protection) (3 marks). 

 

Answer: 
- copyright protection for Flame Design OR bottle design (1 mark) and advisability of 
obtaining copyright assignment and waiver of moral rights (1 mark) 
- trade secret or patent for proprietary formula (1 mark for either) and for patent must 
file within 1 year of publication (1 mark) 
- industrial design for bottle shape (1 mark), within one year of first publication (1 mark) 

 

(d) Your client has advised you that it wants to take advantage of pursuing protection 
under some of these other Federal statutory provisions. Can a registered trade-mark 
agent act for their client to pursue protection under these other Federal statutory 
provisions? (1 mark) Give one reason to support your answer. (2 marks). 

Answer: 
- no (1 mark) 
- Qualification as a trade-mark agent does not grant rights to act on obtaining other IP 
rights and would refer client to a qualified person (2 marks) 

 

 

QUESTION 23 (2 marks) 

Your client’s trade-mark application was filed 3 days ago for “shoes and socks” on the 
basis of proposed use in Canada.    The client advises you today that it actually began 
using the trade-mark in Canada for shoes and socks 2 years ago.   The client instructs 
you to amend the application to include the date of first use.   Advise your client whether 
you can follow the instructions to amend the application and cite relevant provisions of 
the Trade-marks Regulations for your answer. 
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Answer:    
• No OR the application cannot be amended to change the basis of filing.  (1 

mark) 
•  Rule 31(d) disallows amendment of an application from one not alleging use of 

the trade-mark in Canada to one alleging use.  (1 mark) 

 

 

QUESTION 24 (Total of 15 marks) 

Please indicate yes or no whether the following trade-marks would be registrable. You 
must indicate (1) “yes” or “no” in your answer and support your answer by indicating (2) 
the most relevant sections and subsections of the Trade-marks Act and/or Trade-mark 
Regulations and (3) the most significant reason to support your answer. Please ignore 
any confusion issues and do not assume any acquired distinctiveness. (3 marks each) 

a)  DUCHESS OF CAMBRIDGE for use in association with bike helmets 
b)  DUTCH for use in association with chocolate truffles 
c)  OLYMPIA for use in association with aluminum storm doors and window frames 
d)  PEW for use in association with wood furniture and safety goggles  
e)  CASTOFF for use in association with removal casts for use on injured limbs 
 

Answer: 

a)  No  (1 mark), 12(1)(e) and 9(1)(d)(1 mark), prohibited because the trade-mark is 
likely to lead to the belief that wares are offered under royal authority or approval (1 
mark). 

 b) No (1 mark), 12(1)(b) (1 mark), clearly descriptive or deceptively misdescriptive of 
the place of origin of the goods (1 mark) 

c) No (1 mark), 12(1)(i) (1 mark), adoption of the word OLYMPIA is prohibited by the 
Olympic and Paralympic Marks Act (except by an Olympic organizing committee, the 
Canadian Olympic Committee or the Canadian Paralympic Committee) (1 mark) 

d) No for wood furniture (0.5 marks), yes for safety goggles (0.5 marks), 12(1)(c)  (1 
mark), mark is the word for a type of wooden bench (but not for safety goggles) (1 
mark)   

e) No (1 mark), 12(1)(b) (1 mark), trade-mark is clearly descriptive of a character of the 
wares (1 mark) 
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QUESTION 25 (2 marks) 

Your client’s trade-mark application was filed on the basis of use and registration 
abroad for “truck engine parts namely radiators and spark plugs”.  You have received an 
Office Action calling solely for the filing of a certified copy of the home country 
registration.  Upon receipt of the home country registration you note that the goods in 
the registration are described as “combustion engines for trucks”.  Advise the client as 
to what can be done to respond to the office action. 

  Answer:    
• The application can be amended by deleting the claim to use and registration 

abroad (1 mark) 
• A basis of proposed use for “truck engine parts namely radiators and spark 

plugs” can be substituted for the original filing basis. (1 mark)   

 

 

QUESTION 26 (3 marks) 

Your client provides you with instructions to file a trade-mark application in Canada.  
The client advises that she and her husband have always run their business together 
and want to be identified as “Mr. and Mrs. Johnson” in the application.   Answer ‘no’ or 
‘yes’ as to whether this is permitted (1 mark) and why or why not (2 marks). 

   

ANSWER:    

• No.  (1 mark). “Mr. and Mrs. Johnson” cannot be named as an applicant because 
an applicant must be one individual or a legal entity (including a partnership or 
joint venture) (1 mark), that can function legally, sue or be sued and make 
decisions through agents (1 mark)  

 

QUESTION 27 (6 marks) 

A German corporate client with an address in Germany already known to you, wishes to 
file an application for registration of the trade-mark RED WHALE JEANS in Canada for 
“jeans, hats and t-shirts”.   The client tells you that they want to obtain registration in 
Canada as soon as possible but that there is no prospect for use of the mark in Canada 
for several years.  The client tells you that it has several foreign applications and 
registrations for the mark and wants to rely solely on those applications and 
registrations to file in Canada.   List the six most important specific details you need 
from the client to determine whether the Canadian application can refer to any of the 
foreign applications and/or registrations (only the first 6 answers will be marked).   
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Answer: 

• Who is the owner of record of each of the foreign applications and registrations. 
(1 mark) 

• Do the foreign applications and registrations cover RED WHALE JEANS for 
“jeans, hats and t-shirts” (1 mark) 

• Are any or all of the applications and registrations on record in a country or 
countries where the client has a real and effective industrial or commercial 
establishment.  (1 mark) 

• Is the mark RED WHALE JEANS in use for “jeans, hats and t-shirts” in each of 
the countries for which a foreign registration or application exists. (1 mark) 

• What is the application number and date of application, or registration number 
and registration date for each of the foreign applications and registrations. (1 
mark) 

• What was the filing date of the first application filed for RED WHALE JEANS for 
“jeans, hats and t-shirts” anywhere in the world because you may be able to 
claim priority from that application.  (1 mark) 

 

 

QUESTION 28 (5 marks) 

You have received a notice of allowance from CIPO for your client's trade-mark 
application ANSAR, which was filed in Canada based on proposed use, and use and 
registration in the United States.  Approaching the deadline to file the Declaration of 
Use, your client advises you that use in Canada has not yet commenced. In point form, 
list two options that are available to your client and any related requirements. Cite any 
relevant provisions of the Trade-marks Act or Trade-marks Regulations and any 
applicable government fees (5 marks) Only the first two options will be marked 
 

Answer: 
- Request an extension of time in which to file the Declaration of Use (to give the 
applicant additional time to commence use in Canada) (1 mark) 
 - Subsection 47(1) of the Trade-marks Act (1 mark) 
 - Pay the fee $125.00.  (1 mark) 
- Delete the proposed use in Canada basis from the application and proceed to 
registration based on use and registration abroad (1 mark) 
 - Pay the registration fee of $200.00 (1 mark)   
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QUESTION 29 (Total of 8 marks) 
 
Match the case name with the applicable legal principle.  
 

A.  John Labatt Ltd. v. Canada 
(Registrar of Trade-marks) (1984) 79 
C.P.R. (2d) 110 (F.C.T.D.) 
 

1. There must be evidence that a name 
is a real name for paragraph 12(1)(a) to 
apply.    

B. Gerhard Horn Investments Ltd. v. 
Canada (Registrar of Trade-marks) 
(1983) 73 C.P.R. (2d) 23 (F.C.T.D.) 
 

2. The test for a deceptively 
misdescriptive mark is whether the 
general public would be misled into 
associating the products’ origin.  
 

C. Dominion Lock Co. Ltd. and 
Independent Lock Co. v. Schlage Lock 
Co. (1961) 38 C.P.R. 88 (T.M.O.B) 
 
 

3. Descriptive words, even if 
disclaimed, which make up the material 
portion of a mark, will still be 
considered descriptive as a whole.   
 

D. Brûlerie des Monts Inc. v. 3002462 
Canada Inc. (1997) 75 (C.P.R.) (3d) 
445 (F.C.T.D.) 
 

4. Use by a licensee (registered user) 
has the same effect as use by the 
owner of a certification mark.  
 

E. Mister Transmission (International) 
Ltd. v. Canada (Registrar of Trade 
Marks) (1978) 42 C.P.R. (2d) 123 
(F.C.T.D.) 
 
 

5. Dictionary evidence can be used to 
prove that a mark is the name of the 
wares or services.  
 

F. Atlantic Promotions Inc. v. Canada 
(Registrar of Trade-marks) (1984) 2 
C.P.R. (3d) 183 (F.C.T.D.) 

6. If exclusive use by the applicant 
would result in a monopoly and limit the 
industry, the mark is not registrable. 
 

G.  Best Western International Inc. v. 
Best Canadian Motor Inns (2004) 30 
C.P.R. (4th) 481 (F.C.C.)  

7. The test of resemblance with respect 
to a section 9 prohibited mark must 
also have regard to imperfect 
recollection.  
 

H. Canadian Olympic Assn. v. Health 
Care Employees Union of Alberta 
(1992) 46 C.P.R. (3d) 12 (F.C.T.D.)  
 

8. Composite marks are not registrable 
pursuant to paragraph 12(1)(b) if the 
words are clearly descriptive or 
deceptively misdescriptive and if the 
words form the dominant feature of the 
mark. 
 

 

Answer: A-3; B-1; C-6; D-5; E-4; F-2; G-8; H-7 


