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TRADEMARK AGENT EXAM 2017 
PAPER A  

Total Marks: 150 
 
QUESTION 1 (1 mark) 
 
True or False? (1 mark) If colour is claimed as a feature of the trademark, the trademark or 
drawing of the trademark, must be filed in colour. 
 
Answer:  
- False. (1 mark) 
 
QUESTION 2 (3 marks) 
 
You have been out of town for the weekend with your family, and you forgot your phone 
charger, so you have not checked your e-mails since early Saturday morning.  You arrive home 
in the wee hours of the morning of Monday, July 31st, plug your phone in and see an urgent e-
mail that came in on Saturday.  It is from your U.S. client, instructing you to file a Canadian 
application claiming Convention priority to its U.S. application, filed January 30th.  Is it still 
possible to include a valid priority claim? Yes or no? (1 mark) In one sentence explain why or 
why not.  (1 mark) Cite the relevant provision(s) of the Trade-marks Act and/or Regulations. (1 
mark)  
 
Answer:  
-Yes. (1 mark) 
-The six-month priority deadline fell on a Sunday, and CIPO is closed for business on Sundays, 
so the time limit to claim priority shall be deemed to be extended to the next day when CIPO is 
open for business (namely, Monday July 31st). (1 mark) 
-Section 66(1) of the Trade-marks Act. (1 mark)  
 
QUESTION 3 (5 marks) 
 
In point form, state the two part test used to evaluate public authority status. (4 marks). Cite the 
relevant authority for your answer. (1 mark)    
 
Answer:  

- A significant degree of control must be exercised by the appropriate government over the 
activities of the body. (3 marks) 

- The activities of the body must benefit the public. (1 mark) 
- Ontario Association of Architects v. Association of Architectural Technologists of 

Ontario (2002), 19 C.P.R. (4th) 417 (FCA) OR Trademarks Examination Manual 
IV.10.10.2.1. (1 mark) [Note: the specific citation and the specific section of the 
Examination Manual are not required to receive the mark.] 
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QUESTION 4 (4 marks) 
An application for the registration of a certification mark can be filed on the basis of proposed 
use. True or False? (1 mark) Cite the relevant provision(s) of the Trade-marks Act and/or 
Regulations. (3 marks) 
 
Answer:  
- False. (1 mark) 
- Section 2 of the Trade-marks Act. (1 mark) 
- Section 23 of the Trade-marks Act. (1 mark) 
- Section 30(f) of the Trade-marks Act. (1 mark)  
 
QUESTION 5 (3 marks) 
If the trademark owner shown on a certified copy of a registration submitted in support of a 
claim to use and registration abroad is a predecessor in title of the applicant in the corresponding 
Canadian application, the certified copy of the registration will support the claim to use and 
registration abroad. True or False? (1 mark) State the authority for your answer (1 mark) and 
the relevant provision(s) of the Trade-marks Act and/or Regulations. (1 mark) 
 
Answer: 
-True. (1 mark) 
-Trademarks Examination Manual II.7.3.2. (1 mark) [Note: the specific section of the 
Examination Manual is not required to receive the mark.] 
-Section 16(2) of the Trade-marks Act. (1 mark) 
 
QUESTION 6 (3 marks) 
Six years ago, TELEX ULTIMA introduced a circular-shaped television to the Canadian 
marketplace. TELEX ULTIMA registered the shape of the television as a distinguishing guise 
with the Canadian Trademarks Office two years ago. Sales of TELEX ULTIMA’s circular-
shaped television in Canada are ongoing.  Last year, several well-respected scientific journals 
published studies suggesting that circular-shaped televisions are more energy efficient and less 
damaging to the eyes. 

ROLO TV, a competitor of TELEX ULTIMA, wants to introduce a circular television into the 
Canadian marketplace. Is it possible to expunge TELEX ULTIMA's distinguishing guise 
registration for its circular television? Yes or No? (1 mark) In one sentence, please provide an 
explanation in support of your answer and cite the relevant provision(s) of the Trade-marks Act 
and/or Regulations. (2 marks) 

Answer:  
- Yes. (1 mark) 
- The Trade-marks Act provides for the expungement by the Federal Court of a registration for a 
distinguishing guise that has become likely unreasonably to limit the development of any art or 
industry. (1 mark) 
- Section 13(3) of the Trade-marks Act. (1 mark) 
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QUESTION 7 (8 marks) 
 
Your client, Dog Daze Ltd. of Chicago, Illinois, instructs you to file a Canadian application for 
registration of the trademark DOG DAZE in its corporate name for “dog biscuits; dog food; dog 
food scoops; pet leashes; pet collars; dog kennels; t-shirts”.  Your client advises that the mark is 
in use for dog food and t-shirts in the U.S. and is the subject of a U.S. registration for the 
identical mark, covering “dog food; dog food scoops; casual clothing”, registered November 18, 
2016, and an EU trademark application for the identical mark for “dog biscuits; dog food; dog 
food scoops; pet leashes; pet collars; dog kennels; t-shirts”, filed August 15, 2017.  Your client 
advises that the mark is in use in Canada for dog food. 
 

a) List the three most likely valid filing bases for the Canadian trademark application (3 
marks) and the goods to be covered by each. (3 marks) 

 
Answer: 
-Use and registration in the U.S. OR Section 16(2) of the Trade-marks Act (1 mark) for dog 
food and t-shirts. (1 mark) 
-Use in Canada OR Section 16(1) of the Trade-marks Act (1 mark) for dog food. (1 mark)  
-Proposed use in Canada OR Section 16(3) of the Trade-marks Act (1 mark) for dog biscuits; 
dog food scoops; pet leashes; pet collars; dog kennels; t-shirts. (1 mark) 
 
 

b) In one sentence, explain under what circumstance your client would be able to claim 
priority to the EU trademark application. (1 mark)  Cite the relevant provision(s) of 
the Trade-marks Act and/or Regulations. (1 mark) 

 
Answer: 
-As a U.S. corporation, your client would only be able to claim priority based on the EU 
trademark application if it has a real and effective industrial or commercial establishment in the 
EU. (1 mark) 
-Section 34(1)(b) of the Trade-marks Act. (1 mark) 
 
QUESTION 8 (6 marks) 
 
Your client’s trademark application has been opposed, based in part on non-conformity with the 
requirements of section 30(b) of the Trade-marks Act.  Specifically, the opponent has alleged 
that your client, the applicant, has not used the applied-for trademark since the date of first use 
claimed in the application.  Your client confides that, after careful review of their records, use of 
the trademark did not actually commence until approximately 3 years after the date of first use 
claimed in the application.  Can your client rectify this error by amending the Canadian 
application to:  
 

(a) reflect the correct date of first use in Canada. Yes or No? (1 mark)  Cite the relevant 
provision(s) of the Trade-marks Act and/or Regulations. (1 mark) 

 
Answer: 
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-No. (1 mark) 
-Rule 32(b) of the Trade-marks Regulations. (1 mark) 

 
(b) delete the claim to use in Canada, substituting it with a claim to proposed use in 

Canada. Yes or No? (1 mark)  Cite the relevant provision(s) of the Trade-marks Act 
and/or Regulations. (1 mark)  

 
Answer: 
-No. (1 mark) 
-Rule 32(c) of the Trade-marks Regulations. (1 mark) 

 
(c) delete the claim to use in Canada, substituting it with a claim to use and registration 

abroad (in that regard, your client is a U.K.-based entity, with a U.K. trademark 
registration for the identical mark, covering the identical goods, and the U.K. 
registration pre-dates the filing date of the Canadian application, as does use of the 
mark in the U.K. for all of the goods of interest).  Yes or No? (1 mark)  Cite the 
relevant provision(s) of the Trade-marks Act and/or Regulations. (1 mark)  

 
Answer: 
-No. (1 mark) 
-Rule 32(d) of the Trade-marks Regulations. (1 mark) 
 
QUESTION 9 (2 marks) 
 
A trademark consisting of a single colour applied to the whole of the visible surface of a three-
dimensional object is considered a distinguishing guise within the meaning of Section 2 of the 
Trade-marks Act. True or False? (1 mark) Cite the relevant authority in support of your answer. 

 
Answer: 
-False. (1 mark) 
- Smith, Kline & French v. Registrar of Trade Marks (1987), 14 C.P.R. (3d) 432 OR Trademarks 
Examination Manual Section IV.3.2. (1 mark) [Note: the specific citation or section of the 
Examination Manual is not required to receive the mark] 
 
QUESTION 10 (3 marks) 
 
Your client is a public authority and wants to submit a request for public notice of an official 
mark pursuant to Section 9(1)(n)(iii) of the Trade-marks Act. It has provided you with a 
screenshot showing the mark displayed on a computer in its internal computer network, which is 
not available to the public. Is the official mark eligible for publication in the Trade-marks 
Journal? Yes or No? (1 mark) In one sentence, provide a supporting explanation (1 mark) and 
cite a relevant authority. (1 mark) 
 

 
Answer: 
- No. (1 mark) 
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- Adoption and use requires an element of public display. (1 mark)  
 
- FileNET Corporation v. Canada (Registrar of Trade-marks) (2002), 22 C.P.R. (4th) 328 
(F.C.A.) OR See You In- Canadian Athletes Fund Corporation v. Canadian Olympic Committee 
(2007), 57 C.P.R. (4th) 287, affirmed (2008), 65 C.P.R. (4th) 421 (F.C.A.) OR Trademarks 
Examination Manual IV.10.10.2.1. (1 mark) [Note: the specific citation or specific section of 
the Examination Manual is not required to receive the mark] 
 
 
QUESTION 11 (7 marks) 
 
A little over three years ago, your Ontario-based client applied to register the trademark SWEET 
BUNS for baked goods, namely jam buns, cream buns, and cinnamon buns.  The application 
received an Office Action indicating that the mark is not registrable on the basis that it is clearly 
descriptive of the character of the goods, namely that the buns covered by the application are 
sweet.  In two rounds of responses, you have been unable to overcome the objection through 
argument, and a third Office Action has just issued, maintaining the descriptiveness objection.  
Your client has engaged in significant advertising of the SWEET BUNS mark in Canada, and 
has significant sales of its products in Canada, which are sold in boxes bearing the SWEET 
BUNS mark.  
 

(a) The application was filed based on proposed use in Canada.  Will the application 
issue to registration if the applicant files affidavit evidence demonstrating that the 
mark has become distinctive through use in Canada?  Yes or No? (1 mark) In one 
sentence, provide a supporting explanation (1 mark) and cite any relevant 
provision(s) of the Trade-marks Act and/or Trade-marks Regulations. (1 mark) 

 
Answer: 
-No. (1 mark) 
-The trademark must have become distinctive at the date of filing of the application, which could 
not have occurred in the case of a proposed use application. (1 mark) 
-Section 12(2) of the Trade-marks Act. (1 mark) 
 

(b) The application was filed based on use in Canada since at least as early as 2012.  The 
applicant files affidavit evidence demonstrating that the mark has become distinctive 
through use in Canada (and specifically in Ontario, Quebec and Manitoba) since 
November 2012 in association with jam buns.  Explain in one sentence what will be 
the likely result (2 marks) and cite any relevant provision(s) of the Trade-marks Act 
and/or Trade-marks Regulations. (2 marks) 

 
Answer: 
-The resulting registration will likely be restricted to “baked goods, namely jam buns” (1 mark) 
and will likely be territorially restricted to the provinces of Ontario, Quebec and Manitoba. (1 
mark) 
-Sections 12(2) (1 mark) and 32(2) (1 mark) of the Trade-marks Act.  
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QUESTION 12 (2 marks) 
 
You filed an application on behalf of your client Pet Friendly Inc. for OLD BONEZ & Puppy 
Design covering “dog chews and biscuits for senior dogs”, and the application has received an 
Office Action citing as confusing the registered trademark GOLD BONES, owned by Prospector 
Confections Inc. for “candies, sugar confectionery and biscuits”.  Your firm is listed as 
representative for service in connection with the cited trademark registration, but you personally 
do not handle any work on behalf of Prospector Confections Inc. and, in fact, you have never 
heard of this corporation or of the GOLD BONES trademark.  Provided you establish an ethical 
wall and do not discuss this matter with anyone in the firm who does work on behalf of 
Prospector Confections Inc., you may file arguments with the Trademarks Office in response to 
the Office Action to the effect that the two marks are not confusing. True or False? (1 mark) In 
one sentence, explain your answer. (1 mark) 
 
Answer: 
-False. (1 mark) 
-Arguing that the subject mark is not confusing with Prospector Confections’ mark could 
materially and adversely affect your firm’s duty to Prospector Confections, and would be a clear 
conflict of interest. (1 mark)  
 
QUESTION 13 (5 marks) 
 
Applicant A filed an application to register TEA FOR 2 for “tea and non-alcoholic tea-based 
beverages” and “cafés” on March 13, 2017, based on proposed use in Canada.  Applicant B filed 
an application for TEA 4 TWO for “café services” on June 8, 2017 based on use in Canada since 
January 7, 2017.  Neither application has been examined.  As between Applicant A’s application 
and Applicant B’s application, assuming there are no other technical or substantive issues, which 
will be approved for advertisement? (1 mark) Briefly explain why. (1 mark) Cite the relevant 
authority for this practice (1 mark) and the leading case on point (1 mark). What recourse does 
the applicant whose application was not approved for advertisement have, assuming that the 
other applicant’s application is cited as confusing and they are unable to overcome the confusion 
objection through argument? (1 mark)  
 
Answer: 
-Applicant A’s application. (1 mark) 
-For the purposes of examination, when pending marks are confusing, the Registrar considers the 
applicant with the earlier filing date or priority date, and not the applicant with the earlier 
claimed date of first use, to be the person entitled to registration. (1 mark) 
-Practice Notice dated May 19, 2005, “Entitlement – Confusing Marks” OR Trademarks 
Examination Manual Section III.6.1.. (1 mark) 
[Note: Date and title of Practice Notice and/or particular section of the Examination Manual 
not required to receive the mark.] 
-Procureur Général du Canada / Attorney General of Canada v. Effigi Inc. OR Effigi (1 mark) 
-The applicant with the earlier date of first use, namely Applicant B, can oppose Applicant A’s 
application. (1 mark) 
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QUESTION 14 (3 marks) 
 
You receive instructions from a foreign associate in Germany to file a Canadian trademark 
application, claiming Convention priority to the German applicant’s corresponding (and earliest 
filed) German application for the same mark for the same goods and services.  The associate 
provides you with the following information: trademark (a word mark); applicant’s name; 
applicant’s address; goods and services; German application filing date.  Assuming that you have 
a standing arrangement with the German associate to pay application fees and charge them back 
as a disbursement, what further information do you require from the German associate in order to 
prepare the trademark application and receive a filing date? (1 mark) Cite the relevant 
provision(s) of the Trade-marks Act and/or Regulations. (2 marks). 
 
Answer: 
-Filing basis/bases for the Canadian application. (1 mark) [Note: a mark will be given if the 
answer features any of the following “prior use in Canada” or “proposed use in Canada” or 
“has there been use of the mark in Canada”]. 
-Section 30 of the Trade-marks Act (1 mark) and Rule 25 of the Trade-marks Regulations. (1 
mark) 
 
QUESTION 15 (4 marks) 
 
You receive instructions from a foreign associate in the United States to file an application for 
the registration of a trademark comprising a uniquely shaped bottle for use in association with 
wine.  Use of the mark in Canada has not yet commenced but the mark is used and registered in 
the United States. Is the trademark registrable in Canada? Yes or No? (1 mark) In one sentence 
explain your answer (2 marks) and cite the relevant provision(s) of the Trade-marks Act and/or 
Trade-marks Regulations. (1 mark) 
 
Answer: 
-No. (1 mark) 
-A distinguishing guise is registrable only if it has been used in Canada by the applicant or its 
predecessor in title so as to have become distinctive at the date of filing an application for its 
registration. (2 marks) 
- Section 13(1)(a) of the Trade-marks Act. (1 mark)  
 
QUESTION 16 (3 marks) 
 
Your client is interested in filing an application to register a trademark in Canada and, in a 
preliminary search of the Canadian Trademarks Register for the mark, your client comes across 
the identical mark for nearly identical goods.  Instead of TMA in front of the registration 
number, it reads NFLD.  Cite the relevant provision(s) of the Trade-marks Act and/or 
Regulations relating to this type of mark. (1 mark)  Your client has conducted some research 
and has determined that this mark has not been in use since 1963.  Given that the mark is not in 
use, and has not been in use for well over three years, you can initiate a summary non-use 
cancellation proceeding against the mark, pursuant to Section 45 of the Trade-marks Act, and 
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have the registration expunged for non-use. True or False?  (1 mark) Briefly explain why. (1 
mark) 
 
 
Answer: 
-Section 67(1) of the Trade-marks Act. (1 mark) 
-False. (1 mark) 
-Because trademarks registered pursuant to the laws of Newfoundland prior to April 1, 1949 do 
not form part of the Register, the types of amendments permitted under the Trade-marks Act do 
not apply. (1 mark) [Note: the date does not need to be included in order to receive the mark.] 
 
QUESTION 17 (3 marks) 
 
Your client is an ice cream maker that sells its ice cream products out of bike-mounted freezers.  
These bikes have horns that play a particular jingle known to children throughout Canada.  Your 
client would like to register its jingle as a trademark in association with the retail sale of frozen 
confectionery.  You are drafting the application and have stated that the application is for the 
registration of a sound mark, and have attached an electronic recording of the jingle.  What else 
do you need to include to effectively show that this application is intended to cover a sound 
mark? (2 marks)  Cite the relevant authority relating to sound marks. (1 mark) 
 
Answer: 
-a drawing that graphically represents the sound (1 mark) and a description of the sound. (1 
mark) 
-Practice Notice: “Trademark consisting of a sound”, dated March 28, 2012, OR Trademarks 
Examination Manual Section IV.4. (1 mark) [Note: Date and title of practice notice and 
specific section of the Examination Manual are not required to receive the mark.] 
QUESTION 18 (19 marks) 

Please indicate whether the following trademarks would likely be registrable for all or some of 
the goods and/or services. You must indicate in your answer: (1) the relevant provision(s) of the 
Trade-marks Act and/or Trade-marks Regulations (maximum 2 marks) and (2) the most 
significant reason to support your answer. (1 mark) Please ignore any confusion issues and do 
not assume any acquired distinctiveness.  

(a) SCHERE for use in association with “dinner plates, cups, saucers, spoons, forks, knives and 
scissors” (SCHERE is German for scissors). 
 
(b) SUPERGUN for use in association with “caulking guns”. 
 
(c) WAYNE GREAT SKI– for use in association with “sports equipment”. 
 
(d) INTERNATIONAL PARALYMPIC COMMITTEE – for use in association with “soft 
drinks”. 
 
(e) SMITH BROTHERS for use in association with “operation of a bakery”.  
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(f) WINDRIVER for use in association with “fresh pasta”. WINDRIVER is a denomination used 
to designate a potato plant variety under the Plant Breeder’s Rights Act.  
 
(g) iCAR for use in association with “battery powered automobile”. 

(h) #PARIS for use in association with “men’s suits, ladies’ dresses”. 

Answer:  
(a) Section 12(1)(c) of the Trade-marks Act (1 mark), not registrable for scissors because mark 
is name of the goods in German. (1 mark)  
 
(b) Section 12(1)(b) of the Trade-marks Act (1 mark), not registrable as mark is a combination 
of a laudatory epithet and term describing the goods and the combination is clearly descriptive of 
character or quality of goods. (1 mark) 
 
(c) Sections 12(1)(e) and 9(1)(k) of the Trade-marks Act (1 mark for each)  not registrable as 
mark is considered to falsely suggest a connection to a living individual – Wayne Gretzky. (1 
mark) 
 
(d) Sections 12(1)(i) and 9(1)(n)(iii) of the Trade-marks Act (1 mark for each), not registrable – 
prohibited by the Olympic and Paralympic Marks Act. (1 mark) 
 
(e) Section 12(1)(a) of the Trade-marks Act (1 mark), registrable since mark as a whole not 
primarily merely a surname. (1 mark)  
 
(f) Sections 12(1)(f) and 10.1 of the Trade-marks Act (1 mark for each), registrable – mark is 
not for use in association with a plant variety. (1 mark) 
 
(g) Section 12(1)(b) of the Trade-marks Act (1 mark), registrable since mark is neither clearly 
descriptive of character or quality of goods. (1 mark) 
 
(h) Section 12(1)(b) of the Trade-marks Act (1 mark), not registrable since mark is clearly 
descriptive or deceptively misdescriptive of the place of origin of the goods. The city of Paris is 
known for fashion and the addition of the hashtag symbol does not render the mark registrable. 
(1 mark) 
 
QUESTION 19 (1 mark) 

You have filed an application to register a trademark without grouping and classifying the goods 
in accordance with the Nice Classification.  Assuming the goods are described specifically using 
ordinary commercial terms and there are no other formality issues or substantive objections to 
the registration of the trademark, explain in one sentence what will happen to the application. (1 
mark) 
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Answer:  
- the application will be approved for advertisement. (1 mark) 
 

QUESTION 20 (2 marks) 

True or False? (1 mark) An application to register a trademark can be filed in the name of two 
individuals who are engaged jointly in commercial activities that result in the production of the 
goods. State the relevant authority for your answer. 
 
Answer:  
- True. (1 mark) 
- Trademark Examination Manual II.5.1.4. (1 mark) [Note: the specific section of the 
Examination Manual is not required to receive the mark.]  
 
QUESTION 21 (3 marks) 
 
Pursuant to your client’s instructions, you filed an application to register a trademark in the name 
of your client’s company, ABC Inc.  One day after filing the application, your client informed 
you that six months ago, all of the assets of ABC Inc. were assigned to XYZ Corp. Your client 
wants you to amend the application to reflect the correct name of the applicant.  Can the name of 
the applicant be corrected? Yes or No. (1 mark) Briefly explain (1 mark) and state the relevant 
provision(s) of the Trade-marks Act and/or Regulations in support of your answer. (1 mark)  
 
Answer:  
- No. (1 mark).  
- The entity named as applicant did not have any legal rights to the mark as at the date the 
application was filed. (1 mark) 
- Rule 31(1)(a) of the Trade-marks Regulations. (1 mark)  
 
 
QUESTION 22 (6 marks) 
 
In point form, list the requirements for recording a transfer of ownership against a trademark 
application or registration. (3 marks) State the relevant provision(s) of the Trade-marks Act 
and/or Regulations in support of your answer. (3 marks) 
 
Answer:  
- The prescribed fee OR $100 per mark. (1 mark for either answer) 
- The name and mailing address in Canada of the assignee (or if no address in Canada, the name 
and mailing address of a representative for service in Canada). (Must have both for 1 mark) 
- Evidence that the mark has been transferred. (1 mark)  
- Section 48(3) of the Trade-marks Act. (1 mark)  
- Section 30(g) of the Trade-marks Act. (1 mark)  
- Rule 48 of the Trade-marks Regulations. (1 mark)   
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QUESTION 23 (5 marks) 
 
You have filed an application for the registration of the trademark HARTWELL with the 
following particulars: 
 
Trademark:  HARTWELL 
Filing Date:  January 11, 2017 
 
Goods:   Clothing; footwear; watches; jewellery;  
Services: Retail sale of clothing, footwear, watches and jewellery; Promotional 

services. 
 
Claims: Used in Canada since at least as early as 2003 on goods and services. 

Used in United States of America. 
Registered in or for United States of America on March 11, 2015 under 
no. 5,425,368. 

 
The Examiner has objected to the registration of the trademark on the basis that HARTWELL is 
considered to be primarily merely a surname of an individual who is living or has died within the 
preceding thirty years. In this respect, please note that a search on Canada411.ca has yielded 112 
search results for the surname HARTWELL. 
 
List three available options for responding to the surname objection. (3 marks) Note that only 
the first three given answers will be marked. Cite any relevant provision(s) of the Trade-marks 
Act and/or Regulations in support of your answer. (2 marks) 
 
Answer:  
- Argument – mark is not primarily merely a surname. (1 mark) 
- Provide evidence that the mark has acquired secondary meaning throughout Canada. (1 mark) 
- Provide evidence that mark is not without distinctive character in Canada. (1 mark) 
- Section 12(2) of the Trade-marks Act. (1 mark) 
- Section 14 of the Trade-marks Act. (1 mark) 
 
QUESTION 24 (8 marks) 
 
Your client’s application for the registration of the mark WILD RIDE for “bicycles”, based on 
use in Canada since 2016, has received the following Office Action: 
 
      
Your Firm          October 26, 2017 
123 Main Street        Your File 
Ottawa, Ontario K2E 2P6       37855-5151 
Attention: Mr. Agent       Our File 
          1669504 
Re: Trademark: WILD RIDE  

Applicant: WBC Worldwide Bicycle Corporation 
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This Examiner’s report concerns the above-identified application. To avoid abandonment 
proceedings, a proper response must be received by this office by April 26, 2018. All 
correspondence respecting this application must indicate the file number. 
 
The mark which is the subject of this application is considered to be confusing with the 
trademark RIDE, registered by Suzuki Motorcycle Inc. on June 14, 1994 under no. TMA428869, 
for “motorcycles”, based on a declaration of use filed June 1, 1994.  
 
In view of the provisions of paragraph 12(1)(d) of the Trade-marks Act, this mark does not 
appear registrable 
 
Any comments you may wish to submit will receive consideration. 
 
If the applicant has any specific questions in respect of this office action, please contact the 
assigned examiner.  
 
Yours truly, 
 
 
Anita Charles 
Examination Section 
 
You conduct a preliminary search of the Trademarks Database and note the existence of at least a 
dozen active trademark registrations consisting of the word RIDE for use in association with 
motorcycles and related parts and accessories owned by different entities. 
 
Draft a response to the Office Action, arguing that the marks are not confusing. A total of 8 
marks may be given, 7 of which will be for addressing the factors in the confusion analysis. 
The remaining 1 mark will be for clarity. 
 
Answer:  
- Inherent weakness of the word RIDE in association with vehicles that you ride on. (1 mark) 
- Differences in the marks, visually (1 mark), phonetically (1 mark) and in ideas suggested (1 
mark)  
- Differences in the goods. (1 mark) 
- Differences in the channels of trade. (1 mark) 
- State of the Register. (1 mark)  
- Clarity. (1 mark) 
  
QUESTION 25 (10 marks) 
 
Match the case name with the applicable legal principle. You have been provided with more 
legal principles than cases. Only one case should be paired with one principle. If you provide 
multiple principles for a case, only the first legal principle given will be marked. (1 mark for 
each correct answer for a maximum of 10 marks) 
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Case Name Principle 

A. Registrar of Trade Marks v. Brewers 
Association (1982), 62 C.P.R. (2d) 
145 (FCA). 

 
Trademark: Bottle shape and colour 

1. Examiners must also consider whether 
the goods or services covered by the 
application and the confusing mark are 
of the everyday sort, bought casually, 
or if they are expensive, thereby 
calling for a high degree of selection 
on the part of the purchaser. 

 
B. Elder's Beverages (1975) Ltd. v. 

Registrar of Trade Marks (1979), 44 
C.P.R. (2d) 59 (FC). 

 
Trademark: ELDER’S 

 

2. A statement of goods or services is 
considered to be in ordinary 
commercial terms where research 
discloses that the goods and services 
are set out as they are customarily 
referred to in the trade, where similar 
language and scope has been 
commonly used by others in the same 
industry to describe the applicant's 
goods or services. 

 
C. Clarkson Gordon v. Registrar of 

Trade Marks (1985), 5 C.P.R. (3d) 
252 (FC). 

 
Trademark:  AUDITCOMPUTER 
 

3. When considering descriptiveness, 
due regard must be given as to 
whether the mark is grammatically 
correct. 

D. Best Canadian Motor Inns Ltd. v. Best 
Western International, Inc. (2004), 30 
C.P.R. (4th) 481 (FC). 

 
Trademark: BEST CANADIAN 
MOTOR INNS & Eleven Point Maple 
Leaf Design 

4. During the examination process, the 
Registrar shall not consider dates of 
first use or making known as a 
relevant consideration under 
paragraph 37(1)(c) of the Trade-marks 
Act. Therefore, when pending marks 
are confusing, the applicant with the 
earlier filing date or priority date will 
be considered to be the person entitled 
to registration of the trademark. 

E. John Labatt Ltd. v. Carling Breweries 
Ltd. (1974), 18 C.P.R. (2d) 15 (FC). 

 
Trademark: NO. 1 

5. Where a trademark contains both of 
elements that fall within the definition 
of a distinguishing guise and elements 
that do not fall within the definition of 
a distinguishing guise (e.g. the 
combination of the shaping of a good 
together with reading matter or colour 
appearing on the good), the special 
provisions in the Trade-marks Act 
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Case Name Principle 
concerning distinguishing guises (i.e. 
sections 13 and 32) are still considered 
to apply. 

F. MC Imports Inc. v. Afod Ltd. (2016), 
137 C.P.R. (4th) 1 (FCA). 

 
Trademark: LINGAYEN 

6. In order to be acceptable, the 
statement of services must be 
described so that it is clear that the 
services are offered to a third party. 

 
G. Attorney General of Canada v. Effigi 

Inc. (2005), 41 C.P.R. (4th) 1 (FCA). 
 
Trademark: MAISON UNGAVA 

 

7. If the wares or services originate in the 
place referred to by the trademark, 
then the trademark is clearly 
descriptive of place of origin. 

 
H. General Motors Corp. v. Bellows 

(1949), 10 C.P.R. 101 (SCC). 
 

Trademark: FRIGIDAIRE 

8. In assessing the resemblance between 
an official mark and an ordinary 
trademark, consideration may be given 
to the factors set out in paragraph 
6(5)(e) of the Trade-marks Act, 
particularly the degree of resemblance 
between the marks in appearance or 
sound or in the ideas suggested by 
them. 

I. Dubiner v. Heede International Ltd. 
(1975), 23 C.P.R. (2d) 128 (Registrar 
of Trade-marks). 
 
Trademark: YO-YO 

9. A living individual is considered to 
have “significant public reputation” in 
Canada when a significant number of 
Canadians know of the particular 
individual with whom the trademark 
falsely suggests a connection. 

 
J. Ralston Purina Co. v. Effem Foods 

Ltd. (1997), 81 C.P.R. (3d) 528 
(TMOB). 

 
Trademark: IT’S LIKE GETTING A 
MULTIVITAMIN IN EVERY MEAL 

10. In the event that the surname 
significance and the other significance 
of a word are equal it cannot be said 
that the word is primarily merely a 
name or surname. 

 
 11.  A composite mark, when sounded, is 

not registrable pursuant to paragraph 
12(1)(b) of the Trade-marks Act if it 
contains word elements that are 
clearly descriptive or deceptively 
misdescriptive in the English or 
French language of the character or 
quality of the goods or services in 
association with which it is used or 
proposed to be used or of the 
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Case Name Principle 
conditions of or the persons employed 
in their production or of their place of 
origin; and also the dominant feature 
of the mark. 

 12. The test of governmental control 
requires that the government be 
enabled, directly or through its 
nominees, to exercise a degree of 
ongoing influence in the body's 
governance and decision-making. 

 13. The meaning of the word in common 
parlance, not the etymological 
meaning, is the determining factor in 
finding if a word is clearly descriptive 
or deceptively misdescriptive of the 
goods or services. Authoritative 
sources, including dictionaries, may 
be used for this purpose. 

  
Answer:  
A-5 (1 mark) 
B-10 (1 mark) 
C-3 (1 mark) 
D-11 (1 mark) 
E-13 (1 mark) 
F-7 (1 mark) 
G-4 (1 mark) 
H-1 (1 mark) 
I-2 (1 mark) 
J-6 (1 mark) 
 
QUESTION 26 (16 marks) 
 
Your client wishes to adopt the trademark BUDDY in Canada in association with “frozen 
confectionery, smoothies, granola-based snack food, fruit drinks and juices”.  Your client has 
asked you to do a search of the Trademarks Register prior to filing for the mark BUDDY for the 
goods of interest. 
 
The search located the following marks: 

TRADEMARK REG. / APPL’N 
NO. 

GOODS / SERVICES OWNER 

 
(a) MYBUDDY 

 
TMA547985 
Registered:  May 
11, 2001 

 
Food and nutrition 
consultation services. 

 
SoyezUnis ltée. 
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TRADEMARK REG. / APPL’N 
NO. 

GOODS / SERVICES OWNER 

 
(b) B-U-D-D-Y 

 
922,920 
Advertised:  
November 25, 2014. 

 
Goods and Services. 

 
City of Potemkin 

 
(c) THE BUDDY 

 
1,842,992 
Filed: June 16, 2017 
Formalized: June 
29, 2017 

 
Alcoholic fruit drinks. 

 
Buddy World 
Company 
 

 
(d) BUDDY’S 
KITCHEN 

 

 
TMA894,554 
Registered: January 
20, 2015  

 
Cooking instruction and 
catering of food and drinks. 

 
Michel Buddy 
 

 
(e)  
 

 
1,800,246 
Advertised: May 24, 
2017 

 
Granola-based snack bars. 

 
BC Snacks Inc. 
 

 
(f) BUDDY BLOOM 

 
1,792,735 
Allowed: April 29, 
2016 

 
Operation of a retail store 
specializing in the sale of 
nutritional supplements for 
general health and well-
being. 

 
Buddy Bloom Corp. 
 

 
(g) BUDDIES  

 
TMA699,389 
Registered: October 
03, 2007 
 

 
Frozen desserts. 

 
Les entreprises 
Copains Inc.  
 

(h)  

 

BUDDY 

 
TMA626748 
Expunged: July 10, 
2017 

 
Food concession stands. 
 

 
Happy Buddy 
Company 
 

 
Provide a brief search opinion by indicating whether each of the trademarks listed above is likely 
to be an obstacle to the registration of your client’s mark with a “yes or no” for each trademark 
(1 mark each) and in point form, provide a valid explanation in support of each opinion. (1 
mark each) Please formulate your opinions from an examination/Trademarks Office 

BUDDY 
COPAIN 
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perspective, and not from an opposition perspective.  No marks will be given for the “yes or no” 
answer unless a valid supporting explanation is given for each trademark.  
 

Answer: 
Trademark Answer (1 mark) Explanation (maximum 1 mark) 

(Note: Even if Yes/No answer is incorrect, 
one mark may still be given if a candidate 
provides a valid supporting explanation) 

 
(a) MYBUDDY 

No (1 mark) - Idea suggested by mark as a whole 
different OR 
- Goods and Services differ 
(1 mark) 

 
(b) B-U-D-D-Y 

 
Yes (1 mark) 

- Prohibited mark (official mark or Section 
9 mark) OR 
- Client’s mark so nearly resembles 
prohibited mark as to be likely to be 
mistaken therefor  (1 mark) 

 
(c) THE BUDDY 

 

 
Yes (1 mark) 

- Marks highly similar / idea is the same 
(imperfect recollection) AND 
- Goods “Fruit drinks” and “Alcoholic fruit 
drinks” could come from the same source 
(Note: Must have both for mark.) 
 (1 mark) 
 
 

 
(d) BUDDY’S KITCHEN 

 

 
No (1 mark) 

 
-  Differences in the marks (1 mark) 
 

 
(e)  
 
 
 
Note: COPAIN is the French 
equivalent of BUDDY 

 
Yes (1 mark) 

 
- Marks suggest the same idea AND 
- Goods are the same / highly similar 
(Note: Must have both for mark.) 
(1 mark) 

 
(f) BUDDY BLOOM 

 
No (1 mark) 

 
- idea suggested by marks as a whole 

is different (1 mark) 
 
(g) BUDDIES  
 

 
Yes (1 mark) 

- Marks highly similar / idea is the same  
AND 
- Goods are the same / highly similar 
(1 mark) (Note: Must have both for 
mark.) 

BUDDY 
COPAIN 
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Answer: 
Trademark Answer (1 mark) Explanation (maximum 1 mark) 

(Note: Even if Yes/No answer is incorrect, 
one mark may still be given if a candidate 
provides a valid supporting explanation) 
 
 

(h)  

 

BUDDY 

 
-No (1 mark) 

 
- Registration expunged 
(1 mark) 

 
QUESTION 27 (2 marks) 
 
Your client’s application to register the mark PANIC STOP based on proposed use in Canada in 
association with a drug for the treatment of anxiety has been allowed and the original deadline 
for filing a declaration of use is January 10, 2018.  Your client advises that its drug must be 
reviewed and approved by Health Canada before it can be launched in the marketplace and that 
review process will not be completed before the current deadline.  What is the maximum length 
of time that the Registrar will grant for a single extension? (1 mark) What information must be 
provided to support the extension request? (1 mark) 
 
Answer:  
- One year OR until January 10, 2019. (1 mark) 
- Specifics of the government department from which the applicant is seeking approval. (1 
mark) 
 
 
QUESTION 28 (2 marks) 
 
Your client owns a registration in Canada for the trademark LEMON PEPPER for “t-shirts”. The 
trademark was registered on May 1, 2012 under registration number TMA752874.  The client 
has filed an application to extend the statement of goods covered by the registration to include 
“shoes”, based on use in Canada.  This application to extend the goods has been advertised in the 
Trade-marks Journal and the deadline for opposition expired a month ago with no opposition 
having been filed. What must be done to advance this application to registration? (1 mark) The 
goods “shoes” have been added to registration no. TMA752874, effective December 18, 2017. 
What is the date of the renewal deadline for registration number TMA752874? (1 mark) 
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Answer:  
- Nothing needs to be done (1 mark) – the application will issue to registration since no 
declaration of use is required for an application based on use in Canada and no registration fee is 
payable for an extension application. [Note: Explanation is not required in order to receive the 
mark.] 
-May 1, 2027. (1 mark) 
 
QUESTION 29 (4 marks) 
 
List the three elements that shall be included in correspondence to the Office in respect of a 
registered trademark. (1 mark)  Cite the relevant provision(s) of the Trade-marks Act and/or 
Regulations. (1 mark)  
 
Answer:  
- registration number. (1 mark) 
- application number. (1 mark) 
- trademark. (1 mark) 
- Rule 7(2) of the Trade-marks Regulations. (1 mark) 
 
 
QUESTION 30 (5 marks) 
 
Your client Wonder Inc. is in the business of manufacturing and selling a wide range of 
consumer products for people and pets.  It has recently decided to transfer ownership of all of its 
trademarks for pet care products to its related German company, Vunderbar GmbH, which will 
be renamed Amaze Co. Ltd. 
 
What four steps need to be taken to update the ownership record for the registrations and 
applications listed below? (4 marks) What is the total dollar amount of the prescribed fees that 
must be paid to update the ownership record? (1 mark) 
 
 
Reg. 
No./App. No 

Trademark Goods Owner of 
record 

Notes 

TMA112846 WONDER (1) Soft drinks. 
Potato chips. 

 

Wonder Inc. Associated mark 
with 
TMA112847 
and 
TMA731852 

TMA112847 WONDER (1) Soups, 
sandwiches, 
ice cream.  

(2) Cat food. 
Cat litter 

Wonder Inc. Associated mark 
with 
TMA112846 
and 
TMA731852 

TMA731852 WONDER PETS (1) Edible treats 
for cats and 

Wonder Inc. Associated mark 
with 
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Reg. 
No./App. No 

Trademark Goods Owner of 
record 

Notes 

dogs. TMA112847 
and 
TMA112846 

1,928,575 WONDER BAR (1) Animal flea 
collars 

Vunderbar 
GmbH 

 

1,931,268 IT’S WONDER- 
FUL 

(1) Animal flea 
collars 

Vunderbar 
GmbH 

 

 
 
Answer:  
- Request that registered marks be dissociated. (1 mark) 
- File an assignment transferring ownership of registration no. TMA731582 for WONDER PETS 
to Vunderbar GmbH.  (1 mark) 
- File partial assignment transferring ownership of registration no. TMA112847 for WONDER to 
Vunderbar GmbH for goods (2) only.  (1 mark) 
- Request change of name of Vunderbar GmbH to Amaze Co. Ltd.  (1 mark) 
- $200. (1 mark) 
 
QUESTION 31 (1 mark) 
 
An applicant can rely on use of the mark in Canada in support of a Section 16(2) filing basis. 
True or False? (1 mark) 
 
Answer:  
True. (1 mark) 
 
QUESTION 32 (1 mark) 
 
An error made in the priority claim concerning the serial number of the priority application can 
be corrected at any time prior to registration. True or False? (1 mark) 
 
Answer:  
True (1 mark) 
 
 


