
MARKING GUIDE PAPER C 2008

100 marks total

C1: 55 marks 

C1(a) A set of claims (23 marks):

- Submit amended claim 1 with the following limitations (prior art and non-prior art objections):

(5 marks) 1. A toothbrush comprising an elongated handle part (12) having a longitudinal axis, a
head part (14), and a neck part (13) joining the handle part and head part, wherein said handle
part, said head part, and said neck part are integrally constructed, said head part including a
plurality of sides with bristles projecting from at least one of said sides thereof and having at least
one region thereof weakened so as to allow deformation in the head part to suit the shape of the
user's dental arches, the at least one weakened region comprising a localized narrowing in the
cross-section of the head part, the localized narrowing being integrally formed with the remainder
of the head part and separating the bristles into at least two bristle carrying sections of the head
part, wherein the at least one weakened region is so formed that it allows the deformation about
an axis perpendicular to the longitudinal axis of the elongated handle part,

(5 marks) each of the bristle carrying sections being movable independently of each other by the
deformation at the localized narrowing,

(5 marks) and wherein said deformation of said head part remains generally stable during use. 

Note: Both of the above features are required to distinguish over the prior art, as Griffith
discloses a toothbrush wherein the deformation remains stable during use and Gary discloses a
toothbrush having independently movable bristle carrying sections.

(8 marks) Submit revised dependent claims as necessary. If any claims are missing which should
be present, marks are lost, and any introduction of mistakes (claim numbering, double inclusion,
lack of antecedence, etc) is negatively marked.  (Note: New dependent claims based on
preferable features from claims 4 and 7 must be present)

C1(b) Cogent arguments regarding the patentability of the submitted claims (10 marks):

Novelty and Obviousness: Must discuss how the submitted claims overcome the Griffith and
Gary references.
Griffith - novelty (2 marks), obviousness (3 marks)
Gary - novelty (2 marks), obviousness (3 marks)



Appropriate Response to each Non-prior art objection (22 marks):

C1(c) (2 marks) Claims 8 and 9 are directed to a method of medical treatment that does not
produce an essentially economic result ... and is therefore outside the definition of
invention in section 2 of the Patent Act.

... removal of claim 9 which includes the “brushing” step+ appropriate comment

... appropriate argument that claim 8 does not define a method of medical
treatment (i.e. no treatment step at that point).

C1(d) (1 mark) Claims 4 and 7 do not comply with section 84 of the Patent Rules because there
is no support for styrene polymer or copolymer.

... amendment of the description to add embodiments where toothbrush may be
formed of a styrene polymer or copolymer since part of originally filed claims
... must include appropriate comments to this effect.

C1(e) (1 mark) Claim 1 does not comply with subsection 27(4) because “the at least two bristle
carrying sections” has no antecedent.

... amend “ the at least two bristle carrying sections” to read “at least two bristle
carrying sections”
... must include appropriate comments to this effect.

C1(f) (1 mark) Claim 1 does not comply with subsection 27(4) of the Patent Act due to
inclusion of label numbers in parentheses.

... must point out that subsection 86(2) of the Patent Rules permits this.

C1(g) (1 mark) Claim 2 does not comply with subsection 27(4) of the Patent Act because of the
double inclusion of “a neck part”.

... amendment of claim 2 to read “the/said neck part”

... must include appropriate comments to this effect.

C1(h) (2 marks) Claims 4 and 7 do not comply with subsection 27(4) of the Patent Act because
of the inclusion of “such as”.

... removal of “such as” from claims 4 and 7

... must include appropriate comments to this effect

... must include appropriate comments in adding new dependent claims based on
preferred features of 4 and 7.

C1(I) (1 mark) Claim 6 does not comply with subsection 87(3) of the Patent Rules because of a
conflict with claim 5.

... amendment of claim 6 to depend from any claim prior to claim 5.

... must include appropriate comments to this effect.



C1(j) (1 marks) Claim 10 does not comply with subsection 86(1) because it is an omnibus
claim..

... removal of claim 10

... must include appropriate comments to this effect.

C1(k) (1 mark) Claim 3 does not comply with subsection 87(1) of the Patent Rules because
reference to preceding claims must be made by number.

... amend claim 3 to refer to claim 1 or 2

... must include appropriate comments to this effect.

C1(l) (1 mark) Claim 7 does not comply with subsection 87(2) of the Patent Rules because it
refers to itself.

... amend claim 7 to refer to claim 1 or other suitable claim (Both claims 4 and 7
to hydrocarbon resin need not be present, so if 7 deleted no points lost)
... must include appropriate comments to this effect.

C1(m) (1 marks) The description does not comply with subsection 82(10) of the Patent Rules
because the label 10 is used in error in referring to the neck.

... amendment of page 15 of description to indicate the neck label as “13". 

...must include appropriate comments to this effect.

C1(n) (1 mark) The title is unacceptable under paragraph 80(1)(a) of the Patent Rules.
... replace title with short and precise title that includes “toothbrush” and
“flexible/deformable”
... must include appropriate comments to this effect

C1(o) (2 marks) The abstract does not comply with section 79 of the Patent Rules.
... any suitable abstract. Should include ideas that toothbrush head divided by
flexible portions into separate bristle carrying sections moveable independently,
and that brush is to be deformed before use and maintain its shape during use
... must include appropriate comments to that effect.
(Note: 2 marks for abstract and comments, 0 marks for comments alone)

C1(p) (1 mark) Request for prior art under s. 29 of Patent Rules.
... any suitable answer, but must acknowledge that US priority application exists.

C1(q) General Organization Style of the complete response (5 marks)

The response to question C1 must be orderly, neat, and complete, in accordance with
accepted practice for an agent’s response to an office action (e.g. amended pages must be
submitted as separate pages).  Organization, ease of reading and grammar will all be considered. 
The expected format of a response would include a proper introduction, clear instructions
explaining the amendments to be made to the application, a main body including explanations and
arguments, and proper closing statements.  Further, no self-identification is permitted.



C2 (2 marks):
The Patent Appeal Board performs a review of Final Actions, but has no legal authority under the
Patent Act or Rules. Who has the authority to reject a patent application?

Answer: As per subsection 30(3) of the Patent Rules: “Where an applicant has replied in
good faith to a requisition referred to in subsection (2) within the time provided
but the examiner has reasonable grounds to believe that the application still does
not comply with the Act or these Rules in respect of one or more of the defects
referred to in the requisition and that the applicant will not amend the application
to comply with the Act and these Rules, the examiner may reject the application.”

C3 (3 marks):
Your client’s application has become abandoned due to non-payment of a maintenance fee and a
failure to respond to an examiner’s requisition. You submit a letter to the Patent Office on the last
possible day for requesting reinstatement, in which you request reinstatement, respond to the
examiner’s requisition, and submit the two reinstatement fees, but you forget to include the
maintenance fee payment itself, even though it was stated that all of these fees were being
submitted. Consequently, the application becomes dead.

(a)  What steps, other than actually having submitted the maintenance fee on time, could
have been taken in the letter to have prevented this result?

Answer: CIPO has established the following practice in the processing of a fee payment:

If there is a clear and obvious intent to pay a fee yet the submitted amount
is deficient and the authorized payer has included a general authorization
statement to charge any fee deficiency to a deposit account or credit card
currently on file, the Office will charge the deposit account or credit card
the appropriate fee, assuming there are sufficient funds, and will inform
the payer, by way of office letter, of the action taken by the Office.

Such a statement (general authorization statement) could have been included in
the letter.

(b) What steps can be taken after the letter has been submitted to ensure that the
application remains in effect?

Answer: Under paras. 3.1(1)(b) and (c) of the Patent Rules, given a clear but unsuccessful
attempt is made to pay the fee before the expiry of the applicable time limit, the
fee shall be considered to have been paid before the expiry of the time limit if:

(b) if a notice is sent in accordance with subsection (2)(Note: notice sent by
the Commissioner requesting payment of the fee and the late fee), the
amount of the fee that was missing, together with the late payment fee set



out in item 22.1 of Schedule II, are paid before the expiry of the
two-month period after the date of the notice; or 

(c) if a notice is not sent, the amount of the fee that was missing, together with
the late payment fee set out in item 22.1 of Schedule II, are paid before
the expiry of the two-month period after the day on which the
communication was received by the Commissioner.

C4 (3 marks):
Your client is the patentee of Canadian Patent No. 2,XXX,XXX issued January 10, 2003.  A
piece of prior art had surfaced during prosecution of the case, but the significance of it was not
appreciated at the time.  It has now become clear that claims 1 and 2 of your client’s patent read
on the prior art and the patentee approaches you now with the desire to amend the patent in view
of this reference.  What course(s) of action to amend a patent is/are available in the case of
pertinent prior art?  Which of these is/are available in this case before the Patent Office?  Which of
these is/are not available in this case? Explain why.

Answer: Three possible courses of action

a)  The patentee can file a disclaimer under s. 48 of the Patent Act to disclaim the
subject matter of claims 1 and 2.  This may be done at any time during the life of
a patent.

b)  The time for filing an application for reissue has passed (> 4 years from date of
issue)

c) Since the patent was issued after Oct. 1/1989, the patentee can request re-
examination of claims 1 and 2 in view of the prior art reference.

C5 (2 marks):
You receive an International Search Report and Written Opinion on a PCT International case
before the Canadian Patent Office.  Upon receipt of the ISR and WO you realize that some of the
original claims lack support in the description.  What actions may be taken to prevent any loss of
rights before the application enters the national phase?

Answer: The applicant can file a demand under Chapter II of the PCT and submit
amendments to the description with the request, or submit amendments during the
examination stage. Such amendments can only be made under Chapter II.



C6 (3 marks):
Your client has a Canadian Patent application pending which has a filing date of April 1, 2003,
with a US priority of November 1, 2002.  Discuss the citability of each of the following references
against you client’s application.

(a) A Canadian application filed by another applicant on May 15, 2003, with a GB priority
date of Aug. 15, 2002.
(b) A disclosure by your client of the invention at a conference on April 1, 2002.
(c) An international application filed by another applicant on March 13, 2003 with a JP
priority date of September 30, 2002.

Answer: (a) Citable under 28.2(1)(d) since the filing date of previously regularly filed
application (August 15, 2002) is before the claim date of client’s
application (November 1, 2002).

(b) Not citable since within the one-year grace period offered by 28.2(1)(a)
and 28.3(a).

(c) Not citable since not published before the claim date and cannot be used
under 28.2(1)(d) since not a co-pending Canadian application.

C7 (3 marks):
You are asked by a client to file a patent application for him/her in Canada and the United States. 
The client happens to be a Canadian public servant.  What special steps would need to be taken in
preparing such applications?

Answer: 1. Public servant must inform the appropriate Minister of the invention;
2. The application must not be filed outside of Canada without written

consent of the appropriate Minister; and
3. The client must disclose the fact that he/she is a public servant in the

Canadian patent application.

C8 (2 marks):
According to the decision in Bayer AG v. Commissioner of Patents (1980), 53 C.P.R. (2d) 70
(F.C.T.D.), what is a clerical error?

Answer: In the Bayer decision, Mahoney J. stated:

“I accept that a clerical error is an error that arises in the mechanical
process of writing or transcribing, and that its characteristic does not
depend at all on its relative obviousness or the relative gravity or triviality
of its consequences.”



C9 (4 marks):
You receive Form PCT/ISA/206 in relation to an international application, specifying the reasons
for which the international application is not considered as complying with the requirement of
unity of invention, and requiring the applicant to either elect which group of claims it wishes to be
searched, or to pay additional fees for searching the additional groups.

What four options are available to your client?

Answer: The available options are:

(1) elect one of the groups of claims for a search, in which case a search is
carried out on the elected group;

(2) willingly pay the prescribed fee(s), in which case a search is carried out
on the claims of the main invention and on the claims in respect of which 
additional fees have been paid;

(3) pay the additional fees under protest, arguing that certain claims are
directed to a single general inventive concept; like the situation in option
(2), a search is carried out on the claims of the main invention and on the
claims in respect of which  additional fees have been paid.  A special
board will review the protest. The review can result in a total or partial
reimbursement of the additional fees, or in a rejection of the protest, in
which case no reimbursement will be provided.

(4) no response; if the applicant neither elects a group of claims nor pays
additional fees, a search is carried out on the main invention as identified
by the ISA examiner.

C10 (2 marks):
What is the Patent Office position with respect to the patentability of claims involving signals?

Answer: August 14, 2007

By this notice the Patent Office is formally expressing its position that
electromagnetic and acoustic signals are forms of energy and do not contain
matter even though the signal may be transmitted through a physical medium. As
a result, claims to electromagnetic and acoustic signals do not constitute
statutory subject matter within the meaning of the definition of invention in
section 2 of the Patent Act.

...

The position taken in this notice pertains to electromagnetic and acoustic signals
per se and does not apply to methods, processes, machines or manufactures
involved in the generation, transmission, reception, or processing of signals.



C11 (2 marks):
What is the acceptable format for the presentation of sequence listings in patent applications filed
after June 2, 2007?

Answer: Sequence Listings
October 9, 2007

Rules amending the Patent Rules were published in the Canada Gazette, Part II,
Vol. 141, No. 10 , on May 16, 2007, and came into force on June 2, 2007.

...

111. (1) If an application contains disclosure of a nucleotide or amino acid
sequence other than a sequence identified as forming a part of the prior art, the
description shall contain, in respect of that sequence, a sequence listing in
electronic form, and both the sequence listing and the electronic form shall
comply with the PCT sequence listing standard.

C12 (2marks):
You are prosecuting a Canadian application for a client, on which an Office Action was received,
and where the 6-month time limit for replying expires tomorrow. This Office Action comprises a
rejection of all the claims on the basis of a European patent document. Upon reviewing the
European document applied by the examiner, you conclude that its content is completely
unrelated to your application. A phone call to the examiner reveals that an incorrect number was
provided for the European document. Provided with the correct number, you successfully obtain
the patent document, but discover that it is written in German (which you cannot understand). 

According to MOPOP, what course of action should be followed to avoid abandonment?

Answer: The answer is found in MOPOP 15.05.04. A response is filed to avoid
abandonment. In the response, it is indicated that, due to the incorrect
identification of the prior art, not enough time was left to properly assess the
European patent document, and to prepare an answer to the prior-art rejection.
This will be deemed a bona fide response. (The prior-art objection will be
repeated in a further Office Action, though.)



C13 (3 marks):
One of your clients has been made aware of a patent application, open to public inspection, that
one of their competitors is prosecuting, covering a process that was published six (6) years earlier,
as a presentation by a university professor, which appeared in the proceedings of a technical
symposium. However, an inventor search of that professor’s name does not reveal any patent
application open to public inspection. Your client expresses concerns because they have been
using this process on the understanding that it was in the public domain. 

Briefly describe three options available to your client under the Patent Act in order to maintain
their free use of the process.

Answer: One option is to file, under section 34.1 of the Patent Act or under section 10 of
the Patent Rules, a copy of the technical symposium part of the proceedings
related to the professor’s presentation. The prior-art filing under s. 34.1 must be
accompanied by an explanation of its bearing on the patentability of the
Canadian application.

Another option is to wait and see if the patent application issues to a granted
patent, and then file a request for a re-examination, under Section 48.1 of the
Patent Act, with the Commissioner. Prior art must be filed, as well as an
explanation of its relevance.

 
A third option is to wait and see if the patent application issues to a granted
patent, and then challenge the validity of the patent in Federal Court by an
impeachment action, as per Section 60 of the Patent Act, either:

(a) instigated by your client, or
(b) as a counterclaim in response to an infringement action.

C14 (4 marks):
A Final Action has been received on an application you are prosecuting. The Examiner has
rejected five (5) claims, out of ten (10), based on prior art.

Write a letter to your client listing four options that are available by way of response to the Final
Action, as well as the possible outcomes for each option.

Answer to include (Note: Marks will be deducted for lack of presentation in letter format):

(a)  retain the claims in question in the application, and argue the applicability of
the cited prior art.

Examiner may withdraw the rejection (Subsection 30(5) of the Patent
Rules). If not, it is still possible to argue the case, and the rejection may
be reversed by the Commissioner (Subsection 30(6) of the Patent Rules). If
the Commissioner affirms the rejection, an appeal to the Federal Court is
possible.



(b) amend the application by deleting the 5 claims in question.
The application will become allowable (Subsection 30(5) of the Patent
Rules). However, your client will lose 5 of the claims you were
prosecuting.

(c) amend the application by narrowing the 5 claims in question in an attempt to
overcome the cited prior art.

This might convince the Examiner to withdraw the rejection (Subsection
30(5) of the Patent Rules). However, the applicant will lose the 5 broader
claims that were initially being prosecuted. If the rejection is not
withdrawn, the process may continue as in part (a).

(d) retain the claims in question, argue the applicability of the cited prior art, and
add narrower claims.

If the claims in question  are considered allowable by the examiner they
will appear in the patent, along with the narrowed claims; if not, then the
narrowed claims may be allowed. If a rejection is maintained against any
of the claims, the process may continue as in part (a).

C15 (2 marks):
When an amendment after allowance (i.e., an amendment received after a notice of allowance has
been sent, but before payment of the final fee has been received)  is submitted on an application,
together with the appropriate fee, on what grounds could this amendment be rejected? 

Answer: Subsection 32(2) specifies that after a notice of allowance is sent, no amendments
can be submitted that would require a further search by the examiner, or that
would make the application not comply with the Act or the Rules. (See also
MOPOP 19.03.06)

C16 (3 marks):
Your client has previously filed a national application and now wishes to file an international
application claiming priority on the earlier application. More than 12 months have passed since the
filing of the national application. Under what conditions would a valid priority claim be possible?

Answer: (1) The international application is filed within 14 months of the priority
document.

(2) A request for restoration is filed with the Receiving Office, no later than
14 months from the filing date of the priority application.

(3) The request for restoration is accompanied by a statement of reasons for
failure to comply with the normal time limit.



C17 (2 marks):
List the conditions necessary in order to add missing pages of a description to an international
application after the application has been filed and still maintain the international filing date.

Answer: As per Rule 20 of the PCT, the conditions necessary are as follows:
(a)  the application must claim priority from an earlier application;
(b)  the priority application must contain the missing pages;
(c)  the request must contain a statement that the missing parts are incorporated
by reference in the international application; and
(d)  confirmation of incorporation by reference must be done within the time
limits (2 months after filing or 2 months after an invitation to correct).

C18 (3 marks):
In Minerals Separation North American Corp. v. Noranda Mines Ltd., [1947] Ex. C.R. 306,
Thorson P. cited I.G. Farbenindustrie A.G.’s Patents (1930), 47 R.P.C. 289, as setting out a test
for a proper selection. According to this test, what are the conditions which must be satisfied in
order for a selection to be considered proper subject matter for a patent?

Answer: First, a selection patent to be valid must be based on some substantial advantage
to be secured by the use of the selected members. (The phrase will be understood
to include the case of a substantial disadvantage to be thereby avoided.)

Secondly, the whole of the selected members must possess the advantage in
question.

Thirdly, the selection must be in respect of a quality of a special character which
can fairly be said to be peculiar to the selected group.


	Page 1
	Page 2
	Page 3
	Page 4
	Page 5
	Page 6
	Page 7
	Page 8
	Page 9
	Page 10
	Page 11

