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1. ( 1 mark each – TOTAL 25 marks)   Answer each of the following questions Yes or No  
  
  
 
a) Can one oppose an application that has gone on to allowance?       
 
                 Answer -   No.  
 
b) Can a corporation with no address in Canada file an application 
             without having a Canadian representative. ?         
 
                 Answer - No 
 
c) Can an unregistered trade-mark be assigned ?          
 
                 Answer - Yes  
 
d)  Does the display of a trade-mark on a website offering services available to customers 
             in Canada constitute use of that trade-mark in association with services?         
 
        Answer - Yes 
 
e)          Does the Registrar have the discretion to request evidence of use of a  
   registered trade-mark  at any time?                     
 
                 Answer - Yes 
 
 
f)           Is it necessary to record a trade-mark  assignment on the Register 
  in order to ensure its validity?        
 
                 Answer –No 



 
 
g)   Does the display of a trade-mark on a website constitute use in  
    association with wares?         
 
                 Answer - No 
 
 
h)   Are there are provisions in the Trade-marks Act which provide for  
               the detention of goods by the Minister of Public Safety and Emergency Preparedness?           
 
                 Answer - Yes 
 
 
i)  Does the registration of a trade-mark become invalid as a result of there being a change 
 of  purpose in the use of that trade-mark?       
 
                 Answer - No 
 
j)    Is it possible to amend an application after advertisement to narrow the description of 

wares?   
 
                 Answer - Yes  
 
 
k) Will the Trade-marks Office accept for recordal an assignment document  
 which does not bear a date? 
   
   Answer – No 
 
 
l) Is cross-examination available on an affidavit filed in response to a section 45 notice? 
 
  Answer – No 
 
 
m) Can a registration be renewed after the due date set out in the Notice to Renew has 
 passed? 
 
  Answer – No  
 
 
n) Will the Trade-marks Office record a nunc pro tunc assignment? 
 
  Answer – Yes 
 



o) Is it possible to base a section 14 claim on a US registration  
 secured on the Supplemental Register? 
 
  Answer – Yes 
 
p) Can an application for registration of a distinguishing guise be filed  
 on the basis of proposed use? 
 
  Answer – No 
 
 
q) Can a trade-mark application be opposed on the basis that the applied for  
 mark is functional? 
   
  Answer - Yes 
 
 
r) Can the deadline imposed by an allowance notice for paying the government registration 
 fee be extended where the application is based on use and registration abroad? 
 
  Answer - No 
 
 
s) Will the Trade-marks Office issue a filing receipt if the application is for a design mark 
 and the drawing is not submitted with the application? 
   
 
      Answer - No 
 
 
t) Does a Newfoundland registration have to be renewed every 15 years? 
 
  Answer – No 

 
 
u) Will the Trade-marks Office accept an application filed to register a certification mark 
 based on proposed use? 
 
  Answer – No 
 
 
v)  Will the Trade-marks Office accept an application filed to register a certification mark 
 based on use and registration abroad (s 16(2)) ? 
 
  Answer – Yes 
 



w)  Can a trade-mark application be amended after advertisement to change the form of 
mark? 
 
  Answer – No 
 
x) Can a trade-mark application be amended after allowance to rely on an issued foreign 
 registration for the mark? 
 
  Answer – No 
 
y) Can a trade-mark application filed on the basis of use in Canada be amended prior to 
 advertisement to change the filing basis to proposed use? 
 
   Answer - Yes 
 
 
     
 
2. (8 marks)  What is a trade-mark?  Please elaborate.  
 
 Answer:   A trade-mark is a word or design feature which is used by a person to 
distinguish  wares and services manufactured, sold, hired or performed by that person from 
those of others. It may also be a mark that a person proposes to use to distinguish  wares and 
services manufactured, sold, hired or performed by that person from those of others.  It may also 
be a mark that is used by a person for the purpose of distinguishing wares or services that are of 
a defined standard with respect to their character or quality, the working conditions under which 
the wares have been produced, the class of person by whom the wares have been produced or the 
services performed or the area in which the wares were produced or the services performed, 
from wares and services that are not of the defined standard. It may also be the shaping of wares 
or their containers or a mode of wrapping or packaging wares, the appearance of which is used 
by a person fro the purpose of distinguishing wares or services manufactured, sold, hired or 
performed by that person from those of others.  
 
 
3. (5 marks)   Are there any particular requirements which must be met by trade-unions or 

commercial associations when they apply for registration, or are such entities treated like 

any other applicant?    

  

 Answer:   Trade-unions or commercial organizations may be required to provide 
information   confirming their status as legal entities, and may also be required to 
provide satisfactory evidence that its existence is not contrary to the laws of the country 
in which its headquarters are situated. evidence. ( see section 33) 

 
  



4.  (5 marks) Your client is a Dutch company who owns a Benelux registration for the 

trade-mark CAPER for gin.  The mark has been used in Europe for more than 10 years but is 

proposed to be used in Canada.  Title to the Benelux registration stands in the name of Capers 

N.V. and GinnyUP B.V. You are asked, prior to filing, whether the mark would be inherently 

registrable in Canada and to provide your recommendations regarding an appropriate basis upon 

which to proceed.  What do you tell your client?  Is there any other information that you require 

in order to supply the requested advice?  

 
Answer:  The mark should be inherently registrable – no anticipated objections under s 12(1)(a), 
(b) or (c).  The application cannot be based on the Benelux registration and filed in the name of 
Capers N.V. and GinnyUP B.V unless the two companies are operating as a legal partnership or 
joint venture. Otherwise, a mark cannot be held by two entities jointly – need to ask the client 
about this.  Also can’t file proposed use application in name of two entities jointly – need to 
identify company to be named as applicant. 
 
 
5. (3 marks) Your client filed an application in the United States in 2002 to register the 

trade-mark SAMPSON but the application was abandoned for failure to respond to an Office 

Action.  The client filed a fresh application for the same mark in the US three months ago in the 

same name covering the same goods as set out in the abandoned application. Your client wants 

to file an application  in Canada claiming priority from the recently filed application. Can you?  

Why or why not?   

 
Answer:  No – priority may only be claimed from the first filed application for the mark.  The 
abandoned 2002 application would be the first filed application – s 34(1)(a) 
 
 
6. (2 marks) Can ABC Corporation oppose a trade-mark application on the basis of 

non-entitlement relying upon use of a confusing trade-mark by an independent  third 

party?  

 
Answer : No. Section 17 of the Act indicates that no application shall be refused on the ground 
of use or making known of a confusing trade-mark or trade-name by another person, except at 
the instance of that person or his successor-in-title. However, ABC Corporation could rely on 
the third party use to support a ground of opposition based on non-distinctiveness. 
 
 



7.  ABC Corporation, a French corporation,  has filed an application for registration of a 

very unusual design trade-mark on the basis of proposed use in association with wares 

namely a wide range of ready-to-wear clothing and jewelry. The application has been 

examined, and the mark was advertised in April 2007. No Opposition has been filed and 

the mark has gone on to allowance.   

  

 ABC has not used the trade-mark as yet on packaging or labeling but has used the design 

and referred to the trade-mark on its website indicating that the product will soon be 

available. The design is also widely used on brochures and promotional documentation 

for ABC’c services. ABC has  performed custom jewelry design and clothing design 

services in Canada and the contractual documents and invoices for the services showed 

the design trade-mark which has indeed been used as a general logo for all of ABC’s 

activities. The services in question were first performed back in 2003 and have continued 

on a modest basis ever since.    

 

 ABC discovers that another party  DEF has within the last three months  filed an 

application for a virtually identical design  trade-mark for children’s  clothing and 

costume jewelry  and has commenced shipping product bearing its trade-mark into the 

Canadian market.  The President of  DEF had expressed an interest in ABC’s design 

mark during the course of a trade-show several months earlier and had been provided 

with brochures showing the design.  In those brochures the Design was followed by the 

following symbol © .  

 

 Based on this fact situation, please answer the following questions:  

 
a) (2 marks)   Can ABC commence an action for trade-mark infringement at this time? Why 

or why not?  
 
Answer:  No. Sections 19 and 20 of the Act refer to the rights of the owner of a registered trade-
mark being infringed by the use of a confusing trade-mark. The presence of the word 
“registered” in the section precludes a suit for infringement by the owner of an as yet 
unregistered mark.  ABC could commence a passing off action based on its use of the mark in association with 
clothing design services etc. 
 
 



b) (6 marks) Does ABC have valid grounds of opposition if  DEF’s mark is advertised 
? If so, set out in point form what those grounds would be. If not, provide reasons why 
DEF’s mark cannot be opposed.  

 
Answer:  The offending application could be opposed on the following grounds:  
 
 Section 38(2)(a)   The application does not comply with the provisions of section 30(i) 

since on  the facts as given the applicant could not have been satisfied that it is entitled                  
to use the trade-mark.  

 
 Sections 38(2)(c)    The applicant is not the person entitled to registration since the 
 applied-for  trade-mark is confusing with the trade-mark of the opponent an application                                   
 for which had been previously filed in Canada and is thus contrary to section                                 
 16(3) (b) of the  Act.  
          
 Section 38(2)(c)    The applicant is not the person entitled to registration since the 
 applied for trademark is confusing with the Opponent’s trade-mark which had been                                         
 previously used in Canada in association with the Opponent’s services.  
 
 Section 38(2)(d)    The applied for trade-mark is not distinctive because it is does not 

distinguish,  nor is it adapted to distinguish the Applicant’s wares from the wares and                          
services of the Opponent by reason of confusion with the Opponent’s trade-mark used 
and applied for by the Opponent. 

 
 
c) (5 marks)   A review of the facts leads you to conclude that the use in association with the 

services is not sufficiently widespread to sustain a passing off action. Is there any other 
relief which could be sought immediately and which could form the basis for a cease and 
desist letter ? 

 
Answer:    The trade-mark is a unusual design and as such would also properly be the subject of 
copyright protection. ABC is a French company and France is a member of both the Berne and 
UCC Conventions. ABC thus has rights in copyright in Canada in reference to its design. DEF 
could be threatened with a copyright infringement suit.  The design as applied to jewelry could 
be considered utilitarian in which case copyright may not be enforceable. 
 
(d)    (5 marks)   Set out in point form your immediate advice to ABC.  
 
Answer:  - Advise ABC to commence shipments of clothing and jewelry bearing the trade-
mark into Canada as quickly as possible, so that the Declaration of use can be filed and the 
registration of the trade-mark obtained on a early basis.  
 
- Seek instructions to monitor DEF’s TM application so that the application can be 

opposed on a timely basis if the mark is advertised.  
 
- Seek the necessary information and suggest filing an application for Copyright 

registration in Canada.  



 
- Once registrations have been obtained advise that a strongly-worded cease and desist 
 letter be sent to DEF.  If you are not a lawyer, ensure that a lawyer is involved in 
 drafting the cease and desist letter 
 
 
8.  You are the representative for service on an application for a trade-mark. You receive an 

official action citing a very similar registered trade-mark in association with closely 

related wares to those covered in your client’s application. The cited mark  was registered 

in March 2005 on the basis of use and registration abroad. You report the citation  to your 

client who advises you that the registrant is in liquidation and is going out of business and 

has never used that trade-mark in Canada.   Based on this fact situation, please answer the 

following questions:  

 
a) (3 marks)  Can you request the issuance of a  Notice by the Registrar requiring the 

registrant to establish its use in Canada of its trade-mark? 

 Answer:   A mark must be on the Register for three years before the Registrar will issue a 
Notice pursuant to section 45 of the Act at the request of a third party.  However, there is 
a discretion in the Registrar to issue a notice when a mark has been registered for less 
than 3 years if evidence is filed to persuade the Registrar that it would be appropriate for 
such discretion to be exercised. (Section 45(1) and Practice Notice) 

   
b) (3 marks)   Provide further advice to your client in point form as to how to proceed. 
 
 
 Answer:  Since the marks are very similar for related wares it is not likely that the 
 citation can be overcome by argument. Since the registrant has gone out of business, it 
 might be possible to purchase the mark from the liquidator. If that is not possible, then 
 one could wait until March 2008 and request the issuance of Notice pursuant to section 
 45 of the Act, while requesting extensions on the client’s pending application until 
 expungement can be achieved. 
 
 

9. Your client ABX sends you an example of a very unusual elongated  hexagonal container 

and asks whether he can register the shape of the container. The client indicates that it has 



been using the container in Canada on a limited basis for the last 2 months in association 

with wet towels.  Based on this fact situation, please answer the following questions:  

 
a)  (4 marks) What advice do you give your client concerning the registrability of the 

container as a trade-mark?             

 

Answer:  The container in question could properly be the subject matter of  a distinguishing 
guise, but is has not as yet been used for a sufficiently long period of time and to a sufficient 
extent to have acquired the requisite degree of distinctiveness in order to ground an application. 
Once the mark has been used for a longer period of time and with greater scope, the container 
can be registered as a distinguishing guise. The shape is said to be unusual but there is nothing 
to suggest that the shaping of the container would unreasonably limit the development of any art 
or industry. 
 

b)   (3 marks) Is  there any other form of protection which might be suggested to the 

client?        

 

Answer: The shape of the container could properly be the subject of industrial design protection. 
The use is within the one year statutory period and the shaping of the container which will be 
reproduced more than 50 times fits within the definition of an industrial design.  
 
 
10. (2 marks) Your client  is in the food exporting business and is the owner of the 

registered trade- mark BISOU BISON for frozen meat entrees.  The registration is now 

the subject of a section 45 Notice. Your client advises that it has not sold the product in 

Canada but does label it in Canada with labels which show the TM BISOU BISON and 

then ships the product to the United States in refrigerated containers for sale by clients in 

the United States . Will it be possible to establish use to sustain the registration?  

 

Answer:  Pursuant to section 4(3) of the Act , a trade mark that is placed in Canada on the 
wares or packages is deemed to be used in Canada in association with the wares, when those 
wares are exported from Canada. 
 
 
11. (3 marks each – TOTAL 30 marks )        Are the following registrable as trade-marks?  

Explain why or why not.  
 
 
a)         Rouge de Bourgogne for red wines 



 
Answer:   Not registrable pursuant to section 12(1) (b). If the wines are from the Bourgogne 
region the mark is clearly descriptive, if they are not, then the mark is deceptively misdescriptive. 
The mark may possibly run afoul of section 12(1)(c) as well. 
 
 
b) THRILLS & FROCKS for women’s clothing. There are also the following registrations 

in the name of third parties in association with clothing.  
  
 THRILLERS 
 THRILLING DESIRE  
 MOCKING FROCKS.  
 
Answer: Registrable with possible disclaimer of “frocks” The word Thrills is not descriptive of 
clothing, it is not the name of the wares nor is it a name or surname. Thus not objectionable 
under 12(1)(a) , (b) or (c), The co-existence of the two marks which include the element THRILL 
suggests that the subject trade-mark should not be regarded as confusing with either mark,  
MOCKING FROCKS is also not an impediment, the marks are sufficiently different to obviate 
confusion and the word ‘frocks ‘ is descriptive. .  

    
 
c)        PANTUFLA for use in association with footwear. Pantufla  is the Spanish word for 

slipper.  
 
Answer:  The mark is not registrable because it is the name of the wares in another language. 
The mark thus runs afoul of the provisions of section 12(1)(c). 
 
d) GENEVA CROSS for use in association with medical services.  
 
Answer:  The mark is not registrable because it is a prohibited mark pursuant to the provisions 
of section 9(1)(f) and is thus contrary to section 12(1)(e) of the Act. 
 
(e) a distinctive multi-coloured label applied to a three-dimensional beer can 

Answer: The mark is registrable, barring confusion with any other prior mark.  A two 
dimensional label applied to a three dimensional object would be registrable as an ordinary 
trade-mark. 

 
(f) a repeating floral pattern intended to be applied to wallpaper, drapery fabrics and 
handbags 

Answer:  The mark is registrable provided it is used a trade-mark to distinguish the wares to 
which the pattern is applied and is not merely ornamental. 

 
(g) DEMERS for fishing rods; 



Answer:  The mark is a common surname and would offend s 12(1)(a).   It could be registered 
only if it has another significance or upon the filing and acceptance of evidence under s !2(2) or 
14. 

 
(h) a cracker in the shape of a fish 

Answer: This is a shaping of the wares and could only be registered as  a distinguishing guise, 
not as an ordinary trade-mark unless it appears as a two dimensional mark on packaging etc. 

(i)   1-800-555-7294 for taxi services. 

Answer:  Case law has established that telephone numbers are not inherently unregistrable on 
grounds of functionality (Federal Court of Appeal in 967-11-11).  This telephone could be 
registered provided that it was used as a trade-mark (ie to distinguish the applicant’s services) 
and not solely as a telephone number.+ 
 
(j) TRUKZ for a line of models of miniature trucks. 
 
Answer: Mark not registrable under Section 12(1)(b) – precludes registration of marks which 
are clearly descriptive of character or quality of wares when written or sounded.  Mark would be 
sounded as TRUCKS 

 

12. (10 marks) Your client, a Swiss company, wishes to register the trade-mark GOOD 

CONSCIENCE for a long list of food products and items of clothing.  Your client does not itself 

manufacture or produce goods but rather operates as an international organization which 

scrutinizes the labour practices of other manufacturers and producers to ensure safe working 

conditions and fair labour practices.  The trade-mark GOOD CONSCIENCE is intended to be 

used as a “secondary mark” to the user’s own brand to identify products manufactured or 

produced by third parties whose labour standards and working conditions satisfy criteria 

established by your client.  There has been no use of the trade-mark to date anywhere in the 

world although your client has obtained a registration for its mark in classes 25, 29 and 30 in 

Benelux.  What options are available for filing an application and what advice do you give your 

client?   

Answer – The mark could be protected as a certification mark since the applicant is not itself 
engaged in the manufacture, sale, leasing or hiring of wares or the performance of services of 
the type in association with which the mark is intended to be used (section 23).  However, a 
certification mark cannot be filed on the basis of intent to use.  Although the applicant has 
secured a Benelux registration, since there has been no use of the mark anywhere, the Benelux 



registration cannot be relied upon as a filing basis.  To support the filing of a certification mark 
application, the mark must be either:  (1)  licensed to a third party and used in Canada; (2) or 
used abroad on the goods and services listed in the Benelux registration to permit the 
application to be filed based on use/registration in Benelux.  If a certification mark application is 
filed, it is necessary that the application contain particulars of the defined standard that the use 
of the mark is intended to indicate. 

Another option would be to protect the mark as an ordinary trade-mark.  Such an application 
could be filed on the basis of intent to use.  Care would have to be taken to ensure that use of the 
mark were licensed to all third party users in compliance with section 50 to prevent the mark 
from being rendered non-distinctive.  The registration will not issue until such time as use 
commences in Canada and a declaration of use is completed and filed. 

 

13. (4 marks) You receive instructions from your client, a U.S. law firm, to file an 

application on behalf of Happy Days Clothing Inc. for registration of HAPPY DAYS for use in 

association with clothing. The applicant is a company which sells clothing from its website 

www.happydays.com.  There have to date been no direct sales from the applicant to customers in 

Canada because the applicant’s labelling has not yet been revised to comply with Canadian 

labelling requirements.  For various business reasons, goods marked with the trade-mark HAPPY 

DAYS which are ordered from the internet site are shipped by the applicant to a distributor 

located in Calgary who in turn tranships the goods to the applicant’s customers located in the 

United States.  Shipments from the applicant to the Calgary distributor commenced in November 

2006.  The applicant has not yet filed a U.S. application for its mark.  On what basis would you 

recommend that the application be filed in Canada?  Why?  

Answer – The application should be filed on the basis of use in Canada since at least as early as 
November 2006.  The shipments from the applicant to the Calgary distributor will constitute use 
in Canada even though the goods, in the applicant’s normal course of trade, are shipped back to 
customers in the US by the Calgary distributor.  There has been a transfer of the possession of 
the wares pursuant to section 4(1). It would not be appropriate to file the applicant on the basis 
of proposed use in Canada and there is no US application or registration on which to rely. 

 

14. (5 marks) You file an application on your client’s behalf to register the trade-mark 

SKINNY MINNY based on proposed use in Canada.  The application was allowed in 

June 2007 and you have written to the client to report the allowance seeking to advance 

the application to registration.  Your client advises that use in Canada has not yet 



commenced and may not commence for some considerable time.  Your client sends you a 

certified copy of the US registration for the mark which has recently issues and instructs 

you to amend the application to rely on the issued US registration. What is your advice? 

Answer - the application may not be amended to rely on the issued US registration [Section 32 of 
Trade-marks Regulations].  It will be necessary to either maintain the existing proposed use 
application by requesting successive extensions of time to file the declaration of use or file a new 
application based on use and registration in the US. If use in Canada is not expected to 
commence for several years, the better option would likely be to refile.  However, the client 
should be advised that once the registration has been on record for three years, it will be 
vulnerable to cancellation if use has not commenced in Canada. 

 

15. (6 marks)  Your client’s application for registration of OJG has encountered two citations.  

The first citation is a Newfoundland registration for an identical mark covering overlapping 

wares.  An investigation suggests that the owner of the cited trade-mark went bankrupt seven 

years ago.   The second objection is based on a section 9 official mark OJGJ owned by the 

University of Manitoba.  What options are available and what advice do you give your client in 

reporting receipt of the Office Action? 

Answer:   Since the marks and the wares are identical, it will not be possible to overcome the 
citation of the Newfoundland trade-mark registration by argument.  Further, Newfoundland 
registrations cannot be cancelled for non-use under section 45.  It would be possible to 
overcome the citation by restricting the client’s application to the provinces of Canada other 
than Newfoundland.  

With respect to the section 9 mark,  the first step could be to prepare and file written submissions 
seeking to persuade the Examiner that the applied for mark does not so nearly resemble as to be 
likely to be mistaken for the official mark.   There is a reasonable prospect that the submissions 
would be successful.  If the submissions were not successful, it would be necessary to approach 
the University for consent.  If consent were obtained, the citation would be overcome. 

 

 

16. (8 marks) Your client’s application for registration of the trade-mark ITSY BITZ for 

computer diskettes has been opposed by YYZ Inc. who has alleged only one ground of 

opposition – that your client is not entitled to registration of the trade-mark ITSY BITZ by 

reason of confusion with the trade-mark BITZ previously used by the opponent in association 



with for computer disc drives.  As its evidence, the opponent files and serves on you a letter 

outlining its position together with copies of materials downloaded from the internet showing the 

manner in which it has used the trade-mark BITZ. The client has asked for your comments on the 

prospects of successfully defending the opposition.  What do you tell the client when you are 

served with the opponent’s materials?   

Answer:  To be admissible, evidence must be in the form of an affidavit or statutory declaration 
or otherwise be in accordance with s 54 of the Trade-marks Act. [ S. 42 of Trade-mark 
Regulations]. The letter and attached print outs would not be considered “evidence” and would 
not be admissible.  Although the onus is on the applicant to satisfy the Registrar that the applied 
for mark is registrable and that the applicant is entitled to the registration, there is an initial 
evidentiary burden on the opponent to file evidence to support the grounds of opposition alleged.  
There has been only one ground of opposition pleaded and the materials filed by the opponent 
will not be sufficient to discharge the opponent’s initial evidentiary burden.  As a result, the 
opposition should ultimately be rejected.   

 

17.  (3 marks) In November 2005, you receive instructions from your client to file an 

application to register the trade-mark DREAMSCAPE in Canada based on proposed use for 

carpet.  The application proceeds routinely through the Trade-marks Office and is allowed in 

September 2007.  You report the issuance of the notice of allowance to your client and are 

advised that the trade-mark DREAMSCAPE has actually been used in Canada since 2004.  What 

advice do you give your client? 

Answer: You should advise the client that the application was filed on the wrong basis and 
recommend to the client that the application be re-filed based on actual use.  An application 
which is filed on the basis of proposed use may be opposed on the basis that the mark was used 
in Canada prior to the filing date.  The validity of a registration to issue from an application 
filed on the wrong basis may also be vulnerable to attack by a third party. 

 

18.  (2 marks)     Is it possible to assign an Official Mark?  If so, how could this be 
accomplished? 

Answer:  The Trade-marks Act is silent on the assignability of Official Marks, although such an 
assignment would appear to be permissible to another public authority within the meaning of 
paragraph 9(1)(n) of the Trade-marks Act.  However, the Registrar will not accept for recordal 
on the register an assignment of an Official Mark (Bruce Trail Association v. Camp). 

19. (2 marks)  What is a suggestive trade-mark?  
 



Answer - A trade-mark is considered to be merely suggestive if it contains a skilful allusion to the 
character or quality of the wares/services without clearly describing something which is material to the 
composition etc of the wares/services.  A trade-mark that is merely suggestive and does not fall within the 
prohibition in s 12(1)(b). 
 
 


