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TRADE-MARK AGENT EXAM 2008 

PART B 

(NOTE - Total marks for paper: 150 ) 

 

 
1. (TOTAL  25 Marks – 1 mark each)    Answer each of the following questions Yes or No 

 
(a) Does an official mark have to be registrable within the meaning of section 12 of the 

Trade-Marks Act? 

Answer – No. 
 
(b) Does an official mark have to be adopted and used at the time of filing of the 

application? 

Answer – Yes. 
 

(c) Is an official mark a trade-mark within the meaning of section 2 of the Trade-Marks Act? 

Answer – No. 
 

(d) Can the depreciation of the value of goodwill pursuant to section 22 of the Trade-Marks 
Act be the basis of a passing off action? 

Answer – No. 
 

(e) Will a trade-mark application filed in the name of two companies jointly as a joint venture 
be accepted? 

Answer – Yes. 
 

(f) Is the period to oppose an application for the registration of a trade-mark that is 
advertised in the Trade-Marks Journal affected by the new regulations of October 1st, 
2007? 

Answer – No. 
 

(g) Can a trade-mark application filed in Canada be based only on use and registration 
abroad? 

Answer – Yes. 
 

(h) Can a Newfoundland registration be subject to a section 45 proceeding? 

Answer – No. 
 

(i) Can a statement of opposition identify any number of persons jointly as opponents? 
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Answer – Yes. 
 

(j) Can a trade-mark application be successfully opposed on the grounds that the applicant 
had not established that the mark was in use in the applicant’s country of origin or 
elsewhere at the time the corresponding Canadian application was filed? 

Answer – Yes. 
 

(k) Does the practice notice related to the procedure before the Trade-Marks Opposition 
Board apply only to applications advertised on or after October 1st, 2007? 

Answer – No. 
 

(l) Can “international applications” (Madrid protocol) be filed in Canada? 

Answer – No. 
 

(m) Can the use of a trade-mark by a related company of the owner be presumed to be for 
the benefit of the trade-mark owner? 

Answer – No. 
 

(n) Can a trade-mark application be amended before advertisement to rely on an issued 
foreign trade-mark registration?  

Answer – Yes. 
 

(o) Is a disclaimer of the right to the exclusive use of the eleven-point maple leaf still 
required? 

Answer – Yes. 
 

(p) Is a transfer of an official mark to a third party, including to another public authority, 
recordable on the Trade-Marks Register? 

Answer – No. 
 

(q) Can the statement of wares or services that has been approved by an examiner and 
published in the Trade-Marks Journal be opposed on grounds that all or part of the 
specification does not set out the wares or services in ordinary commercial terms? 

Answer – Yes. 
 

(r) Is a merely suggestive trade-mark registrable? 

Answer – Yes. 
 

(s) Does the Opposition Board consider that it has jurisdiction to stay opposition 
proceedings? 

Answer – No. 
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(t)  Can a mark which corresponds to the name of the wares in Portugese be registered? 

  Answer – No. 

(u) Can the deadline for renewing a registration as set out in the renewal notice be 
extended? 

  Answer – No. 

(v) Does the Trade-marks Office charge a government fee for recording a change of name 
  against a registered mark? 

   Answer – No. 

(w) Does the Registrar have the discretion to permit a Statement of Opposition to be 
amended after both parties have filed their evidence? 

  Answer – Yes. 

(x) Does the Trade-marks Office assess settlement between competing applications during 
examination? 

  Answer – No. 

(y) Is a university located outside Canada entitled to request issuance of notice of the 
adoption and use of an official mark under Section 9? 

  Answer – No.  

 

2.  (TOTAL 8 marks)  On instructions from your client, a U.S. law firm, you file an 
application to register the trade-mark BEEZ KNEEZ for honey in the name of Beez Kneez, Inc. 
based dually on proposed use in Canada and based on a registration to issue from a 
corresponding U.S. application.  The application is examined and you receive an initial office 
action raising no substantial objections and calling merely for a certified copy of the registration 
to issue from the U.S. application relied upon.  You report to the client and the client provides 
you with a certified copy of the U.S. registration which has now issued.  Upon reviewing the 
certified copy, you note the U.S. registration identifies the trade-mark owner as Beez Kneez 
LLC. 

a) (1 mark) Will the Trade-marks Office accept the certified copy furnished to you and 
approve the Canadian application? 

Answer – No – The registrant identified on the certified copy must be the same 
as the applicant.   

 

b) (4 marks) Further discussions with your client reveal that the U.S. application had 
initially also been filed in the name of Beez Kneez, Inc. in error.  The applications both in 
Canada and the United States should have been filed in the name of Beez Kneez LLC.  
What action, if any, should be taken? 
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Answer:  The application should be amended to correctly identify the applicant.  
The amended application will need to be accompanied by an affidavit outlining how the 
error arose and confirming that to the affiant’s knowledge there does not exist and has 
never existed an entity named Beez Kneez, Inc. The U.S. application will also have to be 
corrected. Once the ownership of the U.S. application is corrected, a new certified copy 
showing the owner of the US registration to be the same as the Canadian applicant 
should be secured and filed. 

 

c)  (3 marks) Would it make any difference if, as of the filing date of the Canadian 
application, Beez Kneez, Inc. existed as a company related to Beez Kneez LLC?  Why 
or why not? 

Answer:   Yes – in such case, the application was filed in the wrong name.  This 
is different from a clerical error in the identification of the applicant.  It will likely be 
necessary to assign the application or refile.  

 

3.  (8 marks)  Your client, a Dutch company, wishes to register the trade-mark BONNE 
CHANCE for a long list of shoes and items of clothing.  Your client does not itself 
manufacture or produce goods but rather operates as an international organization which 
scrutinizes the labour practices of other manufacturers and producers to ensure safe 
working conditions and fair labour practices.  The trade-mark BONNE CHANCE has been 
adopted and  is intended to be licensed to others for use as a “secondary mark” to identify 
products manufactured or produced by third parties whose labour standards and working 
conditions satisfy criteria established by your client.  The products in question would also 
display the mark or brand of the third party. 

There has been no use of the trade-mark BONNE CHANCE anywhere in the world although 
your client has entered into a few license agreements with European companies and has 
obtained a registration for its mark in Benelux covering “footwear and clothing” as well as 
“business consultation services”.  Use will likely commence in Europe within the next two 
months.  Use in Canada is not expected to commence for two to three years. What options 
are available for filing an application and what advice do you give your client? 

Answer – The mark could be protected as a certification mark since the applicant is not 
itself engaged in the manufacture, sale, leasing or hiring of wares or the performance of 
services of the type in association with which the mark is intended to be used (section 23).  
However, a certification mark cannot be filed on the basis of intent to use.  Although the 
applicant has secured a Benelux registration, since there has been no use of the mark 
anywhere, the Benelux registration cannot be relied upon as a filing basis.  To support the 
filing of a certification mark application, the mark must be either:  (1)  licensed to a third 
party and used in Canada; (2) or used abroad on the goods and services listed in the Benelux 
registration to permit the application to be filed based on use/registration in Benelux. Since 
use in Canada is not imminent, it may make sense to hold off filing in Canada until use has 
commenced in Europe.  If a certification mark application is filed, it is necessary that the 
application contain particulars of the defined standard that the use of the mark is intended to 
indicate.  
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Another option would be to protect the mark as an ordinary trade-mark.  Such an application 
could be filed on the basis of intent to use.  Care would have to be taken to ensure that use of 
the mark were licensed to all third party users in compliance with section 50 to prevent the 
mark from being rendered non-distinctive.  The registration will not issue until such time as 
use commences in Canada and a declaration of use is completed and filed. 

 

4.   (10  Marks)  You are assisting a client in an opposition proceeding commenced by 
your client against a third party’s similar trade-mark.  At the stage of filing the evidence, 
the applicant approaches your client in order to possibly settle this opposition on an 
amicable basis by the negotiation of a co-existence agreement. Identify at least five of 
the most important clauses that should be included in a settlement agreement and 
explain why they are important.  

    Answer: Presentation and display of the mark - It is important to specify the form of the mark 
that is to be used in terms of the spelling of the letters as well as the size, the font and the 
colour of the letters. Confirm if the use of the trade-mark is always in association with other 
words or design or a house mark or trade name all in order to avoid confusion and minimize the 
risk of dilution. 

The precise list of goods or services with which the mark can be used – We can either request 
from the applicant to delete or restrict certain goods or services with a corresponding 
undertaking to limit the use of the mark to the remaining goods or services. If the goods or 
services listed in the application are acceptable, the opponent can request that the mark not be 
extended beyond the recited goods or services into areas which might be problematic for the 
opponent. 

The channels of trade -  if this is an important aspect of the avoidance of confusion, we could 
indicate if the goods or services are only available through the applicant and not through third 
parties or whether they could be available on the Internet or not. 

Limitations on geographical areas of use – Could be possible in order to limit the likelihood of 
confusion to restrict the use of the offending trade-mark to a geographical area such as 
particular province, city, etc. 

Indicate if the trade-mark can be modified in the future and how – This is to avoid the problem of 
having to renegotiate if the modifications are problematic. 

Indicate if change of ownership/assignability of the trade-mark is possible. 

Indicate in the agreement that the applicant agrees not to attack the validity, the use and 
ownership of the opponent’s trade-mark. - No opposition, section 45 proceedings or action 
against the opponent’s trade-marks should be permitted. 

Cooperation regarding third party applications or infringement – You might want to have the 
applicant and your client agree that they will inform each other about third party applications or 
infringement and that opposition could be commenced preferably by one of them. 

Confidentiality of the Co-existence Agreement – In order for the applicant not to be authorized to 
disseminate the content and obligations of each party, there should be a clause indicating that 
the terms of the Co-existence Agreement are confidential. 
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5. (Total 18 marks – 3 marks each)    Indicate whether the following trade-marks 

are registrable and provide a brief explanation of your answer.  
 
  

a)    An equilateral blue triangle on an orange ground for use in association with life-
saving services.  

 
Answer: Not registrable since it is the international distinctive sign of civil defence 

and it would thus be in contravention of section 9.1( h.1) and section 12(1)(e) of the Act.  
 
 

b)      SMITHY for use in association with industrial clothing. There are 45 listings in        
Canada for persons having the surname Smithy.  ( On French exam use the trade-              
mark FORGERON.  

 
Answer: Mark is registrable. In addition to its surname significance,  the word 

also has a dictionary definition as a blacksmith’s forge. It therefore cannot be viewed as 
“primarily merely” a name or surname. The mark is also not clearly descriptive of 
clothing.  

  
  
 c)      VINO BLANCO  for wine.  
 

Answer: Mark is not regisrable, the mark means “white wine” in Italian. If the wine 
is a white wine, the mark is the name of the wares in another language and  is 
objectionable pursuant to section 12(1)(c). If the wine is not white, then the mark is 
deceptively misdescriptive and is objectionable under section 12(1) (b) of the Act.  

  
 
 
 d)       PLUMES AHOY for feather dusters.  
 

Answer:   The mark is registrable.  Plumes is the French word for feathers and 
therefor is clearly descriptive of the nature of the product without being deceptively 
misdescriptive. However the word “Ahoy” does not have any descriptive connotation in 
reference to the wares and therefore, the mark is registrable.  

 
  
 e)        1-800- 653-9875 for cleaning services 
 

Answer: The jurisprudence has established that telephone numbers are not 
necessarily excluded from registration. However, it will be necessary to establish that the 
telephone number is used as a trade-mark to distinguish the services, and not simply as 
the telephone number for the applicant company.  
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f)   BODELACIOUS for pasta sauces. A search discloses that ABC Inc, a third party is              
the owner of the registered trade-marks BODACEOUS, BODELICIOUS and 
BODICIOUS for various sauces, salsas  and condiments. 

 
Answer: The mark is not registrable. ABC owns a family of trade-marks covering 

very similar if not identical wares, and the sought-after trade-mark is similar both from a 
graphic and  auditory point of view with all of the cited trade-marks and in  particularly 
with the trade-mark BODELICIOUS. The trade-mark BODELACIOUS  would likely be 
perceived as one more in the series of marks owned by ABC.  

 
 
6.  (2 marks) What are the circumstances in which a consent may be considered to be 

persuasive to obtain registration of a trade-mark? 
 

Answer:   When a mark is objected to based on confusion with an ‘official mark”, 
consent will be required from the owner of the official mark in order to obtain registration. 
(Section 9(2)) 

 
   
7.   (TOTAL  20 marks) Your client GET Inc is the owner of a trade-mark registration for 

the trade-mark CIG for use in association with hairdressing services as well as 
shampoo, conditioner, hair gel and hair brushes and combs. You receive a Notice 
pursuant to section 45 dated September 4, 2008.  

 
a)   ( 2 marks) What is the due date for the filing of evidence in support of the 
registration?  Is   that date extendable and, if so, for how long? 

 
Answer:   The due date is December 4, 2008 to file evidence in support of the 

registration. The said due date may be extended with a suitable explanation to justify the 
extension for a further 3 month period. Any subsequent extensions would require 
consent from the requesting party or exceptional circumstances.  

 
 
b)    ( 8 marks)   Set out in point form the information which you need to provide to 
your client and the information which you need from your client in order to prepare 
suitable evidence.  

   
 

Answer: The client must be advised as to the nature of section 45 proceedings , 
requiring the filing of evidence of use of the TM in association with all of the wares and 
services over the 3 years preceding the date of the Notice. .  

 
The client also needs to be advised of the due date for the filing of the evidence.  The 
following information and documentation should be sought.  

 
i)   The name and position of a person having knowledge of the registrant’s business 
who   can swear an affidavit concerning the use of the trade-mark.  

  
 ii)    Sales and advertising figures over the last three years .  
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iii)     If there has been no use on some of the wares or services, the date of last use and 
an explanation as to why use has not been continuous in order to attempt to establish 
special circumstances.  

 
iv)     Examples of labels, bags, brochures, advertisements, letter head,  signage or any                    
other documentary materials showing the use of the trade-mark .  

  
v)     A random sampling of invoices, order forms, showing the sale of products and the                
performance of the services.  

 
 

c)   (10 marks)  You receive labels, invoices and signage from your client which 
shows the use of the trade- mark in the following form: C * I * G. The invoices are dated 
between October 2005 and July 2008. The invoices cover all of the wares with the 
exception of hair brushes and also point to the services. The invoices do refer to comb 
and brush combos. The client explains that these are combs which have a brush 
attached .  

 
Your  client also provides examples of includes plastic bottles in which the  shampoo 
and conditioner are  sold . However the trade-mark does not appear on the  bottles 
which are unlabelled. Your client advises that at the time of sale, the products  are 
placed in bags bearing the trade-mark C * I * G.   

 
You prepare an affidavit for your  client and file it in the Trade-marks Office. The affidavit 
references and includes all of the information and documents  provided .  

 
In its written submissions the requesting party argues that there is no evidence of use of 
any  trade-mark in association with shampoo and conditioner and hair brushes.  

 
The requesting party also argues that the mark as used on the other wares differs from 
the mark as registered and therefore the use of the C* I * G trade-mark cannot be relied 
upon to sustain the registration and  therefore that the registration  should be expunged.  

 
Set out in point form the issues which you would  raise in support of the registration in 
your written submissions.  

 
Answer:  The provisions of section 45 are designed to get rid of dead wood not to 

expunge marks which are obviously in use.  
 

The evidence filed, in the form of labelling and invoices covering the three-year period 
prior to the issuance of the Notice demonstrates ongoing use of the mark in association 
with all of the wares and services.  

 
The trade-mark as used maintains the identity and distinctiveness of the mark as 
registered. ( See Promafil case, fat vs skinny penguin) . As such the slight modification 
does not affect the distinctiveness of the mark.  

 
In reference to the hair brushes, the evidence establishes that the brush/comb combos 
have been sold in Canada within the relevant period and this evidence is sufficient to 
establish use of the mark in association with hair brushes .  
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The placement of the bottles containing shampoo and conditioner in bags bearing the 
trade-mark at the time of the transfer of the property in the wares, constitutes what is 
referred to in section 4(1) of the Act   as “being associated in some other manner with 
the wares so that the association is given to the person to whom the property or 
possession is transferred. “ As such the placement of the bottles in the bags bearing the 
trade-mark constitutes use of the trade-mark .  

 
 In view of all of the foregoing the registration should be maintained in its entirety.  
 
 
 
8. (5 marks) Does the fact that a trade-mark is registrable necessarily mean that it can 

be registered in Canada?  Why or why not? Provide an explanation for your answer.   
 

Answer: Registrability simply means that the mark does not run afoul of any of 
the sub-provisions of section 12 of the Act . In order to be registered in Canada a mark 
must not only be registrable pursuant to section 12 of the Act, its owner must also be the 
person entitled to registration within the meaning of section 16 of the Act. The mark must 
also be distinctive, that is,  it must distinguish the wares and services in association with 
which it is used from the wares and services of others.  Failure to conform to the 
provisions of section 30 of the Act may also result in a mark not being approved for 
advertisement.  Even if advertised a mark may also be opposed based of grounds of 
non-compliance with the provisions of  section 30 of the Act, of non-entitlement as a 
result of confusion with a previously used or applied for trade-mark, or on the basis of 
non-distinctiveness.  If such an opposition is  successful then, although in compliance 
with the provisions of section 12 of the Act, the mark will not be registered.  In short, both 
on initial examination, and on opposition,  a mark which fulfills the requirements for 
registrability, may still be refused registration.                                    

 
 
9. (5 marks) Does the fact that a mark is unregistrable necessarily mean that the mark 

cannot be adopted and used in Canada?  Why or why not? Provide an explanation for 
your answer.    

        
 

Answer: Whether a non-registrable mark can be adopted and used in Canada 
depends on why the mark is not registrable.  A mark which is unregistrable because it 
contravenes  the provisions  of sections 12(1) (d), (e) , (f) , (g) and (h) of the Act, cannot 
be safely adopted and use in Canada.  

 
A mark which contravenes section 12(1) (a) ,(b) and (c) of the Act, while it cannot be 
registered, can be adopted and used as a trade-mark in Canada. In fact, section 12(2) of 
the Act contemplates that such use may ultimately lead to a sufficient degree of acquired 
distinctiveness to permit a mark which was originally unregistrable under section 12(1) 
(a) or (b) of the Act to become distinctive in Canada and thus registrable.  

 
 
10. (3 marks) A longstanding client asks you to undertake an opposition against an 

application that has just been published in the Trade-marks Journal. The client provides 
you with an outline of possible grounds of opposition and detailed information which 
would underlie the opponent’s evidence. On examining the prosecution file for the 
application in question, you discover that, while your firm is not the current agent of 
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record, the application was originally filed by a colleague in your firm’s Vancouver office.  
What position can you take in the proceedings?   

 
Answer: There is a conflict of interest. Under these circumstances the agent 

cannot act for either party in the opposition proceedings . It is essential to advise the 
client immediately of the conflict and to recommend another agent to assist them in this 
matter.                                                                                                                                                               

    
 
11. (4 marks) Under what circumstances will a three-dimensional object be deemed to 

be registrable as a trade-mark?  
 

Answer: A three-dimensional object such as the shaping of wares or packaging 
may be registrable as a “distinguishing guise”. It is necessary to establish that the mark 
is distinctive as of the date of application. The mark cannot be functional and must not 
limit the development of any art or industry. Like all other marks, it must not be in 
contravention of section 12 of the Act.  

 
  
12.   (TOTAL 5 marks) An application has been filed in France, a convention country, but 

the use of the trade-mark has  been exclusively in Bermuda, a non-convention country. 
The application was filed in France on August 15, 2008. Please answer the following 
questions.  

 
 a)   (1 mark) By what date must an application be filed to claim Convention priority?   
 
  Answer:    February 15, 2009.  
 
  

b)   (4 marks)  Can the applicant claim convention priority in Canada and base its 
application on the French application? If so, what prerequisites must be satisfied?  

 
Answer: The applicant can indeed rely on its corresponding French application. 

The French and Canadian applications must be for the same trade-mark, and the 
application in France must be the first application for the trade-mark in question A priority 
claim does not require that the use take place in France, merely that there has been use 
somewhere by the applicant, if use and registration abroad is going to be one of the 
bases for registration.  However it will be necessary to establish that the applicant is 
domiciled in or has a genuine commercial establishment in France.  

 
13. (2 marks) Cite two circumstances which would support a claim by an applicant that 

it is a “person  interested” within the meaning of the Trade-Marks Act.  
 

  Answer: Any two of the four following circumstances would be acceptable.  
 
  i)    The applicant has received a cease and desist letter .  
  ii)    The applicant has been sued by the other party  

iii)    The applicants trade-mark has received a citation of the other party’s mark                             
iv)   The applicant’s trade-mark application has been opposed by the other party.  
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14. (10 marks) Your client, who is in the sports clothing business, asks you to conduct a 
search of the Trade-Mark Register for a very striking Design which shows a female 
figure wearing a plumed bonnet and holding a torch. The search does not disclose any 
similar designs on the Register, and yet the figure seems familiar to you. In reviewing 
some brochures which you collected on your last vacation to Europe, you find that the 
figure in question is a Design used by a very well-known British clothing store, which 
sells high fashion clothing and footwear.  A search on the Internet indicates that while 
the British clothing house does not have outlets in Canada, they intend to open  stores in 
Montreal , Toronto and Vancouver within the next year and already have recently 
opened outlets in four cities in the United States.  A search in the files of the USPTO 
discloses an application for the Design in question claiming convention priority from a 
U.K application filed three months ago.  Your client wishes to file a trade-mark 
application and commence using the Design in Canada..  

 
Provide advice to your client as to the availability of the Design in Canada for use and 
registration. 

 
Answer: One would want to advise ABC that adoption of the Design in Canada is 

not desirable. For the moment there is no issue of trade-mark infringement and probably 
no issue of  passing off, since the Design has not been used in Canada and it is not 
likely that the British company has acquired a sufficient reputation in Canada. However, 
if further research were to show that the Design is well-known to fashion-conscious 
consumers in Canada, then even though no use of the mark has commenced, there 
could still be passing off under the principles enunciated in Orkin v. Pestco.  

 
As for registration, there is a real likelihood that the British company will file an 
application in Canada within the convention priority period in view of their intention to 
open outlets in Canada within the next year. Any such application by the British 
company would have priority over any application filed by ABC.  

 
The most serious impediment to use of this Design in Canada arises under Copyright. 
The Design would unquestionably be the subject of copyright. Both the United Kingdom 
and Canada are signatories to the Berne Convention, and as such the copyright in the 
Design would be protected in Canada to the same extent that it would be protected in 
the U.K.  If ABC were to adopt and use the Design in question in Canada, it could be 
sued for copyright infringement.   

 
 The client should be advised to choose another design. 
 
 
15. (TOTAL 14 Marks) You represent Loosy Goosy Café Inc. Loosy Goosy Café Inc. 

operates a chain of spas and hair salons in the U.S under the name MANES.  The first MANES 

spa and hair salon opened in March 2005. There are over 200 MANES spas and hair salons 

operating in the United States, many of which are located in cities in close proximity to the 

Canadian/U.S. border.  The chain was started by a well known pop singer and the success of 

the chain has attracted a great deal of media attention.   

Your client is the owner of Canadian registration No 324,567 for MANES covering various hair 

care and personal care items which was secured on the basis of a corresponding US 
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registration for the mark and the goods are offered for sale on your client’s website.  Your client 

has advised that they are able to ship to Canada and are fairly certain that they have received 

orders from Canadian customers. 

You have been alerted to the advertisement of a proposed use application filed February 3, 

2007 by JoJo LLC for registration of the trade-mark CRAZY MANZ for the operation of “hair 

salons” as well as “shampoos, hair conditioners and cosmetics”.  The application was published 

for opposition purposes in the issue of the Trade-marks Journal dated September 28, 2008. 

Your client and JoJo LLC had been involved in a trade-mark opposition proceeding in Europe 

last year.  The opposition was settled by the entry of the parties into a worldwide coexistence 

agreement.  The terms included an agreement by JoJo LLC not to seek to register the trade-

mark MANES or any other trade-mark confusingly similar thereto.  Your client considers JoJo 

LLC to be in breach of the agreement and wishes to file a Statement of Opposition against the 

application. 

10 marks (a) Set out fully the grounds of opposition that may be available and any  

  further information that you would require to determine whether the   

  ground(s) would be supportable. 

3 marks (b) When must the Statement of Opposition be filed?  Is an    

  extension of the deadline available?  If so, for how long and on what   

  grounds? 

1 mark (c) If your client files an opposition which is served on the applicant’s agents 

on February 10, 2009, when is the applicant’s Counterstatement due? 

Answer –   (a) Under Section 38(2)(a), the application No. does not comply with the 
requirements of Section 30(i) of the Act. The applicant could not have been satisfied of 
its entitlement to use the trade-mark CRAZY MANZ in Canada in view of the fact that 
the applicant and the opponent are parties to a coexistence agreement pursuant to 
which the Applicant agreed not to seek registration of the trade-mark MANES or any 
trade-mark confusingly similar thereto. It is the opponents’ position that use and/or 
registration by the applicant of the trade-mark CRAZY MANZ contravenes the terms of 
the agreement in question.  Accordingly, the opponent submits that the applicant could 
not bona fide have been satisfied of its entitlement to use the trade-mark in Canada; 
 
Under Section 38(2)(b) , the trade-mark CRAZY MANZ is not registrable under Section 12(1)(d) 
of the Trade-marks Act because it is confusing with the trade-mark MANES registered under No 
324,567. 
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Under Section 38(2)(c) , the applicant is not the person entitled to registration of the Trade-mark 
under Section 16(3)(a) of the Trade-marks Act because as of the date of filing, the trade-mark 
CRAZY MANZ was confusing with the trade-mark MANES which  had been previously used in 
Canada by the Opponent in association with spas and hair salons and which trade-mark had not 
been abandoned as of the date of advertisement of the application. – would need to confirm 
actual internet sales to Canada.  May also be able to assert a ground of non-entitlement based 
on previous making known of trade-mark MANES in association with spas and hair salons. 
 
Under Section 38(2)(d), the trade-mark CRAZY MANZ is not distinctive of the applicant because 
the trade-mark does not distinguish, nor is it adapted to distinguish, the wares and services of 
the applicant from the wares of others, including the wares and services of the Opponent , 
having regard to the prior registration and the prior use and/or making known by the Opponent 
of the confusingly similar trade-mark MANES. 
 
 
 (b) The Statement of Opposition must be filed by November 28, 2008 . The deadline 
is extendable by three months without consent simply by advising the Registrar that the 
prospective opponent requires additional time to consider its position and to assess possible 
grounds of opposition. 
 
  (c)   Counterstatement will be due April 10, 2009.  
 
 
16.  (2 marks) You are representing the opponent in an opposition proceeding.  As the 
opponent’s evidence, you file two affidavits.  As its evidence, the applicant files a letter to the 
Registrar listing a number of third party trade-marks on the register containing an element which 
is common to both the applicant’s mark and the opponent’s mark.  The applicant seeks in its 
letter to persuade the Registrar that if the prior marks on record can coexist, then the marks of 
the parties to the proceedings can similarly coexist.  Is the applicant’s evidence admissible? 

Answer - No – the evidence must be in the form of an affidavit or statutory declaration or 
otherwise be in accordance with s 54 of the Trade-marks Act. [ S. 42 of Trade-mark 
Regulations] 

  

17.  (3 marks) On October 14, 2008, you receive instructions from your client to oppose an 
application which was advertised in the issue of the Trade-marks Journal dated August 3, 2008.  
What can you do? 

Answer:   You can request a retroactive extension of time to file an opposition under s. 
47(2) of the Trade-marks Act.  The request should clearly explain why the failure to file the 
opposition or to request an extension of time within the prescribed period was not reasonably 
avoidable and include the prescribed fee. 

 

18. (3 marks) Your client is a charitable foundation.  They obtain certain funding from 
the provincial government to assist them in purchasing and distributing books on tape to the 
blind.  The vast majority of their revenue is derived from the operation of lotteries and door to 
door solicitation.  They have asked whether they can protect the name of their foundation as an 
official mark under section 9 of the Trade-marks Act. What do you advise them? 
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Answer:  Since the foundation is not subject to significant continuing government control, 
the foundation would not likely be considered to qualify as a public authority entitled to 
protect its name as an official mark under s. 9  They will need to protect their name as 
an ordinary trade-mark assuming it has been used in a trade-mark sense.  

19. (3 Marks total – 1 mark each)   What is the government fee for each of the following – 

(a) renewing a registration, updating the address and changing the representative for 
service? 

Answer $400 – it is not possible to renew and make these changes electronically 

(b) updating title by recording two consecutive assignments and a name change of the 
assignee against three registrations and one application? 

Answer $800 - $100 per assignment per mark. No fee for the name change 

(c)  requesting the recordal of a security interest against ten registered marks and 
three pending applications? 

 
Answer – No Fee.  

 


