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Total Marks: 160 
 

 
QUESTION 1 (4 marks) 
 
Your client has applied to register TURTLES for kneepads for gardening, and has received an 
Office Action citing the prohibited mark TURTLES in the name of the University of the Middle of 
Nowhere in northern Alberta.  Based on a brief Internet search TURTLES is associated with the 
university’s chess team.   
 
a) Cite the two provisions of the Trade-marks Act which form the basis on which the Examiner 

considers the TURTLES mark unregistrable.  (2 marks) 
 

Answer:  
- Sections 12(1)(e) (1 mark) and 9(1)(n)(ii) (1 mark) of the Trade-marks Act.  

 
b) What action can your client take to try to overcome the objection? (1 mark) Cite the relevant 

provision of the Trade-marks Act. (1 mark) 
 

Answer:  
- Seek consent from the university to registration and use of the TURTLES trademark. (1 mark)  
- Section 9(2) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 2 (12 marks) 
 
Your client, a U.S. company by the name of Honey Bee Sweet Inc., has asked you to prepare 
and file a Canadian trademark application for its mark HONEY BEE SWEET covering “honey, 
natural sweeteners, biscuits, plush toys, key chains, mugs and stickers”.  Honey Bee Sweet Inc. 
has been using the mark in Canada for honey since January 2, 2017, and its predecessor-in-
title, Honey Buzz Ltd., used the mark in Canada for honey from April 2007 until January 2, 2017.  
Your client holds a U.S. registration for HONEY BEE SWEET, registered in the name of Honey 
Buzz Ltd. for “honey, natural sweeteners, biscuits, plush toys, key chains, mugs and stickers” 
and it has used the HONEY BEE SWEET mark in the United States for “honey, mugs and 
stickers” and in Australia for “biscuits”.  List the three filing bases for the Canadian application, 
including the specific information that would need to be included in the application for each filing 
basis (8 marks) and identify the goods to be covered by each filing basis (4 marks). 
 

Answer:  
- Use in Canada since at least as early as April 2007 by the applicant or the applicant’s 
predecessor-in-title, Honey Buzz Ltd. (3 marks) for “honey”. (1 mark) 
- Proposed use in Canada (1 mark) for “natural sweeteners, biscuits, plush toys, key chains, 
mugs and stickers”. (1 mark) 
- Registration and use in the U.S. by the applicant’s predecessor-in-title, Honey Buzz Ltd. (2 
marks) for “honey, mugs and stickers”. (1 mark) 
- Registration in the U.S. and use in Australia by the applicant’s predecessor-in-title, Honey 
Buzz Ltd. (2 marks) for “biscuits”. (1 mark) 

 



 
QUESTION 3 (4 marks) 
 
List the three conditions that must be met for a communication to be considered privileged in the 
same way as a communication that is subject to solicitor-client privilege. (3 marks) Cite the 
relevant provision of the Trade-marks Act for your answer. (1 mark) 
 

Answer: 
- The communication is between an individual whose name is included on the list of trade-

mark agents and that individual’s client. (1 mark) 
- The communication is intended to be confidential. (1 mark) 
- The communication is made for the purpose of seeking or giving advice with respect to 

any matter relating to the protection of a trade-mark, geographical indication or mark 
referred to in paragraph 9(1)(e), (i), (i.1), (i.3), (n) or (n.1). (1 mark) 

- Section 51.13(1) Trade-marks Act. (1 mark) 

 
 
QUESTION 4 (4 marks) 
 
True or False? (1 mark) A trademark application can be amended after filing to include a priority 
claim.  In one sentence explain why or why not. (1 mark) Cite the relevant provision of the 
Trade-marks Act and the relevant authority for your answer. (2 marks) 
 

Answer:  
- True. (1 mark)  
- The application can be amended to include a claim of priority, provided the amendment is 
made within the six-month period following the filing of the earliest filed application. (1 mark) 
- Section 34 of the Trade-marks Act. (1 mark) Trademarks Examination Manual Section II.7.3.3 
OR Practice Notice dated September 2, 2010, “Priority Claims”. (1 mark) 
[Note: Date and title of Practice Notice and/or particular section of the Examination 
Manual not required to receive the mark.]  

 
 
QUESTION 5 (4 marks) 
 
Your client is a multinational corporation named Funzo Corp. that manufactures a wide variety 
of goods from industrial robots to home electronics and household appliances.  The company 
has numerous wholly owned subsidiaries, including Funzo Robotics Inc., Funzo Electronics Ltd. 
and Funzo Housewares Ltd. that focus on particular product lines.  You regularly file Canadian 
trademark applications in the name of each of these subsidiaries, always taking instructions 
from the same in-house lawyer at Funzo Corp.  
 
About a year ago you filed application no. 1,456,789 on behalf of Funzo Electronics Ltd. for the 
trademark FUNZO TALK in association with voice recognition software for mobile phones.  You 
recently received an Examiner’s report regarding this application in which the Examiner 
indicates that the mark is not registrable because it is confusing with registration no. 
TMA987,654 for the trademark FUNZO WASH in association with voice activated washing 
machines owned by Funzo Housewares Ltd.  Your firm is representative for service for 
registration TMA987,654.  



 
a) Does this Examiner’s report raise a conflict of interest in view of the fact that your firm is 

representative for service for the cited registration? Yes or No? (1 mark)  In one sentence 
explain why or why not. (1 mark)  
 

Answer: 
- No. (1 mark)  
- No conflict of interest because you are taking instructions for both companies from the same 
instructing principal OR no conflict of interest because the parties have common ownership and 
are not adverse in interest. (1 mark)  

 
b) Identify two options for the client to try to overcome this objection. (2 marks – Only the first 

two options will be marked) 
 

Answer: [Note: any of the below to a maximum of 2 marks.] 
- Assign application no. 1,456,789 to Funzo Housewares Ltd.  (1 mark) 
- Assign registration no. TMA987,654 to Funzo Electronics Ltd.  (1 mark) 
- Assign both application no. 1,456,789 and TMA987,654 to Funzo Corp. (1 mark) 

 
 
QUESTION 6 (2 marks) 
 
A university based in the United States, with no campus in Canada, can obtain the protection of 
a section 9 mark in Canada.  True or False?  (1 mark)  Cite the relevant provision of the Trade-
marks Act to support your answer. (1 mark) 
 

Answer: 
- True. (1 mark) 
- Section 9(1)(n)(ii) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 7 (3 marks) 
 
Your client would like to file a Canadian trademark application for KAUGUMMI for chewing gum, 
plush toys, and children’s multiple activity toys.  KAUGUMMI is German for “bubble gum”.  The 
mark is not yet in use anywhere.  Assuming there are no confusingly similar marks on the 
Canadian Trademarks Database, briefly state whether the trademark is registrable? (2 marks) 
Cite the relevant provision of the Trade-marks Act. (1 mark) 
 

Answer:  
- The mark is not registrable for “chewing gum” because it is the name of the goods in German 
(1 mark), but the mark is registrable for “plush toys, and children’s multiple activity toys”. (1 
mark)  
- Section 12(1)(c) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 8 (2 marks) 
 
An application for registration of a trademark has been filed with goods and services grouped 
according to Nice Classification.  The Examiner is of the view that the goods and services have 



been incorrectly classified.  Other than the incorrect classification, there are no substantive or 
technical issues with the application.  In one sentence, explain what the Examiner will do. (1 
mark) Cite the relevant authority for your answer. (1 mark)   
 

Answer:  
- The Examiner will approve the application for advertisement, without indication of Nice 
classes. (1 mark)  
- Trademarks Examination Manual Section II.6.4.3. (1 mark) [Note: Particular section of the 
Examination Manual not required to receive the mark.]  

 
 
QUESTION 9 (3 marks) 
 
Your client has an existing Canadian registration for the trademark HAPPYBOUCHE for lipstick 
in the name of HappyBouche Ltd. doing business as HappyBouche Co. Your client then 
instructs you to file for HAPPYBOUCHE ETCETERA for foundation makeup, blush, and 
mascara in the name of HappyBouche Ltd. trading as HappyBouche.  Assuming there are no 
other technical or substantive issues in connection with the application for HAPPYBOUCHE 
ETCETERA, what will the Examiner do with these two marks? (2 marks) Cite the relevant 
provision of the Trade-marks Act. (1 mark)      
 

Answer:  
- The Examiner will approve the application for advertisement (1 mark), and will associate the 
marks. (1 mark)  
- Section 15 of the Trade-marks Act. (1 mark)   

 
 
QUESTION 10 (1 mark) 
 
What is the only factor to be considered when assessing whether an applied for mark so nearly 
resembles as to be likely to be mistaken for an official mark? (1 mark) 
 

Answer:  
- The resemblance between the marks. (1 mark)  

 
 
QUESTION 11 (6 marks) 
 
Which of the following two trademark applications, A or B, both covering the same goods, has 
the earlier entitlement date at the examination stage, and for which goods? (2 marks) Briefly 
explain your answer. (2 marks) Cite the relevant authority and/or the relevant section of the 
Trade-marks Act. (2 marks) 
 
Application A (No. 1,636,212) 
 
Filed March 5, 2018, based on: 

 Proposed use in Canada for: (1) “Clothing  namely t-shirts, sweaters, pants, dresses”; 

 Use in Canada since February 26, 2002 for: (2) “computer software, namely database 
software, word processing software”; and 



 Section 16(2) of the Trade-marks Act based on use in the United States and corresponding 
United States Application No. 86/736,677 filed June 27, 2017 for: (1) “Clothing  namely t-
shirts, sweaters, pants, dresses”. 
 

Application B (No. 1,645,363) 
 
Filed March 15, 2018: 

 claiming Convention priority based on United States Application No. 86/794,767 filed 
October 5, 2017 for: (1) “Clothing namely t-shirts, sweaters, pants, dresses”; and 

 based on proposed use in Canada for: (1) “Clothing namely t-shirts, sweaters, pants, 
dresses”; (2) “computer software, namely database software, word processing software”. 
 

Answer:  
- Application A has the earlier entitlement date for goods (2) OR for “computer software, 

namely database software, word processing software”. (1 mark) 
- Application B has the earlier entitlement date for goods (1) OR for “clothing namely t-shirts, 

sweaters, pants, dresses”. (1 mark) 
- Application A is entitled to advance to approval over Application B for goods (2) because 

Application A has an earlier filing date of March 5, 2018, compared to the filing date of 
March 15, 2018 for Application B. (1 mark)  

- Trademarks Examination Manual Section III.6.1 OR Practice Notice dated May 19, 2005, 
“Entitlement – Confusing Marks” OR Attorney General of Canada v. Effigi Inc. (2005), 41 
C.P.R. (4th) 1 (FCA). (1 mark)  [Note: Date and title of Practice Notice and/or specific 
section of the Examination Manual not required to receive the mark.]  

- Application B is entitled to advance to approval over Application A for goods (1) because the 
priority filing date of October 5, 2017 is before the application filing date for Application A, 
namely March 5, 2018. (1 mark)  

- Section 34 of the Trade-marks Act. (1 mark) 

 
 
QUESTION 12 (2 marks) 
 
You are reviewing an Examiner’s report issued in connection with a client’s application.  Your 
firm is listed as agent and representative for service for one of the marks alleged by the 
Examiner to be confusingly similar to the client’s mark. You are of the opinion that the marks are 
clearly so dissimilar that there is absolutely no possibility of a likelihood of confusion and that 
the Examiner obviously raised this mark in error.  Can you comment on the impact the identified 
mark will have on the registrability of the subject mark? Yes or No. (1 mark). Provide a brief 
explanation in support of your answer. (1 mark) 
 

Answer: 
- No. (1 mark) 
- Commenting on the registrability of the mark in view of the confusingly similar located 

mark would be a conflict of interest. (1 mark). 

 
 
 
 
 



QUESTION 13 (5 marks) 
 
Your client, Musical Alarms Inc., is seeking to register a five-note sound as their trademark. 
Musical Alarms Inc. advises that the five-note sound is distinct to their alarm system and is used 
to distinguish their goods, namely car alarms, from the car alarms of other traders.  
 
List four specific requirements that must be included in an application for the registration of a 
sound mark. (4 marks) Cite the relevant authority for your answer. (1 mark) 

 

Answer:  
- an application for registration of a sound should: 

a) state that the application is for registration of a sound mark; (1 mark)  
b) contain a drawing that graphically represents the sound; (1 mark) 
c) contain a description of the sound; (1 mark) and 
d) contain an electronic recording of the sound. (1 mark) 

- Trademarks Examination Manual Section IV.4 OR Practice Notice dated March 28, 2012, 
“Trademark consisting of a sound”. (1 mark) 
[Note: Date and title of Practice Notice and/or specific section of the Examination Manual 
not required to receive the mark.]  
 

 
 
QUESTION 14 (1 mark) 
 
What is the leading case outlining the requirements for the defined standard in an application for 
registration of a certification mark? (1 mark) 
 

Answer:  
- Molson Breweries v. Labatt Brewing (1996), 69 C.P.R. (3d) 274 (TMOB) OR Kokanee case. 
(1 mark) 
[Note: the specific citation is not required to receive the mark.] 

 
 
QUESTION 15 (2 marks) 
 
True or False. The fee for recording a change of name that results from a merger of two 
companies is $100. (1 mark) Cite the relevant authority for your answer. (1 mark) 
 

Answer: 
- False. (1 mark) There is no fee payable.  
- Practice Notice Transfers and/or Change of Name. (1 mark) [Note: Title of practice 

notice not required to receive the mark.] 

 
 
QUESTION 16 (3 marks) 
 
Play Time Inc., an innovative Canadian toy company, has developed a new proprietary and 
inventive colour changing, scented, all natural toy modelling dough for children.  Play Time Inc. 
decided to name its modelling dough DOUGH TIME as a unique play on the company name. 
Play Time Inc. has also developed a unique packaging for its toy modelling dough that also 



functions as a mold to create shapes.  Play Time Inc. is preparing to introduce its DOUGH TIME 
modelling dough at an upcoming toy industry trade show in January 2019. Play Time Inc. is 
concerned that its competitors will try to copy its new toy modelling dough formula, which uses 
only plant-based ingredients, is scented, and changes colour when it is manipulated by a child 
as they play with the dough. 
 
In addition to a trademark application for the word mark DOUGH TIME, list three other types of 
intellectual property protection that Play Time Inc. may wish to consider for its new product? (3 
marks)   
 

Answer: [Note: any of the below to a maximum of 3 marks.] 
- Patent for the formulation of the toy modelling dough. (1 mark) 
- Industrial design for the molds. (1 mark) 
- Distinguishing guise for the packaging. (1 mark) 
- Trade secret OR contractual protection OR no-disclosure agreement for the formulation. 

(1 mark)  
- Trademark for the scent once the changes to the Trade-marks Act are implemented. (1 

mark) 

 
 
QUESTION 17 (5 marks) 
 
Your client, Mary Jones, has asked you to file an application to register the mark JONES 
WOOD PRODUCTS for figurines, kitchen cabinets, and boxes, all of the aforementioned made 
of wood.   From the examination/Trademarks Office perspective, is the mark inherently 
registrable? Yes or No? (1 mark)  Briefly explain why or why not. (2 marks)  Cite the two 
relevant provisions of the Trade-marks Act. (2 marks)  
 

Answer:  
- Yes. (1 mark) 
- The mark is a combination of a word that is primarily merely a surname (“JONES”) and a 
phrase that is clearly descriptive of a character or quality of the associated goods (“WOOD 
PRODUCTS”) OR The mark as a whole is neither primarily merely a surname nor is it clearly 
descriptive of a character or quality of the associated goods. (2 marks)  
- Sections 12(1)(a) and 12(1)(b) of the Trade-marks Act. (2 marks) 

 
 
QUESTION 18 (6 marks) 
 
List six examples of what the Trademarks Office might consider exceptional circumstances 
justifying an extension of time beyond the twelve-month period from the initial date of the 
examiner’s report. (6 marks) 
 

Answer: [Note: any of the below to a maximum of 6 marks.] 
- Recent change in trademark agent. (1 mark) 
- Circumstances beyond the control of the person concerned. (1 mark) 
- If there has been a very recent assignment of the trademark. (1 mark) 
- The foreign application has not yet issued to registration. (1 mark) 
- If the cited co-pending and confusing mark is: possibly going to be abandoned within the 

next two months OR is subject of opposition proceedings initiated by the applicant. (1 



mark) 
- If the cited registered mark is subject to a Section 45 proceeding initiated by the applicant. 

(1 mark) 
- If the applicant is negotiating for consent from the holder of an official mark. (1 mark) 

 
 
QUESTION 19 (8 marks)  
 
Match the case name with the applicable legal principle. You have been provided with more 
legal principles than cases. Only one case should be paired with one principle. If you provide 
multiple principles for a case, only the first legal principle given will be marked. (1 mark for 
each correct answer for a maximum of 8 marks) 
 

Case Name Principle 

A. Marineland Inc. v. Marine 
Wonderland and Animal Park 
Ltd. (1974), 16 C.P.R. (2d) 97 
(FC). 

 
Trademark: MARINELAND 

1. In assessing the likelihood of 
confusion between trademarks, 
Examiners must consider the 
possibility of confusion between those 
marks in either or both of Canada’s 
official languages. 

 

B. British Drug Houses Ltd. v. 
Battle Pharmaceuticals (1944), 4 
C.P.R. 48 (Ex. Ct.). 

 
Trademark: MULTIVIMS 

 

2. In Section 12(1)(b) of the Trade-
marks Act, the word “clearly” is not 
used in the sense of “accurately”, but 
of “easy to understand… evident, 
plain”. 

C. Standard Coil Products 
(Canada) Ltd. v. Standard Radio 
Corp. (1971), 1 C.P.R. (2d) 155 
(FC). 

 
Trademark:  STANDARD 
 

3. In assessing whether a trademark is a 
geographic name, examiners may 
have regard to the names of 
continents, countries, provinces, 
states, regions, cities, 
neighbourhoods, and streets. 

D. Thorold Concrete Products Ltd. 
v. Registrar of Trade Marks 
(1961), 37 C.P.R. 166 (Ex. Ct.). 

 
Trademark: THOR-O-MIX 

4. Use in Canada in association with 
services requires that services 
advertised in Canada must be 
performed in Canada or be available 
to be performed in Canada. 

E. Scott Paper Co. v. Beghin-Say 
S.A. (1985), 5 C.P.R. (3d) 225 
(FC). 

 
Trademark: MOLTONEL 

5. Just because a particular combination 
of words does not appear in any 
dictionary does not mean that the 
mark is not clearly descriptive or 
deceptively misdescriptive.  Where 
each portion of the mark has a well-
known meaning in French or English, 
the resultant combination may be 
contrary to Section 12(1)(b) of the 
Trade-marks Act.  

F. Big Sisters Assn. of Ontario v. 6. During examination, the Registrar will 



Case Name Principle 

Big Brothers of Canada (1997), 
75 C.P.R. (3d) 177 (FC). 
 
Trademark: BIG BROTHERS AND 
SISTERS OF CANADA 

not consider dates of first use or 
making known as relevant 
considerations under Section 37(1)(c) 
of the Trade-marks Act. 

 

G. Oshawa Group Ltd. v. Registrar 
of Trade Marks (1980), 46 C.P.R. 
(2d) 145 (FC). 

 
Trademarks: HYPER-VALUE 
and HYPER-FORMIDABLE 

7. Where a trademark contains both 
elements that fall within the definition 
of a distinguishing guise and elements 
that do not fall within the definition of 
a distinguishing guise, the provisions 
of the Trade-marks Act concerning 
distinguishing guises are still 
considered to apply. 

H. Lum v. Dr. Coby Cragg Inc. 
(2015), 134 C.P.R. (4 th) 409 
(FCA).  
 
Trademark: OCEAN PARK 

8. The two-part test to evaluate public 
authority status for official marks is 
made up of the following elements: 

 A significant degree of control 
must be exercised by the 
appropriate government over 
the activities of the body; and 

 The activities of the body must 
benefit the public. 

 

 9.  The onus on a person contending 
that a trademark which is descriptive 
or laudatory of their goods has come 
to actually distinguish those goods is 
a heavy one. 

 10. In assessing confusion, it is not the 
correct approach to lay the two marks 
side by side and make a careful 
comparison with a view to observing 
the differences between them. They 
should be considered from the 
perspective of a person who has only 
a general recollection of the earlier 
mark and then sees the later mark by 
itself. 

 11. Resemblance between an official 
mark and a trademark is not to be 
determined based on a “straight 
comparison” between the marks. 

  

Answer:  
A-4 (1 mark) 
B-10 (1 mark) 
C-9 (1 mark) 
D-2 (1 mark) 
E-1 (1 mark) 



F-11 (1 mark) 
G-5 (1 mark) 
H-3 (1 mark) 

 
 
QUESTION 20 (2 marks) 
 
Briefly explain what CETA is. (2 marks) 
 

Answer:  
- CETA (Comprehensive Economic and Trade Agreement) is a trade agreement (1 mark) 

between Canada and the European Union. (1 mark) [Note: identifying what CETA 
stands for is not required to receive the mark.] 

 
 
QUESTION 21 (4 marks) 
 
In the initial Examiner’s report dated November 15, 2017, the Examiner requested a certified 
copy of the corresponding United States registration to complete the claim to Section 16(2) of 
the Trade-marks Act. The response to the Examiner’s report was initially due May 15, 2018. 
However, your client advised that the United States application would still be pending by the 
deadline. An initial extension of time was requested and granted until November 15, 2018. Your 
client has now advised that the corresponding U.S. application will not have issued to 
registration by the extended response deadline. 
 
Can your client obtain a further extension of time to respond to the Examiner’s report and, if so, 
how long? (2 marks) Briefly explain your answer (1 mark) and cite the relevant authority. (1 
mark) 
 

Answer:  
- Yes (1 mark) the client can obtain a further six-month extension of time to respond to the 

Examiner’s report. (1 mark)   
- Where the foreign registration on which the Canadian application is based has not yet 

issued, that constitutes an exceptional circumstance justifying a further extension of time. 
(1 mark)   

- Trademark Examination Manual Section V.14 OR Practice Notice dated March 11, 2010, 
“Extensions of Time in Examination”. (1 mark) 

[Note: Date and title of Practice Notice and/or specific section of the Examination 
Manual not required to receive the mark.]  

 
 
QUESTION 22 (2 marks) 

Your client’s trademark application has been allowed and the deadline for paying the 
registration fee is Monday, July 1, 2018. On the morning of Tuesday, July 2, 2018, you receive 
instructions to pay the registration fee. Is it too late to pay the registration fee? Yes or No. (1 
mark) Cite the relevant provision of the Trade-marks Act in support of your answer. (1 mark) 
 



Answer: 
 
- No. (1 mark) July 1, 2018 is a holiday and CIPO is closed for business. The deadline 

would automatically extend to the next day that CIPO is open for business. 
- Section 66(1) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 23 (2 marks) 
 
True of False. Correspondence delivered through Canada Post’s Xpresspost™ service to CIPO 
on a day on which CIPO is open for business is deemed to be delivered on the day indicated on 
the mailing receipt provided by Canada Post. (1 mark) Cite the relevant provision of the Trade-
marks Regulations in support of your answer. (1 mark) 
 

Answer: 
- True. (1 mark) 
- Section 3(4)(a) Trade-marks Regulations. (1 mark) 

 
 
QUESTION 24 (10 marks) 
 

a) On October 17, 2018, you file an application on behalf of a Canadian applicant for the 
registration of a trademark based on the applicant’s proposed use of the mark in 
Canada.  It is now November 17, 2018, and the applicant informs you that they had 
begun using the mark in Canada at least a year ago. Briefly explain what actions you 
would recommend to the applicant (3 marks) and why you recommend such actions. (2 
marks) Cite the relevant provision of the Trade-marks Regulations in support of your 
answer (1 mark). 

 

Answer: 
Recommended Actions: 
- Check to see if any confusingly similar marks have been filed in the period since the 

application was filed.  (1 mark) 
- File a fresh application. (1 mark) 
- Maintain current application for at least another six months. (1 mark) 
Reasons for Actions: 
- Proposed use basis is invalid. (1 mark) 
- Application cannot be amended to change the basis from one not alleging use of the 

trademark in Canada prior to filing the application to one alleging such use. (1 mark) 
Relevant provision:  
- Section 31(d) Trade-marks Regulations. (1 mark) 

 
b) On October 17, 2018, you file an application for the registration of a trademark based on 

your client’s proposed use of the mark in Canada. A few weeks after filing the application 
you discover that an application for the registration of a confusingly similar mark was 
filed by a third party on October 10, 2018. This application was also filed on the basis of 
the applicant’s proposed use of the mark in Canada.  Your client, a company whose 
head office is in Paris, France, informs you that it has a corresponding European Union 



Trade Mark application (EUTM) and has used the mark in France for several years. The 
corresponding EUTM application was filed September 1, 2018, and is your client’s only 
other application for this particular mark.  Briefly explain what actions you would 
recommend to the applicant. (2 marks) Cite the relevant provisions of the Trade-marks 
Act for your answer. (2 marks) 

 

Answer: 
 
- Amend the application to include a filing basis that relies on the eventual registration of 

the corresponding EUTM application and use of the mark in France. (1 mark) [Note: 
must have reference to both use in France and EUTM application to receive the 
mark.] 

- Include a claim of priority from the corresponding EUTM application. (1 mark) 
- Section 16(2) of the Trade-marks Act. (1 mark) 
- Section 34(1) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 25 (5 marks) 
 
List four items that must be provided to the Registrar to obtain a filing date for an application to 
register a trademark comprising the design of a dog based on proposed use in Canada. (4 
marks) Cite the relevant provision of the Trade-marks Regulations in support of your answer. (1 
mark) 
 

Answer: 
- Name and address of the applicant. (1 mark) [Note: Must have both name and address 

to receive the mark.] 
- Goods and/or services. (1 mark) 
- The application fee.  (1 mark) 
- A drawing of the trademark. (1 mark) 
- Section 25 of the Trade-marks Regulations. (1 mark) 

 
 
QUESTION 26 (3 marks) 
 
Assuming the mark is in use somewhere in the world, can a Canadian trademark application be 
filed based on use and registration abroad, based on an application or registration applied for or 
registered in the following? 
 
a) Benelux. Yes or No? (1 mark) 
b) World Intellectual Property Office (WIPO). Yes or No? (1 mark) 
c) European Union Intellectual Property Office (EUIPO). Yes or No? (1 mark) 
 

Answer:  
a) Yes. (1 mark)  
b) Yes. (1 mark) 
c) Yes. (1 mark) 

 
 



QUESTION 27 (3 marks) 
 
Your client, Betty’s Fresh Fruit & Veggies Inc., would like to file an application for the trademark 
POSTAL PRODUCTS. Betty’s Fruit & Veggies Inc. advises that they are currently using the 
mark in Canada and have done so since April 20, 2002 for the following services: “Retail sale of 
fresh fruits and vegetables”.   
 
Putting aside any consideration of confusion, what is the most likely objection that the 
Trademarks Office will raise in connection with this mark? (1 mark) Briefly explain your answer.  
(1 mark) Cite the relevant provision of the Trade-marks Act. (1 mark) 
 

Answer:  
- The applicant cannot be satisfied that it is entitled to use the POSTAL PRODUCTS 

trademark in Canada.  (1 mark) 
- Where the mark includes the words POST OFFICE or similar words, such use is 

prohibited by section 58 of the Canada Post Corporation Act (1 mark)    
- Section 30(i) of the Trade-marks Act (1 mark) 

[Note: Specific section of the Canada Post Corporation Act not required to receive 
the mark, nor is the full title of the Act (Canada Post Act, or some reasonable 
variation, would suffice to receive the mark).] 

 
 
QUESTION 28 (19 marks) 
 
On March 5, 2018, you filed an application for the registration of the mark PESCE on behalf of 
Marco Pesce Fashion Corp., the company created by Marco Pesce, an up and coming Italian 
fashion designer.  The application is based on use of the mark in Canada in association with 
clothing, jewellery and perfumes, since at least as early as January 2013, as well as use and 
registration in Italy for these same goods. 
 
The application has been examined and the Examiner has issued the following Office Action: 
 
    
Your Firm          November 5, 2018 
227 Main Street        Your File 
Ottawa, Ontario K2E 2P6       42685-0125 
Attention: Mr. Agent       Our File 
          1899504 
 
Re: Trademark: PESCE  

Applicant: Marco Pesce Fashion Corp. 
 
This Examiner’s report concerns the above-identified application. To avoid abandonment 
proceedings, a proper response must be received by this office by May 5, 2019. All 
correspondence respecting this application must indicate the file number. 
 
The mark which is the subject of this application is considered to falsely suggest a connection to 
a living individual, namely the Italian fashion designer, Marco Pesce, the adoption of which is 
prohibited by paragraph 9(1)(k) of the Trade-marks Act.  Therefore, in view of the provisions of 
paragraph 12(1)(e) of the Act this mark does not appear to be registrable. 
 



In addition to the foregoing, the mark which is the subject of this application is considered to be 
primarily merely the surname of an individual who is living or who has died within the preceding 
thirty years.  In this respect, please note that a search on Canada411.ca has yielded 156 search 
results for the surname PESCE. In view of the provisions of paragraph 12(1)(a) of the Trade-
marks Act, this mark does not appear to be registrable. 
 
Any comments you may wish to submit will receive consideration. 
 
If the applicant has any specific questions in respect of this office action, please contact the 
assigned examiner.  
 
Yours truly, 
 
 
Anita Charles 
Examination Section 
 
a) List the best option for responding to the objection to the registration of the mark 

pursuant to Sections 9(1)(k) and 12(1)(e) of the Trade-marks Act. (1 mark) 
 

Answer: 
 
- Obtain written consent from Marco Pesce to use and registration of the mark by Marco 

Pesce Fashion Corp. (1 mark) 
 

 
b) List three available options for responding to the surname objection pursuant to Section 

12(1)(a) of the Trade-marks Act. (3 marks) Note that only the first three answers given 
will be marked. Cite relevant provisions of the Trade-marks Act in support of your 
answer. (2 marks) 

 

Answer: 
- Argument – mark is not primarily merely a surname OR Section 12(1)(a) of the Trade-marks 
Act. (1 mark) 
- Provide evidence that the mark has acquired distinctiveness OR secondary meaning 
throughout Canada. (1 mark) 
- Provide evidence that mark is not without distinctive character in Canada. (1 mark) 
- Section 12(2) of the Trade-marks Act. (1 mark) 
- Section 14 of the Trade-marks Act. (1 mark)  

 
c) You are now in receipt of a signed consent from Marco Pesce to Marco Pesce Fashion 

Corp. authorizing the latter’s use and registration of the mark PESCE in association with 
clothing, jewellery and perfumes.  Your research reveals that PESCE is the Italian word 
for “fish” and that 5% of the Canadian population (1.8 Million people) speak Italian.  
 
Draft a response to the Office Action, addressing all the issues raised by the Examiner. 
(A total of 6 marks will be given, including 1 mark for the clarity of the response) 

 



Answer: 
- Refer to consent pursuant to Section 9(2) of the Trade-marks Act and attach copy of 

consent from Marco Pesce. (1 mark) 
- Argue that PESCE not merely a surname (1 mark) and provide evidence of meaning of 

mark in Italian (e.g., printout of Italian-English dictionary). (1 mark) 
- Argue that primary significance of PESCE is not that of a surname (1 mark) given low 

number of people with the surname PESCE AND the significant number of persons in 
Canada that speak Italian. (1 mark) 

- Clarity (1 mark) 

 
d) The Examiner has rejected your arguments and has maintained the objection to the 

registration of the mark pursuant to Section 12(1)(a) of the Trade-marks Act.  You 
recommend making a claim to the benefit of Section 12(2) of the Act. In point form, list 
the most important information and/or documents you will require to prepare an affidavit 
in support of the claim.  (7 marks) 

 

Answer: 
- The full name and title of the person swearing/affirming the affidavit. (1 mark) 
- Specimens of the mark as used in association with the goods. (1 mark) 
- Sales figures for sales of the goods bearing the mark over the relevant period, broken 

down by Canadian province and by year. (2 marks) 
- Samples of advertising of the mark in Canada. (1 mark) 
- Expenditures for advertising of the mark in Canada over the relevant period, broken down 

by Canadian province and by year. (2 marks) 

 
 
QUESTION 29 (2 marks) 
 
Identify the two most important differences between an affidavit in support of a claim of acquired 
distinctiveness under Section 12(2) of the Trade-marks Act and an affidavit in support of a claim 
of distinctive character under Section 14 of the Trade-marks Act. (2 marks) 
 

Answer: 
 
- Section 12(2) affidavit must show mark is distinctive throughout Canada (sales figures 

and advertising expenditures broken down by Canadian province). (1 mark) 
- Relevant period for Section 12(2) affidavit is up to the filing date of the application. (1 

mark) 

 
 
QUESTION 30 (12 marks) 
 
Your client is interested in filing a Canadian application for the trademark HAPPY WAY. The 
mark is not yet in use in Canada, and will be filed on the basis of proposed use in Canada under 
Section 16(3) of the Trade-marks Act for the following goods and services:  
 
Goods:  

 apples; 

 juice; 



 jam; 

 cider;  

 t-shirts; and 

 mugs; 

Services:  

 retail sale of apples, juice, jam, cider, t-shirts, and mugs; and  

 brewery services. 

Your client has asked you to arrange for a search of the Trademarks Register before filing an 
application to register the HAPPY WAY trademark for the goods and services of interest. 
 
For each of the marks identified by the search, and set out below: 

 
i. Indicate whether the mark is likely to pose an obstacle to registration of the HAPPY 

WAY mark with a “yes” or “no” answer. (1 mark each) Note: “yes” means the mark 
is likely to pose an obstacle to registration, and “no” means  the mark is not 
likely to pose an obstacle to registration; and 
 

ii. Briefly (point form is acceptable) provide a valid explanation to support your opinion. 
(1 mark each) Please formulate your opinions from an examination/Trademarks 
Office perspective, not from an opposition perspective. 

Note: No marks will be given for a “yes” or “no” answer unless a valid supporting 
explanation is given. 
 

TRADEMARK REG. / 
APPL’N NO. 

GOODS / SERVICES 

(a) CHEERFUL STREET TMA761,982 (1) Clothing, namely sweaters, t-shirts, pants and 
skirts; (2) jewelry; (3) smartphones, lap tops, 
operating software; (4) fresh fruits and 
vegetables; (5) live plants, namely fruit trees (6) 
handbags, suitcases; (6) glassware, cups, mugs, 
vases. 
 
(1) Department store services and an online 
department store; (2) computer programing 
services for others; (3) operating a gardening 
centre. 

(b) HAPPY WEIGH TMA778,349 (1) Retail sale of books in the field of nutrition; (2) 
catering services. 

(c) HAPIE WAIE 
 

1,854,633  
(filed May 20, 
2018) 

(1) fruit and vegetable juice, fruit and vegetable 
sauces; (2) mixed alcoholic beverages containing 
fruits; (3) promotional items namely mugs and t-
shirts.  
 
(1) retail and online sale of the above goods; (2) 
operating a website featuring information on 
mixed drink recipes. 

(d) WAY HAPPY  TMA623,555 (1) Clothing, namely sweaters, t-shirts, pants and 



TRADEMARK REG. / 
APPL’N NO. 

GOODS / SERVICES 

skirts; (2) fresh fruits and vegetables; (3) 
glassware, cups, mugs, vases. 
 
(1) Retail sale of foods; (2) operating a gardening 
centre. 

(e) FINDING A HAPPIER 
WAY TO TRAVEL 

TMA655,875 (1) promotional items, namely t-shirts, jams, 
bottled water and travel mugs. 
 
(1) Travel agent services; (2) operating a website 
about travelling. 

(f)  Way  TMA787,487 (1) Clothing, namely sweaters, t-shirts, pants and 
skirts; (2) cider; (3) fresh fruits and vegetables; 
jams and fruit jellies; (4) glassware, cups, mugs, 
vases. 
 
(1) Sale of alcoholic beverages; (2) retail services, 
namely sale of clothing, fresh fruits and 
vegetables; jams and fruit jellies; glassware, cups, 
mugs, vases. 

 
Answer: (Note: Even if Yes/No answer is incorrect, marks may still be given if candidate 
provides valid supporting explanation) 
 

Trademark REG. / APPL’N 
NO. 

GOODS / SERVICES 

(a) CHEERFUL 
STREET 

TMA761,982 (1) Clothing, namely sweaters, t-shirts, pants and 
skirts; (2) jewelry; (3) smartphones, lap tops, 
operating software; (4) fresh fruits and 
vegetables; (5) live plants, namely fruit trees (6) 
handbags, suitcases; (6) glassware, cups, mugs, 
vases. 
 
(1) Department store services and an online 
department store; (2) computer programing 
services for others; (3) operating a gardening 
centre. 

Answer: 
- No. (1 mark) 
- Marks differ in appearance, sound and ideas suggested. (1 mark) [Note: only one of the 

terms “appearance”, “sound” or “ideas suggested/connotation” is required to 
receive the mark.] 

(b) HAPPY WEIGH TMA778,349 (1) Retail sale of books in the field of nutrition; (2) 
catering services. 

Answer: 
- No. (1 mark) 
- Services covered by this mark differ from the goods and services covered by the HAPPY 

WAY mark. (1 mark) 

(c) HAPIE WAIE 1,854,633 (filed (1) fruit and vegetable juice, fruit and vegetable 



Trademark REG. / APPL’N 
NO. 

GOODS / SERVICES 

 May 20, 2018) sauces; (2) mixed alcoholic beverages containing 
fruits; (3) promotional items namely mugs and t-
shirts.  
 
(1) retail and online sale of the above goods; (2) 
operating a website featuring information on 
mixed drink recipes. 

Answer: 
- Yes. (1 mark) 
- Marks are very similar, visually, phonetically and in ideas suggested OR the goods and 

services are identical and/or overlapping. (1 mark) [Note: only one of the terms 
“appearance”, “sound” or “ideas suggested/connotation” is required to receive the 
mark.] 

(d) WAY HAPPY TMA623,555 (1) Clothing, namely sweaters, t-shirts, pants and 
skirts; (2) fresh fruits and vegetables; (3) 
glassware, cups, mugs, vases. 
 
(1) Retail sale of foods; (2) operating a gardening 
centre. 

Answer: 
- No. (1 mark) 
- Marks differ in ideas suggested. (1 mark) 

(e) FINDING A 
HAPPIER WAY TO 
TRAVEL 

TMA655,875 (1) promotional items, namely t-shirts, jams, 
bottled water and travel mugs. 
 
(1) Travel agent services; (2) operating a website 
about travelling. 

Answer: 
- No. (1 mark) 
- Marks differ in appearance, sound and ideas suggested. (1 mark) [Note: only one of the 

terms “appearance”, “sound” or “ideas suggested/connotation” is required to 
receive the mark.] 

(f)  Way  TMA787,487 (1) Clothing, namely sweaters, t-shirts, pants and 
skirts; (2) cider; (3) fresh fruits and vegetables; 
jams and fruit jellies; (4) glassware, cups, mugs, 
vases. 
 
(1) Sale of alcoholic beverages; (2) retail services, 
namely sale of clothing, fresh fruits and 
vegetables; jams and fruit jellies; glassware, cups, 
mugs, vases. 

Answer: 
- Yes. (1 mark) 
- Marks are very similar in ideas suggested OR the goods and services are either identical 

or overlap (1 mark) 

 
 
QUESTION 31 (10 marks) 



 
The search firm that conducted the search for the HAPPY WAY trademark has come back to 
you and advised that the two marks, below, were inadvertently omitted from the search report. 
 
For each of the marks identified below: 

 
i. Indicate whether the mark is likely to pose an obstacle to registration of the HAPPY 

WAY mark with a “yes” or “no” answer. (1 mark each) Note: “yes” means the mark 
is likely to pose an obstacle to registration, and “no” means the mark is not 
likely to pose an obstacle to registration;  
 

ii. Briefly (point form is acceptable) provide a valid explanation to support your opinion, 
including an explanation of the meaning and impact of the letters preceding the 
registration numbers; (2 marks each) 

 
iii. Cite the relevant provision(s) of the Trade-marks Act. (2 marks each)  

Note: No marks will be given for a “yes” or “no” answer unless a valid supporting 
explanation is given. 
 

TRADEMARK REG. / APPL’N 
NO. 

GOODS / SERVICES 

(a) HAPPY WAY PBRA2255 Apples. 

(b) Happy Way NFLD04,423 (1) alcoholic beverages; clothing; food 
 
(1) Sale of alcoholic beverages; sale of clothing 

 
Answer: (Note: Even if Yes/No answer is incorrect, marks may still be given if candidate 
provides valid supporting explanation) 
 

TRADEMARK REG. / APPL’N 
NO. 

GOODS / SERVICES 

(a) HAPPY WAY PBRA2255 Apples. 

Answer: 
- Yes. (1 mark) 
- Marks are identical and both cover the same agricultural product, namely apples, so 

cannot adopt or use the mark for apples. (1 mark)   
- PBRA stands for Plant Breeders’ Rights Act. (1 mark) 
- Sections 12(1)(f) and 10.1 of the Trade-marks Act. (2 marks) 

(b) Happy Way NFLD04,423 (1) alcoholic beverages; clothing; food 
 
(1) Sale of alcoholic beverages; sale of clothing 

Answer: 
- Yes (1 mark) 
- Marks are identical OR goods and services overlap (1 mark) 
- NFLD stands for Newfoundland – as a result of confusion with this mark, the resulting 

registration will be territorially limited to exclude Newfoundland (1 mark) 
- Sections 12(1)(d) and 67 of the Trade-marks Act (2 marks)  

 
 



 
 
 
QUESTION 32 (8 marks) 
 

a) Your client informs you that it has purchased a portion of the intellectual property assets 
of a third party, including some of its trademark registrations.  In point form, list the 
requirements for recording the transfer of ownership against the trademark registrations. 
(3 marks) State the relevant provisions of the Trade-marks Act and Trade-marks 
Regulations in support of your answer. (3 marks) 

 

Answer: 
- The prescribed fee OR $100 per mark. (1 mark) 
- The name and mailing address in Canada of the assignee (OR if no address in Canada, 

the name and mailing address of a representative for service in Canada). (1 mark) [Note: 
must have both name and address to receive the mark] 

- Evidence that the marks have been transferred. (1 mark) 
- Section 48(3) of the Trade-marks Act. (1 mark) 
- Section 30(g) of the Trade-marks Act. (1 mark) 
- Rule 48 of the Trade-marks Regulations. (1 mark) 

 
b) Prior to filing a request to record the assignment, you discover that one of the marks 

listed in the assignment document is associated with a mark that is not listed in the 
assignment document. Will the Registrar record the assignment? Yes or No. (1 mark) 
Cite the relevant provision of the Trade-marks Act in support of your answer. (1 mark) 

 

Answer: 
- No. (1 mark) 
- Section 15(3) of the Trade-marks Act. (1 mark) 

 
 
QUESTION 33 (1 mark) 
 
On July 27, 2018, you filed an application on behalf of your client, claiming priority based on an 
earlier filed application, which your client informed you was filed on March 7, 2018.  Your client 
informs you on October 11, 2018 that the earlier filed application was actually filed on March 2, 
2018 and not March 7, 2018.  The application has not yet been examined.  Can the application 
be amended to correct the error? (1 mark) 
 

Answer:  
- No. (1 mark)  

 
 


